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Abstract

Abstract

By means of psychology, legal reasoning, comparative analysis,
and value judgment, this monograph explores the validity of the exclu-
sive rights that a registered trademark is entililed to by trademark law
as well as the limitations imposed upon such rights in the framework of
existing laws.

Association by trademarks constitutes the basis for consumer’s be-
havior. In the presence of an infringing trademark, consumers, due to
wrong association, may mistake the actor’s trademark for the right
holder’s trademark, feeling confused about the source of the goods or
services, or mistakenly perceive some kind of connection of the actor
with the right holder, with the right holder’s trademark diluted. Both
confusion and dilution result from wrong association by consumers due
to interference caused by infringing trademarks. The rights to a trade-
mark, constructed on such knowledge, should include those against
confusion and dilution, regardless of the kind of goods or services.

A registered trademark is entitled to uses and injunctions in com-
merce. The right to use is limited to the approved trademark and the
ratified goods or services. The validity of the rights to injunctions, in
scope, varies with subsequently registered or used trademarks, trade
names, special insignia, commodity names, and trade dresses; how-
ever, it is totally established upon protection against confusion and di-
lution.

All rights have limits with no exceptions for trademarks rights.
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The limits imposed on trademark rights are based upon the balance of
interests, trademark externality, public domain, rights boundaries,
and free circulation of goods. Both statutory and voluntary limits are
well justified. The types of limitations inculde trademark fair use, pri-
or use, exhaustion of trademark rights, and parallel import. In impos-
ing such limitations, the principles should be followed of statutable-
ness, reasonableness, proportionality and equilibrium.

An actor can engage in commercial fair use in good faith of a
irademark of the right holder in describing his or her goods or serv-
ices, or referring to another good or service, or in non-commercial fair
use in good faith of other trademarks in parodies, news reports and
commentatries , and dictionaries. Any trademark may be subject to fair
use. A reasonable defense for fair use demands that trademarks are
used in good faith and in a non-trademark sense with no unreasonable
prejudice against the legal interests of the right holder.

The right to prior use of a trademark is established to offset the
defect of the regime of trademark rights acquisition through registration
and to protect the goodwill of the prior user. The acquisition of rights
for prior use requests that a trademark is used prior to the date of ap-
plication of the registered trademark and not out of unfair competition,
and the two trademarks are identical or similar, and labelled on the
same or similar goods or services for a certain number of years. The
right to prior use is confined to the original trademark and the original
goods or services, but not limited in the scope of sales. The prior user
is obligated to label a distinguishing symbol on his or her goods or
services.

The exhaustion of trademark rights is designed for the purpose of

free circulation of goods, and applied to resales after the first sale of
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Abstract

goods with the consent of the trademark owner, with the rights to in-
junctions exhausted, except for changes in goods during circulation.
Contractul restrictions play a similar role when exhaustion of trademark
rights is not stipulated in trademark law. Based upon the territoriality
of trademark rights, only national exhaustion is possible, leaving in-
ternational exhaustion impossible.

Trademark parallel importation is not only a legal issue, but also
an economic issue, but has nothing to do with the exhaustion of trade-
mark rights. Any theory of exhaustion for trademark rights is not
strong enough to explain trademark parallel importation. To make a
breakthrough, a new angle of vision needs to be taken to look into the
issue. Trademark parallel import forms a system of its own as a sepa-
rate regime of limitation on trademark rights, an inkling of which can
be got from related legislation in the US, Japan and Europe.

The boundaries of the rights to a registered trademark can take
shape when the validity of the rights to the registered trademark inter-
acts with the limitations imposed upon such rights, providing proper

guidelines for right holders and trademark users.
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