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A SHORT COURSE IN INTERNATIONAL INTELLECTUAL PROPERTY
RIGHTS was conceived for the purpose of demystifying a concept that is intangible
at best — the rights of a creator to a monopoly over the creation.

WHY DEMYSTIFY?

Protection of intellectual property (IP) rights, legal constraints on owners
and traders in these rights, and wheeling and dealing in these rights have spawned
specialized legislation, judicial and administrative departments, and private
commercial registries and protective agencies. And (of course) law firms have
expanded to provide departments of attorneys with IP expertise. What does all this
mean to the average commercial trader who just wants to make a profit? Our first
chapter briefly describes what IP means, the second chapter gives you the short
answers, and the rest of the book is a guide to making your IP profitable for you. You
will find sidebars that emphasize and highlight the issues, checklists for ready access
and use in decision-making and record-keeping, a special section on what you can
expect in different legal systems and countries, and a glossary defining the technical
legal meaning of common IP terms.

WHY WORRY ABOUT THE INTANGIBLE?

You are in business with the intent to make money. Your goods, equipment,
building, and other property are assets of your business. Your time and labor are
spent in ensuring the best quality and highest quantity of production at competitive
prices within a fast changing market. You have a plan, and your plan is bringing (or
will soon bring) you a profit. Your services are provided with a smile, and the client is
always right. What have you forgotten?

The value of your intellectual property. What’s in a name? What’s in a new
method or procedure? What’s in an invention? What’s in a web page or software
presentation? Your ideas, once presented and distributed, will be the backbone
of your business, because it is the presentation of your ideas that will grab your
share of the market and keep customers coming back for more and more and more.

There is value in the eye-catching design of a new dress, the unusual shape of a



bottle containing a new perfume, the formula for the perfume itself, the lyrics and
musical score you just wrote, and the logo and name you invented and printed on
your stationery. If you cannot protect your rights in your creation, other traders can
copy your creation, cause consumer confusion about who is providing the goods or
services, and ultimately hurt your sales and market share.

WHAT IS THIS “IP” TERMINOLOGY?

In common US and Western European legal parlance, the term “IP” is taken
to mean “Intellectual Property.” As a US attorney, the author has adopted this
term to refer to all types of creations that anyone can possibly create using his or
her intellect, provided the creation has commercial value. The author is using the
term “IP” in its broadest interpretation to include not only the traditional concepts
of trademarks, copyrights, and patents, but also what some refer to as Industrial
Property (intangible creations specifically related to commercial ventures, such
as trade names, trade secrets, trade designs, trade dress, industrial drawings and
designs, geographical indications, and company manuals and methodologies).
Moreover, the author would intend the term “IP” to refer to creations to which legal
protection is being extended as this area of law develops, such as ethnobiological IP
rights, Internet and software IP design rights, and IP rights in smells, sounds, and
three-dimensional shapes.

WHO IN THE WORLD KNOWS ABOUT IP RIGHTS?

As a US attorney, the author admits to some bias toward the highly developed
IP laws in the US and other common-law based countries (e.g., Canada, England,
Singapore, South Africa, Australia). However, the author is well aware that the
cultures and countries of this world have developed a variety of legal systems, and
therefore IP rights are treated differently from nation to nation. In some places,
the concept of intangible property does not exist, and therefore rights in IP are
not recognized. Where political and legal systems have removed or limited private
ownership rights in favor of state and public ownership, rights in IP are considered

to be public. In many countries, IP laws have been in force for decades but have not



been updated for current commercial practice, and even if laws have been revised,
nontraditional IP rights remain beyond their scope. A plethora of international
activity is also affecting national IP laws and practices as diverse economic and
political interests come together in bilateral, regional, and multi-national trade
summits and pacts.

As a trader, you need to be aware of the issues internationally and nationally
that will affect your IP rights. Decisions you make today about your IP rights
will ultimately affect your future profits in international markets both directly in
terms of the labor and cost you spend in establishing and protecting your IP rights,
and indirectly in terms of the development of IP that has commercial value and
there-fore contributes significantly to the international success of your venture.
Accordingly, the author has tried to write about IP rights from an internationally
generic viewpoint, and therefore she cautions that some of the points may not apply
in a particular nation. You should always seek legal counsel to ensure that you
understand your IP rights within any particular situation.

DOES THIS “SHORT COURSE” TELL ME EVERYTHING I NEED
TO KNOW?

The author does not claim to tell you everything about IP, and quite certainly, you
will need to seek other resources, including attorneys, to answer questions about your
specific situation. The IP field is extremely diverse and complex, and also very legalistic.
Volumes and volumes have been written about each one of the various IP rights, and IP
laws vary significantly from country to country. Therefore, this skinny guide cannot do
complete justice to every nuance of IP law and practice around the world.

Instead, the author has made a well-considered effort to bring to your attention
the issues that you need to know so that you will become aware of your IP interests
and can then ask the right questions to get the right answers. The author has also
concentrated on giving you a practical how-to guideline from start to finish. Be
certain to obtain authoritative legal advice. As the title says, this book is a Short

Course.
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JUST SAY IT

Forms, forms, forms. Lawyers love written agreements, and you will find many
in this book. As the scope of this text is IP rights and the space is limited, the author
has provided forms specifically related to IP rights, even if in some instances the
forms would typically be included as clauses or sections within more comprehensive
agreements, such as a distribution contract or an agreement to sell an entire business.
In selecting forms, the author has concentrated on forms that the commercial trader
would be most likely to use or review. Forms that are usually completed or prepared
by legal counsel, such as applications for registration of IP rights have not been
included. You will find sources for obtaining such forms listed at the end of this
book.

The author has made a supreme effort to avoid “legalese”, but unfortunately
some conventions are necessary in the sample forms to indicate alternative phrasing.
The conventions are not part of the forms. Alternative phrasing is enclosed
within brackets, and inside the brackets additional alternatives are shown within
parentheses. The brackets contain italicized instructions for completion; text of the
form is always in roman typeface. A slash between two or more words indicates that

you should choose one of the words depending on your particular situation.

Karla C. Shippey

Irvine, California 2001
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Understanding IP Rights

Intellectual property is a product of the mind, and as such, it is
distinct from the usual notions of “property.” Land, buildings, vehicles,
clothing, even your hat, are all tangible property. You can see and feel
them. You can own them, lend them, and pass your ownership temporarily
or forever to another person. You can judge their commercial value by
looking at them, measuring them, poking about in their dirt mounds,
timbers, axles and engines, and fibers. You can do price comparisons with
other similar tangible properties.

.. INTANGIBLE PROPERTY RIGHTS

An intellectual creation, until it is presented in a tangible form,
cannot be sensed by someone other than the creator, and it has value
only to the creator. It is intangible property, present only in the creator’s
mind. For many centuries, intangible property rights in creations were not
recognized or protected by law. There was an impasse among lawmakers
and courts alike over whether and how to protect and value the rights
associated with ideas and the presentation of ideas.

With the dawning of the Era of Enlightenment, the economies of
the Americas and Europe began overflowing with inventors, authors,
composers, publishers, and entertainers, and the political and economic
worlds in the West realized that intangible rights in creations needed to be
reviewed and come under the protection of the law and the courts. Property
rights — such as the right to own, publish, distribute, sell, exchange, or
lend — in intangibles had to be recognized if such property was to have
marketable value for the creator. Put another way, an idea has marketable
value only if you alone, and no one else, can use your manifestation of the
idea. Or, marketable value comes from monopoly.

The willingness to recognize property rights in creations is a fairly
new concept in relative terms to tangible property rights, which have been
long recognized and well developed in the law. Moreover, this concept
was first recognized in European and North American countries and in
the countries touched by those political powers. In much of the rest of the
world, intangible property rights in creations went unrecognized. What
is viewed by Western powers as infringement of these rights is in fact not
a crime in countries where creations are considered to be the right of the
people as a whole. Legislation has been passed in many of these countries,
but enforcement of IP rights remains a very difficult problem because of
the popular view against recognition of intangible property rights.

Wherever you do business in the world today, be aware that legislative
and judicial interpretations, protections, and constraints on the intangible



property rights in creations are in a constant state of development and flex.
Further, you must keep in mind the public view of IP rights, which can
affect where you market and how you choose to enforce your IP rights.

IS MONOPOLY A “BAD” WORD?

A “monopoly” simply means exclusive ownership, possession, or
control. Thus, if you own all property rights in an acre of land, you have
exclusive rights — or a monopoly — to determine who can enter and cross
the land, who can use the land, and how it can be used. This concept is not
“bad” in and of itself.

In the context of IP rights, a monopoly is quite favorable, particularly
if you are the creator, that is, the holder of the monopoly. If a creator has
no monopoly in the creation, there is little or no commercial value in it.
If you have designed and built a golf course, you have a monopoly over
that design. Until you give up your monopoly, no other person should be
allowed to recreate your design at another course or to photograph it for
commercial distribution. If you have meticulously splashed color on canvas
in your own creative patterns, you have a monopoly over where that canvas
may be displayed and who may photograph it until you give up your IP
rights. As the creator, you benefit from the monopolistic rights granted by
law. Assuming you intend to profit from your creation, be certain that your
IP rights — your exclusive property rights — are protected.

The reverse side of monopolistic rights — including rights in
property — is that they can be abused to the harm of private parties or the
public at large. A monopoly can result in one person controlling a market
to the exclusion of all competition. If you want to profit from someone
else’s creation, the fact that the monopoly rights exist in that creation
can hamper your intentions. You may need to purchase those IP rights or
obtain a license or other authority to use them. Otherwise, the creator may
sue you on grounds that your usage is an infringement of the IP rights.

Whether or not to allow monopolies has always been a conundrum.
In many cultures and countries, monopolies go unregulated. Where laws
have been enacted to control monopolies, monopolistic rights have merely
been limited, not eliminated. For example, a landowner has exclusive
rights to use the property, but those rights may be limited if the use causes
an attractive nuisance or hazardous condition. Similarly, a creator may be
permitted monopolistic rights in the creation, but if the creator stops using
the IP or fails to protect the IP rights, the creator may not be able to stop
another person’s use of the creation.

Because of the view that monopolies are adverse to the interest of the
public at large in free competition, IP rights are not considered natural,
basic human rights. Such rights are therefore primarily established by
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statute. The extent to which courts will protect IP rights without statutory
requirement or compliance is very limited. Moreover, statutory rights to
IP are also limited. Laws regulating IP usually fix a term of years during
which monopolistic rights in the [P may exist. In some instances, the term
may be extended, typically on a showing that the IP is still used within
the jurisdiction. The law also limits monopolistic IP rights by refusing
to recognize exclusivity over IP that is merely generic, descriptive, or
otherwise not invented or new.

~.. Defining Traditional Forms of IP

Patents, copyrights, and trademarks were the first intellectual
property rights to be recognized in law. Because these rights have a longer
tradition, most people think of them first when considering IP issues.
These three intangible property rights are quite distinct, and yet they have
several aspects in common. Each of these rights is defined here in very
broad terms because the definitions will vary from country to country. It
is essential to check the specific definition applicable within the country
where you are seeking IP protection.

PATENT

B DEFINITION A “patent” may be defined as (1) the exclusive right
granted by statute (2) to a party (the inventor) who conceives or
discovers (3) a nonobvious and novel invention (4) to use and develop
the invention, and (5) to prevent others from manufacturing, selling,
or using the invention. The patent right is granted for a limited time,
which varies depending on such factors as type of invention and
jurisdiction of registration. Patent terms are typically from 14 to 20
years and usually the term cannot be extended.

® STATUTORY RIGHT Patent rights must be granted pursuant to a statute.
If a country has no Patent Law, a patent right will not be granted there.
Unlike trademarks and copyrights, which may be able to derive some
protection from court-made doctrine, patent rights and protection are
totally dependent on statute. As a result, the type of invention that may
be registered as a patent depends on the law of the country. Be certain
to verifywith local counsel whether a type of patent is available in the
jurisdiction where you seek to patent your invention.

The following types of patents are commonly found in countries
where patent law is most highly developed:

# UTILITY PATENT is for an invention that can be characterized in one
or more of the following categories: a process, machine, manufacture,



