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ABSTRACT

The term trademark right refers to the right enjoyed by the trade-
mark owner, to directly control over a specific trademark according to
law, and to exclude unlawful interference in a certain area. Trademark
right is a limited right of control and an expanded right of prohibition
which derives from the maintenance of market competition and the pro-
tection of consumer interests.

The legitimacy of trademark right can be supported by the theories
of philosophy of law, ethnics and economics of law. From the perspec-
tive of philosophy of law, trademark right is the product of the recog-
nition of the free occupation will of the individual by the public
will. From the perspective of ethnics, the inherent basis for the recog-
nition of trademark right by the public will is that the exercise of trade-
mark right is consistent with the basic requirement of social jus-
tice. From the perspective of economics of law, trademarks share the
characteristics of providing external benefits and may be characterized
as mixed public goods. Mixed public goods are ones with both rivalrous
and non-rivalrous uses-competing proprietary uses are rivalrous and
referential uses are generally non-rivalrous. In appearance, to protect
trademark right as an exclusive right is to provide necessary incentives
for the trademark owner to create and spread product information; in
essence, the ultimate goal for the trademark protection is to promote
the consumer interests.

The scope of trademark right includes the right of control and the

right of prohibition. The two types of rights overlap in certain are-
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as. The right of prohibition has a wider scope than the right of con-
trol. The history of trademarks is also the history of expansion of trade-
mark rights. With the enlargement of the functions of trademarks, the
scope of trademark rights expands. The right of control expands from
the most basic exclusive right to investment right, licensing right,
pledge right and assignment right. Correspondingly, the right of prohi-
bition also expands, mainly including the expansion of the inherent
right of prohibition contained in the right of control and the gradual ex-
pansion of the rights enjoyed by the trademark owner to prohibit infrin-
ging acts such as trademark swallow and trademark dilution.

The term trademark infringement refers to any act that infringes
upon the trademark rights enjoyed by the trademark owner, including
the act that infringes upon the right of control and that that infringes
upon the right of prohibition. The three essential conditions to consti-
tute trademark infringement are unlawful act, damage fact, and cause
and effect relationship between them. Subjective fault is not an essen-
tial condition to constitute trademark infringement. It is just an element
to be considered in the liability for trademark infringement. The trade-
mark infringement does not adopt the single principle of fault liability,
but rather the mixed principle with fault liability as the basis and no-
fault liability as an addition. As far as the compensation liability is con-
cerned, the adoption of the principle of fault liability is a rational
choice, but the compensation liability does not absolutely exclude no-
fault liability. Civil Liability for trademark infringement mainly in-
cludes three forms: to stop infringement, to compensate for damages,
and to eliminate ill effects. Different liability adopts different liability-
attribution principle.

The traditional theories on the determination of trademark in-

fringement include the confusion theory, the dilution theory, and the
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association theory. These theories can reasonably explain the trade-
mark-confusion infringement and trademark-dilution Infringement, but
cannot give a reasonable explanation on the reverse passing - off in-
fringement and the untitled disposal infringement. The creation of the
theory of trademark disposal and the theory of trademark swallow pro-
vides theoretical bases for the determination of reverse passing - off
infringement and trademark disposal infringement.

The judgment of similar goods and trademarks is a difficult prob-
lem often faced in the course of the determination of trademark in-
fringement. Similar goods are not the same as classification of goods.
The cognitive subject of similar goods and trademarks shall be the re-
lated public. But in fact, the judging subjects of similar goods and
trademarks are judges, trademark examiners and administrative en-
forcement officials. Owing to the separation of the cognitive subject and
the judging subject, the judging subject needs to take the place of the
cognitive subject to make judgments with moderate attention. However,
the judging subject always makes judgments on whether goods or trade-
marks are similar or not by some technical means or according to cer-
tain rules of thumb, and thus cannot avoid individual subjectivity to
some degree.

To take the damage of different functions of trademarks as the
standard, trademark infringement can be classified as confusion in-
fringement, dilution infringement, swallow infringement and disposal
infringement. The criterion for confusion infringement shall be “the
likelihood to cause confusion” . The criterion for dilution infringement
shall be “the likelihood to lead to trademark dilution” . The criterion
for swallow infringement shall be “the likelihood to cause damages to
marketing function of trademarks” . The criterion for disposal infringe-

ment shall be “the likelihood to infringe upon the disposal right en-
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joyed by the trademark owner” . The practice of the trademark law in
China shows that the same criterion “the likelihood to cause confusion
or mistake” is always adopted in determining trademark infringement,
and that the legislative shortcomings have been highlighted in neglec-
ting the particularity of different types of trademark infringements. In
addition, the trademark law does not provide trademark disposal in-
fringement, and this loophole needs to be filled up urgently when it is
to be amended.

Trademark infringing subjects mainly include: trademark users,
sellers, manufacturers, persons untitled to dispose of trademark rights
and helpers. Since the law provides different duty of care for different
infringing subjects, the standard for judging subjective fault of differ-
ent infringing subjects shall be different. The compensation liability for
damages caused by trademark infringement shall be based on the actu-
al loss suffered by the trademark owners. However, there still exist
some deficiencies in related provisions of the trademark law on trade-
mark infringement compensation, which needs to be perfected as soon
as possible. In order to counter the claim of the trademark owner, the
trademark infringer can raise a defense according to the specific cir-
cumstance of the case. The causes for defense mainly include; invalid
trademark right, innocent infringement, expiration of the limitation
period, no actual losses, and etc.

KEYWORDS: trademark right; trademark infringement; deter-

mination of infringement; determination of liability
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