' TRADE MARK
REGISTRATIONS
IN BAD FAITH

ALEXANDER TSOUTSANIS




TRADE MARK
REGISTRATIONS

IN BAD FAITH

ALEXANDER TSOUTSANIS
Attorney at Law, DLA Piper,
Assistant Professor (Universitair Docent) in Intellectual Property Law,
Leiden Law School, The Netherlands

).l-r Ti)\j ‘ }J’;

_ N
;;éi 15 %
s

OXFORD

UNIVERSITY PRESS



OXFORD

UNIVERSITY PRESS
Great Clarendon Street, Oxford ox2 6pp
Oxford University Press is a department of the University of Oxford.
It furthers the University’s objective of excellence in research, scholarship,
and education by publishing worldwide in
Oxford New York
Auckland Cape Town Dares Salaam Hong Kong Karachi
Kuala Lumpur Madrid Melbourne Mexico City Nairobi
New Delhi Shanghai Taipei Toronto
With offices in
Argentina Austria Brazil Chile Czech Republic France Greece
Guatemala Hungary Iraly Japan Poland Portugal Singapore
South Korea Switzerland Thailand Turkey Ukraine Vietnam

Oxford is a registered trade mark of Oxford University Press
in the UK and in certain other countries

Published in the United States
by Oxford University Press Inc., New York

© Alexander Tsoutsanis 2010

The moral rights of the author have been asserted
Database right Oxford University Press (maker)

Crown copyright material is reproduced under Class Licence
Number C01P000014 with the permission of OPSI
and the Queen’s Printer for Scotland
First published 2010
All rights reserved. No part of this publication may be reproduced,
stored in a retrieval system, or transmitted, in any form or by any means,
without the prior permission in writing of Oxford University Press,
or as expressly permitted by law, or under terms agreed with the appropriate
reprographics rights organization. Enquiries concerning reproduction
outside the scope of the above should be sent to the Rights Department,
Oxford University Press, at the address above
You must not circulate this book in any other binding or cover
and you must impose the same condition on any acquirer
British Library Cataloguing-in-Publication Data
Data available
Library of Congress Cataloging-in-Publication Data
Tsoutsanis, Alexander
Trade mark registrations in bad faith / Alexander Tsoutsanis.
p. cm.
Includes bibliographical references and index.
ISBN 978-0-19-955147-7 (hardback : alk. paper)

1. Trademarks—Law and legislation. 2. Bad faith (Law) L. Title.
I1. Title: Trademark registrations in bad faith.

K1555.T76 2010
346.04'88—dc22

2010030679
Typeset by Glyph International, Bangalore, India

Printed in Great Britain
on acid-free paper by
CPI Antony Rowe, Chippenham, Wiltshire

ISBN 978-0-19-955147-7

13579108642



To Tamara, Valentina, and Philip



PREFACE

On a cold but beautiful day in December 2005 I successfully defended my docroral
thesis in public at Leiden Law School in the Netherlands. The subject of my dis-
sertation is the topic of this book: “Trade Mark Registrations in Bad Faith’. It was
written in less than three years under the inspiring supervision of Professor
Dr D.W.E. Verkade and consisted of over 500 pages. The only downside was that it
was written in Dutch. It was therefore decided to one day publish an English
edition.

The initial plan was to merely translate the dissertation. To this extent, following a
generous grant from The Netherlands Organisation for Scientific Research (NWO),
Claudette Kulkarni translated the initial chapters of my dissertation in 2006 from
Dutch to English. However, in order to take into account new developments and
insights, I subsequently decided to write a completely revised and refined version,
containing a different structure and often taking a different approach.

The result is this book. Recent developments in case law and literature have been
taken into account, including the most recent decisions of the European Court of
Justice. The book takes a pan-European approach, comparing theory and practice
in 15 Member States, while also recognizing the legislative developments in the new
12 Member States which have joined the European Union since 2004. Although
such a rigorous comparative approach is a challenging multi-jurisdictional and
multi-lingual adventure, T have tried to take into account as much foreign literature
and case law as possible. Readers who have additional suggestions to include certain
decisions in a future edition of this book are kindly invited to contact the author or

publisher.

Finally, I am grateful to my family and friends for their support and patience in
writing this book.

Alexander Tsoutsanis
July 2010

vit
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