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PREFACE

The European patent system gathers momentum impressively,
pressed forward by the increasing number of European patent appli-
cations filed every year.

Fourteen years after the European Patent Office (the “EPO"”) opened
in 1978, its current and forecast future scale of operations is such that
industry worldwide needs to be aware, through its advisers, of the
current state of the law in connection with the grant of European
patents, as well as its trends. The aim of this book is to meet that need,
and to provide guidance to patent practitioners, by presenting an
objective picture of the jurisprudence which has so far been develop-
ed through the many decisions issued annually by the Boards of
Appeal of the EPO. There are currently about a thousand appeals filed
each year, and this number is expected to grow steadily.

As far as possible, decisions of the Boards of Appeal which have
been published in the Official Journal of the European Patent Office
(“0O.J. EPO”) before January 1, 1992 have been taken into account, as
well as some decisions which have not been so published, and some
which will be published in the near future.

It will be noticed that the author has generally refrained from
expressing personal views upon points of law and interpretation
which have not yet been decided by the Boards of Appeal or where
divergent views have been expressed by different Boards of Appeal,
such points being not yet settled by the Enlarged Board of Appeal. This
is because the author may himself be a member of a Board of Appeal
or the Enlarged Board of Appeal which is called upon to decide such
points. The expression of personal views in such circumstances is, in
the author’s view, inappropriate.

Crown copyright is acknowledged in extracts from Reports on Patent,
Design and Trade Mark Cases (“R.P.C.”), which are reproduced with
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permission from The Patent Office on behalf of Her Majesty’s Station-
ery Office.

Valuable comments and assistance have been received from a
number of people while preparing this book. Thanks are due in partic-
ular to Paolo Gori, Vice-President of the Boards of Appeal, for his
suggestions concerning the chapter on appeals and his general sup-
port; George Szabo and John Stephens-Ofner for their suggestions
concerning specific chapters; Christopher Floyd (of Grays Inn,
London) for his comments on a number of chapters; and Laura Winter
for typing out the manuscript. The author especiaily thanks Eskil
Persson for carefully reading and commenting on every chapter.

The views which have been expressed in this book are entirely those
of the author.

Gerald Paterson
Munich, January 27, 1992
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INTRODUCTION

The European Patent Convention provides a centralised system for
granting European patents. Upon filing a European patent application
at the European Patent Office, the applicant is required to designate
the Contracting States to the Convention in which protection is
desired. Upon grant, a European patent becomes a bundle of national
patents having effect in each of such designated Contracting States.
After grant, apart from the centralised opposition procedure before
the European Patent Office which in accordance with the Convention
may be commenced within nine months from grant, a European
patent is no longer within the competence of the European Patent
Office; the resulting bundle of national patents may only be chal-
lenged and enforced individually within the national jurisdictions of
the designated States.

This book is primarily concerned with the jurisprudence which has
been developed by the Boards of Appeal of the European Patent Office
in Munich, through their decisions in appeals under the European
Patent Convention concerning both European patent applications and
oppositions by third parties to patents granted pursuant to such
applications.

The departments of the European Patent Office which make de-
cisions the subject of such appeals are the Receiving Section, the
Examining Divisions and the Opposition Divisions. These are “first
instance” departments.

The Receiving Section is in the branch of the European Patent Office
at The Hague, and is responsible for the examination on filing and the
examination as to formal requirements of each European patent appli-
cation. A European Search Report is then drawn up by a Search
Division, also based at The Hague.

An Examining Division is thereafter responsible for the substantive
examination of each such application, as to whether the application or
the invention to which it relates meets the requirements of the
European Patent Convention, in particular the requirements for
patentability, so that a European patent can be granted.

Within nine months from grant of a European patent, any person
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may file an opposition to the granted patent, on one or more grounds
which are specified in the Convention. An Opposition Division is
responsible for the examination of such an opposition.

If a party to proceedings before a first instance department is
“adversely affected” by a decision of such a department, he may
appeal to a Board of Appeal (“the second instance”). Following exam-
ination of such an appeal, the Board of Appeal issues reasons for its
decision on the appeal in writing.

This book commences with a chapter discussing the interpretation
of the European Patent Convention within its legal framework. Since,
as stated above, the book is primarily concerned with the jurispru-
dence of the Boards of Appeal, the second chapterthen describes both
the organisation of the Boards of Appeal and the procedure to be
followed in proceedings before them.

Subsequent chapters describe in particular the contents of a patent
application as required under the European Patent Convention, the
procedure before the Examining Divisions and the Opposition Divi-
sions, and the requirements for patentability. The discussion is
centred upon decisions of the Boards of Appeal which have been
issued in relation to each such topic.

The penultimate chapter discusses the determination of the extent
of the protection which is conferred by a European patent, both in
proceedings before the European Patent Office having regard to rele-
vant Board of Appeal decisions, and also in infringement proceedings
before some national courts.

The final chapter considers the jurisdictional relationship between
proceedings before the departments of the European Patent Office,
patent proceedings before national courts, and proceedings before
the Common Appeal Court, as envisaged by the Community Patent
Convention (which is not yet in force).

Where appropriate, a comparison has been made between the
jurisprudence of the Boards of Appeal and the law as stated by the
courts in the United Kingdom.

In this connection, however, an important difference between the
system of precedent applied within the Boards of Appeal and that
applied by courts within the United Kingdom must be noted. A con-
ventional textbook of national law in the United Kingdom would
normally attempt to state the law as at a particular date, having regard
to judgments issued prior to that date. This is possible because of the
system of precedent which operates within the United Kingdom,
whereby a court is bound to follow previous judgments on a point of
law, not only of higher courts within the United Kingdom, but effec-
tively also of courts at the same level. In contrast, within the European
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Patent Office, and under the European Patent Convention, individual
Boards of Appeal are not bound to follow previous decisions of other
Boards of Appeal on a point of law; they normally will, but they may
not. Even the first instance departments of the European Patent Office
are not bound under the Convention to follow previous decisions of
the Boards of Appeal on points of law, although they almost always
do. The function of the Enlarged Board of Appeal is to “ensure uniform
application of the law” through its decisions. The system of precedent
provided under the Convention by the Enlarged Board of Appeal and
its relationship with individual Boards of Appeal is discussed furtherin
Chapter 2.

Nevertheless, as discussed in Chapter 1, the individual decisions of
the Boards of Appeal provide an essential guide to the system of law
and practice under the European Patent Convention.

A NOTE ON THE IDENTIFICATION OF DECISIONS

Every decision issued by a Board of Appeal is identified by a letter, a
number and the year in which is was issued. The different categories
of decision issued by the Boards of Appeal with which this book is
concerned are identified by letters as follows:

Enlarged Board of Appeal — G
Legal Board of Appeal — J
Technical Boards of Appeal — T

Almost every decision issued by a Board of Appeal is also identified
by a “headword,” consisting of the name of the applicant or patentee,
and a short title.

The European Patent Office has adopted the practice of referring to
individual decisions generally by number, rather than by headword or
name of the applicant or patentee. This practice has been followed in
the text of this book. In the United Kingdom, however, by long tradi-
tion, legal judgments are identified by the names of the parties. Fol-
lowing this tradition, decisions of the Boards of Appeal are commonly
referred to and identified in the United Kingdom by the name of the
applicant or patentee, rather than by their numbers.

In order to help the identification of individual decisions referred to
in this book, every numbered decision in the text is referred to in a
footnote with its headword and with a reference to its place of publica-
tion, if any. Decisions which have not been published either in the
Official Journal or in the European Patent Office Reports are accompa-
nied by their date of issue. A decision which is scheduled for publica-
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tion in the Official Journal but is not yet so published is additionally
marked with a (P).

The tables of EPO cases at the beginning of the book correlate the
numbers of the decisions with their headwords. The decisions are set
out firstin numerical and then in alphabetical order so that references
may be located whether one knows the number or only the name of a
particular decision. Tables of cases are also provided at the end of
each chapter to facilitate finding decisions within the particular subject
area of that chapter.

xii
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ENLARGED BOARD OF APPEAL CASES
Chronological and Numerical Order

G1/83 BAYER/Second medical indication O.J. EPO 1985, 60 ...... 9-70
G5/83 EISAl/Second medical indication O.J. EPO 1985, 64;

[1979-85] EPOR: B: 241 .. 1-50, 1-52, 2-84, 7-24, 7-34, 7-36,

9-60, 961, 965, 9-66, 367, 9-68,

9-70, 9-71, 9-76, 11-18, 11-28, 11-30

G1/84 MOBIL OIL/Opposition by proprietor O.J. EPO 1985, 299;
[1986]EPOR39 ................ 1-69, 4-34, 4-38, 4-39, 4-80

G1/86 VOEST ALPINE/Re-establishment of opponent O.J. EPO
1987, 447; [1987] EPOR 388 .......... 1-61, 2-07, 6-20, 6-21

G1/88 HOECHST/Opponent’s silence O.J. EPO 1989, 189; [1989]
EPOR 421 . e e 4-109

G2/88 MOBIL OlL/Friction reducing additive O.J. EPO 1990, 93;
[1990] EPOR 73 ..... 1-28, 3-53, 3-56, 3-57, 541, 545, 546,
547, 548, 7-18, 9-01, 9-11, 9-37, 949, 9-58,
9-60, 967, 3-71, 9-72, 9-73, 9-75, 9-76, 9-77,
11-03, 11-04, 11-06, 11-08, 11-18, 11-20, 11-26,

11-28, 11-29

G4/88 MAN/Transfer of opposition O.J. EPO 1989, 480; [1990]
EPOR J s s snis s 5imis 5 wva & svwia s e = 555t § 5050 5 0,878 6 5555 ¥ s 4-45, 446

G6/88 BAYER/Plant growth regulating agent O.J. EPO 1990, 114;
[T990] EPOR 257 .. it 9-72

G5,7 & MEDTRONIC/Administrative agreement O.J. EPO 1991,
8/88 L 272 PP 1-63

G1/89 X/Polysuccinate esters O.J. EPO 1991, 155; [1991] EPOR
230 e 2-130
G3/89 Notyetissued ...............cciiiiuinnnn. 5-63, 5-57, 561

G2/90 KOLBENSCHMIDT/Responsibility of the Legal Board of
Appeal O.J. EPO 1992, 10; [1992] EPOR 125 ........... 2-15
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G1/91 SIEMENS/Unity December 9, 1991 ..................... 4-91
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J1/80 SIEMENS/Filing priority documents O.J. EPO 1980, 289;

[1979-85]EPOR: A: 15 ... ot 3-39, 6-26
J3/80 CHUBB/Failure to forward a European patent application

0.J. EPO 1980, 92; [1979-85] EPOR: A: 23 ............ 6-25
J5/80 SOCIETE PARISIENNE/Restitutio in integrum O.J. EPO

1981, 343; [1979-85] EPOR: A: 31 ................ 6-23, 6-39
J7/80 SKF/Correction of mistakes—languages O.J. EPO 1981,

137; [1979-85] EPOR: A:36 ......vviiiiiiinannnann, 6-09
J8/80 RIB LOC/Correction of mistakes O.J. EPO 1980, 293;
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J21/80 HEISELU/Late payment of appeal fee O.J. EPO 1981, 101;
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J3/81 BODENRADER/International application O.J. EPO 1982,
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J8/81 CATERPILLAR/Form of decision O.J. EPO 1989, 30;

[1979-85]EPOR: A: 92 ... ...ttt 2-29
J1/82 TEVA/Missing drawings O.J. EPO 1982, 293; [1979-85]

EPOR: A:96 ... 5-70, 5-73
Ja/82 YOSHIDA KOGYO/Priority declaration O.J. EPO 1982, 385;

[1979-85] EPOR: A: 102 .............. 5-60, 6-18, 6-19, 6-31
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GEO MECCANICA IDROTECNICA/Language of application

0O.J. EPO 1989, 483; [1990] EPOR69 .................. 4-04
RADAKOVIC/Re-establishment of rights O.J. EPO 1990,

244; [1990] EPOR 495 ..........iiiiiiiiiiiiieannnnn. 641
WEBB/Interruption of proceedings [1989] EPOR 272 ..... 649
NEW FLEX/Date of filing O.J. EPO 1989, 486; [1990] EPOR

DD 5,215 57555 5 iacei 8 Sxmse: o susioi o aussa: s pmie: n mian s sssin o wivie. o sieke o ezeis = ave 6-15
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