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Introduction to the
Second Edition

The Agreement on Trade-Related Aspects of Intellectual Property Rights (gener-
ally known as the “TRIPS Agreement’) is one of the most important agreements
concluded within the framework of the GATT Uruguay Round of Multilateral
Trade Negotiations.

The TRIPS Agreement is the most far-reaching and comprehensive legal
regime ever concluded at the multilateral level in the area of intellectual property
rights (IPRs). It supplements and modifies the ‘elderly’ conventions governing
intellectual property rights, the most important of which (i.e. the Paris
Convention for the Protection of Industrial Property and the Berne Convention
for the Protection of Literary and Artistic Works) were first elaborated at the end of
the 19th century. Certainly, these conventions were periodically revised (six major
revisions in the case of both Berne and Paris) in order to promote in a gradual and
incremental manner a quasi-uniform international regulation of industrial property
and copyright. But, compared to the results of those revision exercises, the TRIPS
Agreement constitutes a major qualitative leap which radically modifies not only
the context in which IPRs are considered internationally, but also their substantive
content, and the methods for their enforcement and dispute settlement.

The nine years which have elapsed since the first edition of this work have
witnessed important developments as well as controversies regarding the interpre-
tation and application of the TRIPS Agreement. We have undertaken this second
edition to take these developments into account and to update and revise the first
edition. In doing this, we were in no small measure encouraged by the fact that the
first edition was well received and acclaimed in academia and among legal
practitioners, lawmakers and diplomats as well as by the positive reviews given
to it. We were equally motivated by the need to address certain aspects of the
TRIPS Agreement or some TRIPS-related issues which were either not fully
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covered in the first edition or were simply not treated, such as the settlement of
disputes under the TRIPS Agreement, TRIPS and human rights and TRIPS and
public health issues. New chapters (i.e. 6, 12, 13, and 14) have now been devoted
to these matters as well as to others. The following seven out of the original
ten chapters of the first edition have also been thoroughly revised and updated:
chapters 1,4, 7, 8,9, 10 and 11.

As was the case for the first edition, the first objective of this book is to offer a
framework for understanding the TRIPS Agreement. It therefore seeks to shed light
on the background, principles and complex provisions of this innovative
international agreement and to highlight the context in which it was elaborated
and adopted, and the manner in which it is to be interpreted and applied.

A second objective is to inform on and elucidate the new IPR standards
established under the TRIPS Agreement. The intention here is to specify the
‘added value’ or additional elements of the TRIPS Agreement, as compared to
the rules contained in the pre-existing intellectual property conventions.

A third objective is to discuss some of the social and legal issues that have
arisen as a result of the expansion of intellectual property protection prompted by
the TRIPS Agreement. The relationships of such protection with human rights and
access to medicines are now explored in separate chapters.

A fourth objective is to provide to legal practitioners and policy makers
a framework for thought in respect of the possibilities offered by the TRIPS
Agreement, the legislative latitude it allows its Member States and the loose
ends that may need to be addressed nationally or internationally in the future.

The second edition is divided into three parts and 14 chapters. Part I, entitled
‘Understanding TRIPS’, consists of three chapters. In a revised and updated
Chapter 1, A.A. Yusuf explains the background of the TRIPS negotiations and
analyses the objectives, principles and general provisions of the agreement shed-
ding light on their origins and legislative history. Particular attention is given to the
relationship between the TRIPS Agreement and the pre-existing IP conventions
and to the differences in scope and content of the basic principles and standards
underlying these two sets of agreements.

In Chapter 2, J. Reichman provides an overview of the universal minimum
standards established by the TRIPS Agreement, as well as an in-depth analysis of
its enforcement measures. He identifies the challenges raised by ongoing techno-
logical changes and the gaps that will need to be addressed in the near future. He
also examines the degree of latitude that may be available to national legislative
authorities in the implementation of the TRIPS Agreement. Developments that
have taken place after this chapter was written — the original version is maintained
in this edition — have confirmed the relative leeway left to WTO members to design
their IPR systems.

In Chapter 3, A. Moncayo von Hase deals with the incorporation of the TRIPS
Agreement into the domestic law of Member States and the procedures and meth-
ods used in different legal systems, and addresses in an exhaustive manner the issue
of the self-executing or non-self-executing nature of the provisions of the
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agreement. He also examines the transitional arrangements provided for certain
Member States with respect to the implementation of the agreement.

Part II, entitled ‘New Standards for IPR Protection’, consists of seven chapters
dealing with the substantive standards and rules governing the protection and use
of various categories of IPRs.

In chapter 4, revised and updated for this edition, A. Bercovitz analyses the
provisions on copyright and related rights. He identifies those areas in which the
TRIPS Agreement involves new or additional elements relating to the protection
of literacy and artistic works, as well as those others where it falls short of the pre-
existing levels of protection. He also underscores those issues which were left
unresolved by the agreement. This chapter has been updated for this edition with
the relevant WTO jurisprudence.

In Chapter 5, J. Keon examines the achievements of the agreement on the
regulation of trade marks and geographical indications and shows how the TRIPS
Agreement has succeeded in developing new rules on service marks and well-
known trade marks and in evolving universally applicable standards on geograph-
ical indications. This latter issue is further developed in the new Chapter 6, where
D. Vivas-Egui and C. Spennemann examine the debate on geographical indications
taking place at WTO and the various proposals made to increase their level of
protection as well as to implement a Multilateral System of Notification and
Registration of Wines and Spirits. This chapter also analyses the recent WTO
jurisprudence on the matter.

In Chapter 7, updated for this edition, J. Phillips reviews the diversity of
existing legal approaches in the regulation of industrial designs and the differences
in various countries with respect to the requirements for protection. These differ-
ences led to a very limited and rather flexible regulation of the subject in the TRIPS
Agreement, and, as shown by the author, they also seem to have resulted in a
considerable leeway for Member States to decide on the form and scope of
protection of industrial designs.

In a revised and updated Chapter 8§, C. M. Correa analyses the detailed provi-
sions of the TRIPS Agreement on patents. The author shows that one of the major
purposes of the TRIPS initiative was the extension of patentability to pharmaceu-
ticals and the food products for which, in almost 50 countries, such protection did
not exist at the time the Uruguay Round was launched. Particular attention is given
to the degree of latitude that Member States might continue to enjoy in patent
legislation despite the detailed character of the TRIPS provision in this area.
Similarly, the conditions under which compulsory licences may be granted and
the limitations thereof are thoroughly examined. The chapter has been updated
with WTO jurisprudence relating to the application of Article 30 of the TRIPS
Agreement and other relevant developments.

In Chapter 9, also revised and updated for this edition, C. M. Correa undertakes
a comparative analysis of the provisions of the 1989 Washington Treaty on
Intellectual Property in respect of integrated circuits and of the TRIPS
Agreement. He shows how the proponents of the TRIPS Agreement have
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succeeded in supplementing the Washington treaty, especially in those areas where
agreement could not be reached in the 1989 Conference.

In an updated and expanded Chapter 10, F. Dessemontet deals with the pro-
tection of undisclosed information, which may be considered as one of the major
innovative features of the TRIPS Agreement. The author analyses the implications
of this new legal regime and the scope of protection offered to right holders.
Through an examination of the origins of the legal regulation of undisclosed
information, the author sheds light on the nature of the rights protected in this
area. He also briefly considers the controversial Article 39.3 on which —as noted in
Chapter 12 — there has been no interpretation under the WTO dispute settlement
mechanism as yet.!

In Chapter 11, P. Roffe and C. Spennemann, building on Roffe’s chapter for
the first edition of this book, offer a fresh and updated analysis of the rules relating
to the control of anti-competitive practices in contractual licences. The authors
review the legal antecedents of the international regulation of anti-competitive
practices, including the provisions of the Havana Charter as well as those of the
aborted UNCTAD code of conduct on transfer of technology, and provide an
insight into the practical application of such rules to the complex interface between
competition law and intellectual property protection.

In a new Chapter 12, M.O. Gad presents a thorough analysis of the WTO
jurisprudence on the TRIPS Agreement. This chapter constitutes an important
addition to the second edition, since in a number of cases WTO panels and the
Appellate Body have had the opportunity to clarify the meaning of some of the
Agreement’s provisions. The chapter discusses the methodology of interpretation
and the implications of the adopted rulings for the TRIPS regime.

Part III of the book contains two new chapters. In Chapter 13, X. Seuba
addresses the tensions between IPRs and human rights. He discusses the human
rights that need to be considered in implementing IPR protection and how to move
toward a system of IPRs consistent with human-rights obligations. In this context,
the author analyses the implications of the TRIPS-plus provisions contained in
recent free trade agreements established between United States and a number of
developing countries.

Finally, in Chapter 14, S.F. Musungu examines the relationship between the
TRIPS Agreement and public health including the implications and issues for
innovation and R&D in the pharmaceutical sector. The author reviews the flex-
ibilities of the Agreement as applicable to the area of public health, the Doha
declaration on the TRIPS Agreement and Public Health and the Decision adopted
by the WTO General Council to implement paragraph 6 of the Declaration. In the
discussion on innovation, special emphasis is given to innovation and R&D for
diseases that disproportionately affect developing countries.

1. For further reading on Article 39.3, see C. Correa, Protection of data submitted for the regis-
tration of pharmaceuticals. Implementing the standards of the TRIPS Agreement, South Centre/
WHO, Geneva, 2002.
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An attempt is made throughout the book to analyse the implications of the
TRIPS Agreement for different groups of countries, and especially for the devel-
oping countries, who accepted the adoption of this agreement with great reserva-
tion and reluctance. Particular attention is given to the degree of autonomy left for
Member States in the implementation of the various provisions of the Agreement in
their domestic legislation.

The publication of this second edition of the book aims at complementing
and contributing to the growing literature on the TRIPS Agreement. We hope that
it will help to stimulate further discussions and analysis in this critical area and
encourage the design of IPR regimes that are conducive to social and economic
development and the realization of fundamental human rights.

Carlos M. Correa Abdulgawi A. Yusuf
Buenos Aires, Argentina Paris, France
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