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Preface

The objective of this book is to provide a general guide to the protection and the
exploitation of new technology and design, written from the point of view of the
lawyer explaining to the non-lawyer (or the non-specialist lawyer) the essentials of
the law and its many implications for business practice in this field.

It is hoped that the work will be useful as a reference book and an occasional
‘dip-in’ both for the company secretary, or the director of R and D or the licence
negotiator, as well as for the non-specialist lawyer wishing to become acquainted
with this field for the first time. For that reason the use of detailed legal references,
case citations, etc. which are customary in a book directed at a specialist legal
audience have been omitted, but the very complexity of the law and the practice in
this area requires that some subjects be dealt with in a degree of detail to avoid the
severe risks which accompany over-simplification. Unless otherwise stated the law
explained is the law of England and Wales.

Inevitably some things have been left out. It is hoped that the selection and
allocation of space to material is all in all balanced and usetul. As with all law-related
books material becomes out of date rapidly and the very recent Government White
Paper Cmnd 9712, which is reviewed in Chapter 16, may accelerate the pace of the
changes to come, but the essentials will largely remain the same and it is on the
essentials that the book has concentrated. Stress has been placed on those areas
which experience has shown to be most confusing to the non-lawyer.

Although they are in no way responsible for the content of this book I would like to
thank my colleagues at the University of Manchester and at Marks and Clerk, patent
and trade mark agents, Manchester, for their helpful comments and answers to
queries, as well as to the others in legal practice and in R and D work in the
North-West who have knowingly or otherwise contributed to my views on protection
and exploitation of new technology and design. Responsibility for all errors remains
mine.

Finally, E. & F.N. Spon Ltd, in bringing this book into being, have been patient
both with my deadlines and with my typing.

KEITH HODKINSON

Manchester

1 Fuly 1986
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Introduction

1.1 The objectives of this book 1.3 Why bother with intellectual property?
1.2 What is intellectual property?

1.1 THE OBJECTIVES OF THIS BOOK

This book is concerned mainly with the protection and exploitation of new
technology and designs through the use of intellectual property rights: in other
words, through:

(1) Patents

(2) Registered designs

(3) Plant variety rights

(4) Copyright

(5) Trade marks

(6) Know-how and trade secrets

The term intellectual property rights is a general one which covers all of these
separate legal rights. Sometimes people will use the term industrial property rights:
it means basically the same thing, but it has a rather narrower import, since it
excludes those aspects of copyright dealing with artistic and literary works which are
generally not thought of as industrial. This book will use the wider term to cover the
rights listed above.

The book discusses which types of new technology and design you can protect
.and how you can protect them using the intellectual property rights both here in the
United Kingdom and overseas. It discusses some of the options that are available in
exploiting a new piece of technology or design and pitfalls to avoid in managing
intellectual property rights. The book also points to the use of intellectual property
data as a source of new technical, design and other business information.

The task of the book is to raise your awareness of intellectual property as a means
both of protecting and exploiting technology and design; and to give practical advice
on the questions which you should be asking your professional advisers, on the
information you should be providing them with and on the steps you should take to
acquire and exploit an intellectual property right.

The purpose of the book is not to turn you overnight into a do-it-yourself patent
agent, lawyer or general business adviser. It could never do that because, in practice,
there are no ready-made answers to most of the problems to be discussed.

Instead, it has been written from the point of view of a lawyer or a patent agent

1



Introduction

explaining to the non-lawyer client (who might be a research worker, or a commer-
cial manager, or even perhaps a personnel manager dealing with employment
problems) some of the legal and commercial implications of new technology and
designs and how the law can help or hinder the acquisition and exploitation of rights
in them according to the various decisions that person has to make. It concentrates
on options, when to act, what questions to ask and of whom to ask them.

Above all, the book has a simple message. It is that being aware of intellectual
property always means very careful planning ahead and organizing your R and D
procedures so as to make the acquisition of intellectual property rights easier. It
means having to educate even relatively junior staff about the basic precautions to be
taken at a practical level internally to safeguard a company’s position. It means
ensuring that the sales staff and negotiators dealing with others outside the company
are aware of the importance of confidentiality, of the potential of licensing deals and
of the need for care in agreeing any licences. It means a constant flow of information
between R and D, finance, sales and legal sections or outside advisers: in essence, it
means good communication. Therefore the book is concerned with the practical
implications of intellectual property for the internal management of a firm and the
necessity for a flow of information to maximize its potential for the protection and
exploitation of technology and design.

1.2 WHAT IS INTELLECTUAL PROPERTY?

People often only identify the term intellectual property with patents. But as we have
seen above, the term covers a very wide range of rights of relevance to industry. For
present purposes these rights can be very briefly summarized to give an idea of their
scope (see Table 1). They will be looked at in more detail in later chapters.

1.2.1 Patents

A patent is a legal monopoly which is granted for a limited time to the owner of a new
invention which is capable of industrial application: in essence, a patent is concerned
with new technology, in the form of novel machines, processes and substances. In
most of Europe, the duration of a patient is now twenty years, but it differs in other
countries, so that — for instance — it lasts only seventeen years in the USA and in
Canada.

The price that an owner of an invention has to pay for the grant of a patent
monopoly is to register the invention, to prove it to be novel and inventive and of a
type which is patentable in law and to disclose it in an official journal in sufficient
detail to enable any suitably skilled person in the same technical field to reproduce it.
If it is properly drawn up the patent granted to the owner can in some cases protect
even an underlying inventive concept which forms the basis of the patented
invention itself and not just the particular example of that concept which the
inventor came upon.

The owner of a validly granted patent may in law prevent others from exploiting or
using the patented invention without his or her consent for the duration of the
monopoly and seek damages if they are proved to have done so. But merely to have a

2



Table 1 Summary of intellectual property in the UK
NAME OF RIGHT REQUIREMENTS DURATION PROTECTION
Patent Inventions which are novel, 20 years Monopoly
inventive and capable of
industrial application and are not
otherwise excluded from
protection by law
Registered Features of shape, pattern, 15 years Monopoly
design ornament, which are industrially
applied in an original design and
are not otherwise excluded from
protection by law
Copyright (1) Original drawings of Author’s life Protection from
functional designs plus 50 years copies
(2) Original drawings of non- 15 years from Protection from
functional designs first marketing  copies
(3) Original works of artistic 15 years from Protection from
craftsmanship: prototypes first marketing  copies
Registered Device, name, signature, word, 7 years then Monopoly,
trade mark letter or combination that is: renewable for subject to
periods of 14 certain

Plant varieties
and seeds

(1) Name of company,
individual, firm, represented
in a special or particular
manner

(2) Signature of applicant or
predecessor in business

(3) Invented word

(4) Word or words having no
direct reference to the
character and quality of the
goods or services and not
being geographical or a
surname in its ordinary
meaning

(5) Any other distinctive mark,
with evidence of
distinctiveness

New varieties distinctive from
other breeds, uniform and
homogenous in continued
reproduction, whether wild or
artificially induced

years at a time

15-25 years

limitations in
favour of honest
concurrent
users prior to
registration

Monopoly
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patent does not give the owner the right to use or exploit a patented invention: that
right may still be affected by other laws such as the health and safety regulations, or
the food and drugs legislation, or even by other patents where what has been
patented is a mere refinement of someone else’s earlier patented invention whose
patent is still in force. It is in a sense a purely negative right.

The patent is in law a property right and it can be given away, inherited, sold,
licensed and can even be abandoned like other property. But it is conferred by the
state and it can also be revoked by the state in certain cases even after grant, and
whether or not it has in the meantime been sold or licensed. It may, for instance, be
found to be invalidly granted for want of novelty or inadequate disclosure of the
invention. It may also be subjected to a compulsory licence in favour of another
person if it has been inadequately exploited by the owner. These matters will be
looked at later but a very important point to grasp from the start is that such patents
are generally granted by the state only in respect of the territory governed by that
state. There is no such thing as a world patent. The same is equally true of the other
intellectual property rights dealt with in this book. All are national in character.

1.2.2 Registered designs and design copyright

Registered designs protect features of shape and ornamentation applied to articles
produced industrially (as opposed to individual works of art, sculptures and the like).
Some common examples include designs for the patterns of ornamentation on tea
sets, designs for the shapes of furniture, coathooks, or household objects such as
draining racks for crockery, for the surface of a golfball, toys, luggage and a whole
host of similar objects. Registered designs create legal monopolies in much the same
way as patents but they do not protect any of the functional aspects of the product
nor the underlying technical concept.

Like a patent, a registered design confers a legal monopoly, but in this case one
which can last for only fifteen years in the UK. Unlike patent law, the law on designs
differs markedly in other countries. Like patents a design can also be revoked before
expiry in certain cases, and compulsory licences in them may be granted in extreme
cases. Like patents they have to be examined for both novelty and certain other legal
requirements and they must be registered and published in an official journal for the
monopoly to be granted.

Design copyright by contrast protects the shape of an article even where not
industrially produced, not by conferring a legal monopoly in it but by protecting it
only from copying — there is no protection from another person coming up with the
same idea independently. Use of this design copyright is possible by invoking it to
protect the articles indirectly: it in fact protects the production drawings on which
the article was based or occasionally the prototype for the article. Again, the law of
the UK on design copyright differs markedly from that of other countries.

UK design copyright is also wider than registered design protection in that it
protects not only features of shape or ornamentation but also the appearance of
many functional designs with no eye appeal which the law on registered designs
cannot protect — for example, the shape of an engineering component can be
protected by design copyright to prevent other manufacturers from making and
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What is intellectual property?

selling rival versions of the same design in shape even though there is nothing new or
original in the design of the component except for its shape, which was itself dictated
by the construction of the rest of the machine, subject to limited exceptions relating
to the supply of the spare parts market.

A design copyright may last much longer than the registered design, depending
on whether the design to be protected by design copyrightis also a registerable one or
not. If it is then protection may be limited to only fifteen years whether or not the
design was in fact registered,; if it is not protection may last for up to fifty years after
the death of the person who was the author of the drawing or plans or prototype upon
which the article is based. Where both the registered designs protection and design
copyright protection are available, each type of protection has advantages and a
decision will often have to be made as to which form of protection to opt for. Thére
may also be occasions on which there is a choice between a patent and design
copyright. This will be discussed later in the book.

1.2.3 Copyright

Quite apart from its artistic connotations, use can also be made in the UK and also in
most other countries of the law of copyright to protect many written materials of
commercial value such as technical instruction (e.g. car maintenance) manuals. Any
record of research and testing and of other written and similarly stored information
may also be protected from copying or commercial reproduction. Almost anything
requiring effort to compile, such as logarithmic tables, customer lists, catalogues,
directories, or trade journals, is capable of protection by the law of copyright. It can
also protect computer software, the reproduction of which can be a lucrative
business and which it is now essential to protect. Copyright lasts for a long time, until
fifty years after the death of the author of the copyright work, and it can be acquired
automatically, without any formality, cost or registration in the UK and many other
countries, and subject only to very low costs and simple formalities in other
countries.

1.2.4 Trade marks

Trade marks identify your association with goods or services placed on the market by
you and help to distinguish them from other similar goods or services. They do not
protect the ideas or designs behind the goods or services themselves from imitation
or even duplication, but merely prevent other traders from claiming or deceiving
customers into believing that goods or services in fact produced or marketed by
them were produced or marketed by you, and in certain cases from using your trade
mark without your authority, for instance in an advertisement in which comparisons
are made between goods bearing your trade mark and goods bearing someone else’s
trade marks. Thus, for example, a company whose own products have acquired a
reputation of quality and reliability may rely on its trade marks, to prevent a rival or
new company from marketing its goods under that trade mark or a confusingly
similar trade mark in an attempt to benefit from a reputation which it has done
nothing to acquire.
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In the UK trade marks can be protected both at common law, in which case they
are acquired merely through the course of time and by gaining a reputation in the
mark, which may be limited in geographical area or range of product, or by
registering a statutory trade mark, which will usually gain protection throughout the
whole country in the range of goods or services for which it has been registered. The
scope of protection also differs slightly depending on the type of trade mark
acquired.

The trade mark differs from the other statutory intellectual property rights
mentioned so far in that it is potentially eternal. To take one example, the UK’s first
statutory trade mark, the Bass Red Triangle, registered in 1876, is still registered
and in use today. Most countries of the world do have well-established trade mark
systems that differ in strength and character from place to place, but follow broadly
the same principles. Trade marks do not travel well, in general, because of the
importance of cultural factors in their popularity, and often it will be necessary to use
different marks for different export trade markets, though this is changing.

1.2.5 Plant seeds and varieties

New plant seeds and varieties are protected in many countries not by patents but by a
separate legal regime, which protects the reproductive material of the plant from
commercial reproduction and exploitation without the consent of the owner of the
registered material. These laws confer legal monopolies similar to conventional
patents. Similar legislation exists in many other countries.

1.2.6 Trade secrets

Trade secrets are not strictly true intellectual property rights in law but in practice
have the same commercial significance and are dealt with in much the same way.
They are not in law property rights at all, but depend on the imposition of personal
obligations on others. It is possible to protect a trade secret in many countries by
imposing legal obligations on those who come into contact with the information not
to disclose it or use it without authority, where that information is not generally
known and is of a legally confidential nature. The means of doing so varies from
country to country. In the UK it is by use of the law of confidence, sometimes
supplemented by the law of contract.

Trade secrets may protect many things which lack the novelty required for patent
or other protection, but they are equally often an alternative to such a patent or
similar protection. A wide range of secret information from technical secrets such as
formulae, know-how, and processes, to information about a firm’s customers,
employees, business information about its projected prices and sales strategy etc.,
can be legally protected in this way but only under certain conditions and in certain
circumstances.

The law does not confer a monopoly in a trade secret of this kind, so it is not
possible to protect trade secrets from some independent discovery by another
person, but the unauthorised use or disclosure of information, if directly or
indirectly obtained from the owner or licensee of a trade secret, can often be

6



