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Rapid advances in digital and life sciences technology continue to spur
the evolution of intellectual property law. As professors and practitioners in

Here is a synopsis of the principal changes in this Revised Fourth Edition:

Chapter 1. Introduction. We have expanded coverage of theories of
intellectual property, including discussion of the open source movement.

Chapter 2. Trade Secret Protection. We have substituted new cases on
reverse engineering and remedies.

Chapter 3. Patent Law. We have reorganized the validity materials,
moving the materials on written description before novelty and non-
obviousness. This chapter contains expanded coverage of patenting of
DNA-related inventions (with the addition of In e Fisher). We have
substantially rewritten and updated the materials on claim construction to
take into consideration the Federal Circuit’s en banc decision in Phillips v.
AWH Corporation. We also added the important Supreme Court opinion in
eBay v. MercExchange, and new material on extraterritorial infringement and
remedies. Finally, we relocated some of the Problems in this chapter.

Chapter 4. Copyright Law. The past several years have demonstrated the
extraordinary potential of the Internet as a distribution medium, and with
that, tremendous dynamism in the field of copyright protection. In order to
present all of the new developments coherently, we have substantially
expanded our coverage of digital copyright law. We have expanded our
coverage of indirect liability (MGM v. Grokster) and added material on the
application of fair use to search engines (Kelly v. Arriba Soft. Corp.), as well as

xxiii



XXiv Preface

added several new problems relating to Internet copyright issues. We have
also expanded coverage of international copyright law.

Chapter 5. Trademark Law. The past three years have seen tremendous
growth in what might be called cyber-trademark law. We have added
the leading case on the requirement of trademark use (1-800 Contacts,
Inc. v. WhenU.com, Inc.). We have also updated the materials on trademark
dilution, and added comprehensive treatment of the 2006 Trademark
Dilution Revision Act and its impact on dilution litigation.

Chapter 6. State Intellectual Property Law and Federal Preemption. This
chapter includes expanded coverage of the right of publicity, trespass to
chattels, and preemption of state law.

Chapter 7. Protection of Computer Software. We have substantially
expanded coverage of open source licensing, patent protection for software-
related and business method inventions, and the Semiconductor Chip
Protection Act.

Chapter 8. Intellectual Property and Competition Policy. We have updated
coverage of the Microsoft antitrust litigation and pharmaceutical patent
settlement cases.
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Many of the problems in this text are taken from actual cases. However,
in many instances we have altered the facts of the case. In most cases we have
also altered the names of the parties involved. In a few cases, however,
particularly in the trademark and antitrust chapters, we felt that it was
important to the problem to use the name of a product or company with
which the reader would be familiar. Readers should understand that the
problems are hypothetical in nature and that we do not intend them to
represent the actual facts of any case or situation.
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