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THE ACTA AND THE PLURILATERAL ENFORCEMENT AGENDA

The Anti-Counterfeiting Trade Agreement (ACTA) is the most important effort under-
taken to lay down a plurilateral legal framework for the enforcement of intellectual
property rights. With the view to learn more about the origins of this treaty, the process
leading to its conclusion and its implications for lawmaking in this field, The ACTA and
the Plurilateral Enforcement Agenda: Genesis and Aftermath analyses in great depth both
the context and the content of the agreements. In order to attain this objective, a large
and diverse group of experts — renowned scholars, policy makers and civil society actors —
who represent different perspectives on the necessary balance between intellectual prop-
erty enforcement and other economic and social interests have been gathered together.
This book is the most comprehensive analysis of ACTA, and of its relation with ongoing
initiatives to improve enforcement of intellectual property and norms pertaining to a
range of international legal regimes, conducted so far.

Pedro Roffe is Senior Associate at the International Centre for Trade and Sustainable
Development, where he contributes to the work of the Programme on Technology,
Innovation and Intellectual Property and Development. He often advises governments,
international organizations and private entities. In his work he has paid particular atten-
tion to international negotiations and has advised governments on strategies and policies
on international aspects of transfer of technology, intellectual property and foreign direct
investment. In his various capacities, he has published articles and books and has been
responsible for a number of collective publications.

Xavier Seuba is Senior Research Associate and Lecturerat Centre d'Etudes Internationales
de la Propriété Intellectuelle at the University of Strasbourg and at Pompeu Fabra
University, Barcelona. He has advised governments and international organizations in
the context of trade negotiations and the adoption of policies and laws relating to intel-
lectual property and pharmaceutical products. The books, articles and papers that he
has authored, coordinated or edited deal with a range of topics falling within the areas of
public international law and intellectual property law.



Contributors

Frederick M. Abbott is Edward Ball Eminent Scholar Professor of International
Law, Florida State University College of Law.

Ahmed Abdel-Latif is Senior Programme Manager for Innovation, Technology
and Intellectual Property at the International Centre for Trade and Sustainable
Development.

Jonathan Band established his law firm, policybandwidth, in 2005, which focuses
on copyright policy matters. He is also an adjunct professor at the Georgetown
University Law Center.

Denis Borges Barbosa, LLB (UER]), LLM in Business Law (UGF), LLM
(Columbia U.), JSD in International Law (UER]), is Permanent Professor of the
master and doctoral programs of the Institute of Economy of the Federal University
of Rio de Janeiro, the Intellectual Property and Innovation Academy of the Brazilian
Patent and Trademark Office and the Graduate Program on Intellectual Property of
the Catholic University of Rio de Janeiro.

Annemarie Bridy, |D, PhD, is Associate Professor of Law at the University of Idaho
College of Law.

Sean Flynn teaches courses on the intersection of intellectual property, trade law
and human rights and is the Associate Director of the Program on Information
Justice and Intellectual Property at the American University Washington College
of Law.

Christophe Geiger is Associate Professor, Director General and Director of the
Research Department of the Centre for International Intellectual Property Studies
at the University of Strasbourg (France).



X Contributors

Michael Geist is a law professor at the University of Ottawa where he holds the
Canada Research Chair in Internet and E-commerce Law.

Henning Grosse Ruse-Khan is Senior Research Fellow at the Max Planck Institute
for Intellectual Property and Competition Law and Associate Fellow at the Centre
for International Sustainable Development Law (McGill University, Montreal).

Anselm Kamperman Sanders is Professor of Intellectual Property Law at Maastricht
University.

Candice Li is the External Relations Manager, Anticounterfeiting, for the
International Trademark Association.

Rita Matulionyte, Dr. iur. (Munich and Freiburg), LLM. IP (Munich), is Lecturer
at Newcastle Law School.

Ricardo Meléndez-Ortiz is the cofounder and Chief Executive of the International
Centre for Trade and Sustainable Development.

Bryan Mercurio is Professor of Law and Associate Dean (Research) at the Chinese
University of Hong Kong,.

Adriana Moscoso del Prado is a lawyer, specializing in copyright. She is also a legal
adviser at the General Society of Authors and Composers in Spain and General
Secretary of Instituto de Derecho de Autor.

Andrew Rens is a Senior Lecturing Fellow at Duke University Law School where
he is also an SJD candidate.

Matthew Rimmer, BA/LLB ANU, Phd UNSW, is an Australian Research Council
Future Fellow, an associate professor at the Australian National University College
of Law and an associate director of the Australian Centre for Intellectual Property
in Agriculture.

Pedro Roffe is Senior Associate, International Centre for Trade and Sustainable
Development, where he contributes to the work of the Programme on Technology,
Innovation and Intellectual Property and Development.

Marietje Schaake is a Member of the European Parliament with the Alliance of
Liberals and Democrats for Europe.

Xavier Seuba is Senior Research Associate and Lecturer at Centre d’Etudes
Internationales de la Propriété Intellectuelle, Université de Strasbourg.

Christoph Spennemann, LLM, works as Legal Expert in the Intellectual Property
Unit of the United Nations Conference on Trade and Development.



Contributors xi

Kimberlee Weatherall is an Associate Professor of intellectual property law at the
Sydney Law School, University of Sydney.

Ante Wessels is an analyst with the Foundation for a Free Information Infrastructure

and the Vrijschrift Foundation.

Peter K. Yu holds the Kern Family Chair in Intellectual Property Law and is the
founding director of the Intellectual Property Law Center at Drake University Law

School.



Foreword

Ricardo Meléndez-Ortiz

Intellectual property policies have existed for decades and in some instances for
centuries. Until recently, however, they have been largely the domain of specialists,
practitioners and producers of intellectual property rights (IPRs), and thus relatively
insulated from the kind of debate common in most areas of public policy. IPRs are
principally conceived as a tool to encourage innovation, but as firms perceive their
intangible assets as crucial to the protection of their global competitiveness, their
intellectual property (IP) interests have increasingly shifted towards stronger pro-
tection, to the detriment of any sustainable balance between private and societal
interests.

It is against this background that the current debate on the enforcement of IPRs
has emerged. Although the achievement of more effective IPR enforcement was
already one of the main driving forces behind the conclusion of the Agreement
on Trade-Related Aspects of Intellectual Property Rights (TRIPS), it increasingly
appears that TRIPS — while being an important milestone — did not represent a con-
clusive and satisfactory response to what is perceived as a significant rise in levels
of counterfeiting and piracy. In this context, recent years have witnessed an unpre-
cedented proliferation of initiatives relating to enforcement of IPRs. Perhaps the
most conspicuous and exposed attempt has been the proposed move towards the
Anti-Counterfeiting Trade Agreement (ACTA).

A number of countries and civil society groups opposed to ACTA have resisted
such a move on the basis that tinkering with rules on enforcing IPRs can have pro-
found effects on the regulation of knowledge goods and flows in our knowledge-
based economies. As issues of competitiveness, innovation, access to knowledge,
technological development and, more importantly, sustainable development are
at stake, ACTA is too large an issue to avoid analysis. The plurilateral agreement,
aimed at providing the means for the enforcement of IPRs, has been the subject of
much controversy as the appeal of IPRs risks losing some of its shine if these rights
cannot be enforced.

xiii
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In light of the current limited amount of in-depth empirical study attributed to
ACTA, resulting in the amplification of distinctly polarised perspectives, this book
attempts to contribute to the fostering of a more informed and constructive discus-
sion. With the view to learn more about the origins of ACTA, the process leading to
the conclusion of the agreement and its implications for lawmaking in this field, the
International Centre for Trade and Sustainable Development (ICTSD) has con-
vened a diverse group of experts to draw lessons from what ACTA represents as a nor-
mative [P experiment. This book represents a compilation of different perspectives
and approaches to legislation on enforcement issues as well as different standpoints
on the necessary balance that should prevail in conceiving normative approaches
in this area. Participants in this project include academics, policy makers and civil
society actors, and, consequently, the corresponding styles of the book chapters dif-
fer, reflecting the respective profile of each author. It is these different styles and
perspectives which add immense value to this unique compilation of papers around
the “ACTA” phenomenon.

To ensure consistent treatment of the different issues and with a view to depict
the most comprehensive portrait of ACTA, its origins, process, outcome and con-
sequences, the book begins with a conceptual introduction to the plurilateral
enforcement agenda before splitting into five distinct parts: (I) The Final Act: Its
Main Features and Contents; (II) Domestic Legislative Challenges; (I11) Impact
on Related Processes; (IV) Views from Stakeholders: Lessons; and (V) What Lies
Ahead ACTA.

Part I opens with an overview of ACTA followed by a comprehensive and detailed
analysis of the agreement. It is noted that although ACTA attempts to build on
the TRIPS Agreement, much has been transplanted, including the unanswered
questions left over from TRIPS. In their critique of the agreement some note that
although ACTA provides a framework for the enforcement of IPRs, it fails to ensure
the presernce of explicit checks and balances. ACTA’s inability to fully reconcile
itself with TRIPS also provides a source of discomfort for many who cite their con-
cerns over the implementation of the agreement. Authors within this part note that
provisions on the criminal enforcement of ACTA are problematic and extend to the
increasingly digital medium in which much trade is carried out.

Part II of the volume highlights some of the domestic challenges faced by differ-
ent countries (United States, Australia, Brazil and Africa) concerning the imple-
mentation of ACTA. The secretive nature of negotiations is picked up on by authors
in this part, and many recognise that there was very little by way of consultation
with civil society groups, leading to the talks being characterised by a “country club”
approach. In light of this model for setting international standards, there is a concern
raised among the authors that the evolution of the ACTA agreement has somewhat
damaged the image of the efforts put on the enforcement of IPRs and highlighted
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the political nature of the discussions instead. A note of hope is sounded from some
quarters, however. As initiatives similar to ACTA are spreading, albeit in a regional
or other limited context, the movement of [P into the arena of trade has itself created
a norm whereby enforcement is no longer considered unusual.

As the trade of third parties to the ACTA agreement will be effected by the treaty,
ACTA clearly has the ability to effect multilateral trade and inform future IP law
negotiations. Part Il identifies these touch points where ACTA and its associated
processes have had an impact on other IP negotiations across the globe. Perhaps
unsurprisingly ACTA has already influenced the negotiations of the Trans-Pacific
Partnership agreement, with some hoping that it will contain language on copy-
right exceptions, for example, which will lead to more balanced copyright regimes.
The need for policy coherence is emphasised within this section and is especially
brought to light when ACTA is compared to East African enforcement legislation
at the IP, trade and public health nexus. In making suggestions as to where future
gains concerning P law at a bilateral level may be made, this section also makes a
valuable contribution to where we can pick up valuable evidence to inform future
decisions.

On the subject of lesson leaning, Part IV contains views on ACTA from a range
of stakeholders and spectators. Some within this section view ACTA as an extremely
important step in the fight against piracy and counterfeiting, despite the firmly held
opinion of others that the process has been a failure with regards to both interna-
tional policy making and IPR protection. Suggested causes for this failure range
from a lack of leadership from politicians to the deliberate spread of misinformation
by activists. On balance, however, it is more generally agreed, at least within this
part, that better attempts to provide fair and impartial information on IP agreements
and their effects are required.

The final part of this volume seeks to analyse the broader sociopolitical context
behind ACTA in order to gain useful insights into how the agreement’s evolution
can further inform future negotiations concerning IP freedoms and rights within the
realm of trade. It is clear that ACTA tells us about the dynamics of IP lawmaking at
the present time, and there are lessons to be learnt from the defeat of ACTA — largely
that IP law needs to be fair and be seen as fair for both sides. In addition, a different
negotiating approach is required to ensure that the credibility of related institutions
is not undermined. The ACTA text as it stands, and with its rejection by a number of
countries, means that some nations may be better off. However, there are still calls
within this volume for alternatives to protect against losses incurred as a result of the
trade of counterfeit goods. Against strong criticism from some in this book, optimism
still shines through. It may still be possible to achieve the necessary protection of
IPRs at a multilateral level with the recognition that this may involve compromise.
The ACTA process has resulted in a lost opportunity.
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An overarching question raised in this book and the distinctive contributions
made by several scholars, policy makers and stakeholders relate to the role of pluri-
lateral agreements in addressing new and emerging challenges raised by the global-
ization of trade in intangible goods and services.

Plurilateral attempts in multilateral forums such as the World Trade Organization
(WTO) have been the exception and not the rule. Their relevance and contextual
place in the organisation have been controversial. They are seen by some as a prac-
tical solution to experiment with new disciplines in the absence of consensus and
precisely as a way forward to overcome the stalemate in the current trade round
instead of leaving these matters to be dealt with in bilateral or regional free trade
agreements. There are, however, views that consider that this type of arrangement
erodes the multilateral trading system and the legitimacy of one of its fundamental
principles — that of the most favoured nation.

Throughout this book there is a discernable concern that ACTA parties are trying to
avoid the established fora for IP agreements, namely the World Intellectual Property
Organization or the WTO - and thereby threatening the established multilateral
framework. ACTA, in this respect, would be part of a ‘forum-shifting’ strategy which
seeks to promote offensive interests in [P outside the scope of specialised organisa-
tions. It is also the concern of many that for ACTA to be meaningful, a critical mass
of countries, specifically a significant number of developing countries at whom, in
many respects, the principles and norms of ACTA are targeted, must participate.
ACTA parties have refuted such criticismms, arguing that ACTA would complement
existing international IP agreements and fora rather than undermine them.

In any case, the ACTA experiment constitutes in this respect an important lesson
for future negotiations of this sort. There is no doubt that much more reflection is
required on how plurilateral agreements could truly advance the trade agenda in an
inclusive manner. This book makes an important contribution to this reflection.

A central tenet of ICTSD’s Program on Innovation, Technology and Intellectual
Property, launched in July 2001, has been that in a knowledge-based economy, a
better understanding of innovation and IP-related issues is imperative for informed
policy making in virtually all areas of development. Our focus has been on ensuring
a proper balance between the different interests at stake in designing appropriate 1P
regimes that are supportive of sustainable development objectives and compliant
with international commitments. An additional central objective has been to facili-
tate the emergence of a critical mass of well-informed stakeholders in developing
countries — including decision makers and negotiators as well as actors in the private
sector and civil society — able to define their own sustainable human development
objectives in the field of innovation and TP and effectively advance them at the
national and global levels.
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This book, and its respective parts, is the result of recent work undertaken
by ICTSD and is characterised by the continuous search for an objective and
evidence-based analysis of the different issues at stake. At ICTSD we strive for the
development of an IP system that is responsive to the needs of sustainable devel-
opment whilst acknowledging and remaining open to a range of diverse opinions.
The participatory nature of this volume, involving a wide variety of stakeholders
with divergent views and perspectives, reflects the priorities of ICTSD and has been
an enriching experience. The feedback received so far is equally as encouraging,
and we are determined to continue our efforts to generate knowledge and enhance
understanding of the extraordinarily complex interface between IP policy, innova-
tion, trade and sustainable development in general. This book is unique in that it
brings together diverse of voices on enforcement issues that today occupy a central
space in international economic debates as we have witnessed with the recent expe-
rience of ACTA.

[ sincerely hope that you find this volume a useful contribution to efforts aimed
at improving our understanding of the changing IP debate in order to move it in a
constructive way which results in concrete actions and solutions.
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