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Preface

At the end of 2010, Dr. Guntram Rahn concluded a brilliant career as an attorney-
at-law, arbitrator, lecturer, litigator and as an expert in Japanese civil law with a
particular focus on intellectual property protection in Japan.

Guntram has met, accompanied and sometimes confronted many “travel
companions” on his long journey through the maze of corporate strategies, legal
thinking, laws, directives, regulations and established case law, and a good many
of these wanted to honor Guntram’s professional achievements by contributing to
this liber amicorum. This publication is therefore a reflection of the high esteem
in which he is held by the legal circles in Germany, Japan and beyond, and most
especially by the authors of this book.

We the editors of this work as partners at Hoffmann - Eitle are not, however,
just “travel companions”, but have over the years come to regard Guntram Rahn as
a very dear friend. We are therefore quite aware that celebrating his achievements in
public might embarrass him as he has a very humble nature, and it is not his style to
pat himself on the back or allow others to do so on his behalf. Hence, this book has
been created in all secrecy. Every communication regarding this project was handled
using the code word “Musashi” and the authors and contributors readily agreed not
to use Guntram’s name in their correspondence. And, everyone also agreed that they
would not breathe a word about this project to him when working or meeting with him.

The code name “Musashi” has not been selected arbitrarily. The great samurai
Miyamoto Musashi (1584-1645) was famous for his innovative and accomplished
two-handed sword dueling style, an unsurpassed skill he developed undoubtedly as
a consequence of deep reflection, steady resolve and diligence in his craft. When
Miyamoto Musashi held a long sword in his right hand and a short sword in his left,
no one in his lifetime could get even close to his masterly skills, and this assured
that he was never defeated.

Hansen and Schiissler-Langeheine (eds), Patent Practice in Japan and Europe, vii—ix
©2011 Kluwer Law International. Printed in the Netherlands.



viii Patent Practice in Japan and Europe

Some years ago Guntram Rahn’s wife Mary, a graduate of the Tokyo University
of the Arts, painted a picture of this respected warrior and presented this to her
husband. The painting of Miyamoto Musashi, which is also depicted in this book
enjoyed a prominent place on one of the walls in Guntram’s office.

Guntram reported in one of his lectures that John Henry Wigmore, the reputable
US jurist who acted as foreign advisor to the Japanese government in the Meiji era,
liked to refer to Miyamoto Musashi in his informal after-dinner speeches. Wigmore
likened the traditional spiritual and moral heritage of Japan to the short sword style,
and Western learning to the long sword style. It is said to have been Wigmore’s idea
that Japan, in order to become really great, must master Miyamoto’s two-sword style.
Guntram has extended Wigmore’s allegory to characterize the challenge to lawyers,
taking the long sword as a symbol for legal knowledge and expertise, and the short
sword as a symbol for such soft skills as empathy and the ability to anticipate what
the adversary or the court might think and do. According to Guntram, one needs
to master the two-sword style as Musashi once did to become an excellent lawyer.
There is no doubt that he is right, nor is there any doubt that he has done just that.

The fundamental qualities underlying skilful swordsmanship are still valuable
in today’s world. Indeed, these qualities appear to be just as valuable as they were
in the 17th century: uncompromising discipline, deep reflection and circumspec-
tion, deliberate and meticulous preparation as well as an honorable fighting spirit.
Guntram has continually displayed all of these qualities in his legal battles, be it
when representing Japanese corporations in Europe or during his representation
and tenacious defense of foreign corporations in Japan.

Guntram’s formidable qualities have also been reflected in the representation
and complex coordination of clients’ needs in cross-border litigation all over Europe
to enforce their patents or to clear the way for their products. Whether these lawsuits
represented retro-reflective sheetings, consensus interferons, polymer nucleation
agents or four-blade razors, Guntram used his legal background, dedication and
willpower to fully understand such sophisticated technologies.

The central theme throughout his life, however, has always been his connec-
tion to Japan. Born to German parents, Guntram attended school in Japan, where
he and his parents were living at that time. He then studied law and Japanology at
the University of Hamburg in Germany, but after graduation and qualifying as an
attorney-at-law, he returned to the country of his adolescence with a scholarship
from the Japanese government, where he dedicated three more years to studying
Japanese civil law at the University of Tokyo. His fourteen years of education in
Japan left him with an excellent command of the Japanese language and he can
speak, read and write the language fluently. His subsequent doctoral thesis “Legal
Thought and the Concept of Law in Japan” was awarded the Prize of the Faculty
of Law of the LMU Munich, and to this day this thesis is still a must for all who
can read German and are truly interested in studying Japanese law.

Guntram Rahn’s professional life has encompassed two main phases of ap-
proximately the same length. From 1975 to 1992 he headed the Japan and Far East
Department at the highly reputed Max Planck Institute for Foreign and International
Patent, Copyright and Competition Law in Munich. And then, of course, he spent
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Preface ix

fifteen years as a partner at Hoffmann - Eitle, where he successfully developed the
Legal Department up until his retirement at the end of 2010. In addition to this
impressive CV, he was also a lecturer at the WHU Koblenz School of Graduate
Management (1998-2002) and organized numerous seminars and conferences
throughout Europe and Japan at which he presented notable lectures that contributed
to the understanding of the laws and practices as well as the relations between both
of his home countries.

It is therefore with great satisfaction that we thank the many authors from all
over the world who have agreed to submit their scientific contributions to this book
and to honor Guntram Rahn in this way. Each of the authors has shared Guntram’s
mission in his or her own unique way: To enrich their countries by stimulating a
more in-depth dialogue between not only the legal practitioners of each country
but also the people to bring about a closer understanding and respect for what each
country can offer by way of its heritage, expertise, innate values and traditions.

This mission will not be abandoned with the conclusion of Guntram Rahn’s
career as an attorney-at-law. Guntram has said that it is a good thing to change one’s
professional focus once in a while, and that after fifteen years as an attorney-at-law
the time has come to turn to new challenges. We look forward with anticipation, but
also with great impatience, to witnessing the materialization of his book projects.
We understand that Guntram now intends to contribute even more to enhancing
the understanding of Japan and its culture in Germany, and this will be of great
benefit to us all.

It seems that Miyamoto Musashi also changed his professional focus after a
fifteen-year period. It is reported that he started sword fighting at the age of 14 and
by the age of 29 had already won more than 60 fights. At this point, he turned to
perfecting his skills and mastering bushi-do, the Way of the Warrior. This included
at the time a dedication to the fine arts, Buddhist teachings and other activities that
were considered essential to achieve perfection. He also wrote “The Book of the
Five Rings” (Gorin no sho) that is still quoted today. Thanks to this work, we have
a good knowledge of the techniques and skills that made Musashi so exceptional
in his day, and we hope that also Guntram Rahn will use his extensive knowledge
and wisdom to further benefit the generations to come.

We do not want to conclude this foreword without expressing our deep apprecia-
tion to Mary Rahn, Guntram’s artistic wife and life companion, who has selflessly
offered her enormous support continually throughout their marriage. Her love and
encouragement have allowed Guntram to pursue his long, active and very successful
career. We also wish to thank her for passing her “artistic genes” to their daughter
Ayumi Rahn who has become a painter and is presently living in Berlin. Ayumi
was quite honored to be asked to contribute the portrait of her father that you will
find in this book. It should be noted that Guntram’s son Marein Rahn is following
in his father’s footsteps and is presently studying at the University of Tokyo.

Bernd Hansen, Dirk Schiissler-Langeheine
May 2011



Editors’ Note

The core aim of this book is to provide a compilation of the current issues regarding
the laws and practices in intellectual property in Europe and Japan. Thus, the articles
handle subjects such as the procedural implications of litigation, international
jurisdiction, doctrines of exhaustion, utility-model systems and practice, employed
inventor’s compensation, as well as the special aspects of pharmaceutical patenting
such as obtaining supplementary protection certificates. Many of the articles also
include a comparative analysis of the laws and practices in both geographical
regions or deal with the same legal issues but in different jurisdictions, such as the
USA and Korea.

To achieve our goal and to present a variety of views, we selected authors from
many different countries. In order for all of these contributions to be understood
world-wide, the book therefore had to be in the English language. Thus, most of the
authors had to express themselves in a language that is foreign to them. We are most
grateful to those contributors who graciously accepted this additional complication.

Some aspects of Japanese law and practice seem to be particularly difficult for
foreign legal practitioners to understand, as are, for instance, the requirements of
disclosure and support of patent claims or the question of replacement, substitution
and exhaustion of claimed subject matter once a patentee has profited from its
exclusivity rights inside or outside Japan. In an effort to provide a comprehensive
elucidation of such matters, we invited several authors - judges and practitioners
from private practice — to deal with these topics from their specific point of view.

Since American spelling was to be used and since legal terminology and designa-
tions of courts, etc. needed to be consistent, editing became a challenge. In addition,
due to time constraints, some of our authors had to provide their contributions in
German or Japanese. We wish to therefore extend our gratitude here to Ms. Anna
Delia Henley-Biihrke of Hoffmann - Eitle, Munich, for her invaluable and most
competent help with the English and the English translations.

Hansen and Schiissler-Langeheine (eds), Patent Practice in Japan and Europe, xvii—xviii
©2011 Kluwer Law International. Printed in the Netherlands.



xviii Patent Practice in Japan and Europe

At times, however, we ran up against some limitations, especially when
translating contributions from Japanese into English. Dr. Rahn once noted in another
context: “The translation is more precise than the Japanese original”. As amazing
as this may sound, this is due to the ambiguities inherent in the Japanese language
and the fact that a translator has to choose, for example, whether a noun should
be singular or plural or whether a general or specific reference should be adopted.
Consequently, the language we have used may at times be more precise than the
original. If we have added an unintended clarification, we would like to apologize
here for having produced a “more precise” version.

Mostly due to the consistency and formatting requirements, nearly all of the
contributions that we received had to be retyped in part or their entirety. This has
been undertaken by Ms. Ilonka Gosi, and we are deeply indebted to her. Without
her efforts, competence and circumspection we would have been thoroughly lost.

And finally, we would like to add our own disclaimer: The contributors to
this book all come from different walks of professional life, e.g. judges of reputed
courts, university lecturers or legal specialists in corporate and private practice. It
is only natural that their views are colored by their specific background. Thus, the
opinions expressed in the various contributions, except our own, reflect the views
of the contributors from whom we ourselves can and have learned so much.

Bernd Hansen
Dirk Schiissler-Langeheine



List of Authors

Takanori Abe
Visiting Professor at Osaka University Graduate School of Medicine; Attorney-
at-Law, Japanese Patent Attorney, ABE Law & Patent Firm, Osaka, Japan

Prof. Dr. Moritz Bélz
LL .M., Chair of Japanese Law; Goethe University Frankfurt am Main, Germany

Prof. Dr. Harald Baum
Senior Research Fellow & Head of Japan Department, Max Planck Institute
for Comparative and International Private Law, Hamburg, Germany

Dr. Thorsten Bausch
Dipl.-Chem., German and European Patent Attorney; Hoffmann - Eitle, Munich,
Germany

Prof. Giuseppe Bianchetti
Professor (em.) of Organic Chemistry, University of Milano, Faculty of Phar-
macy; Italian and European Patent Attorney; Bianchetti, Bracco, Minoja, Milano, Italy

Viadimir Biriulin
Attorney-at-Law; Gorodissky & Partners, Moscow, Russia

Dr. Frank van Bouwelen
Dutch and European Patent Attorney; Hoffmann - Eitle, Munich, Germany

Trevor Cook
Solicitor; Bird & Bird, London, United Kingdom



XX Patent Practice in Japan and Europe

Dr. Marc Dernauer
Attorney-at-Law, LL. .M.; Hoffmann - Eitle, Munich, Germany

Prof. Kazufumi Dohi
Nihon University, Tokyo, Japan

Gérard Dossmann
J.D., French and European Patent Attorney; Casalonga & Josse, Paris, France

Klaus Fiichsle
Dipl.-Ing., German and European Patent Attorney; Hoffmann - Eitle, Munich,
Germany

Dr. Kathrin Fiichsle
Dipl.-Chem., German and European Patent Attorney; Hoffmann - Eitle, Munich,
Germany

Dr. Christian Gassauer-Fleissner
Attorney-at-Law; Gassauer-Fleissner, Vienna, Austria

Dr. Alexander Grigoriev
President of the Eurasian Patent Office, Moscow, Russia

Dr. Miriam Gundt
Attorney-at-Law, LL.M.; Hogan Lovells, Diisseldorf, Germany

Dr. Bernd Hansen
Dipl.-Chem., German and European Patent Attorney; Hoffmann - Eitle, Munich,
Germany

Yuriko Hamada
Japanese Patent Attorney; EIKOH Patent Firm, Tokyo, Japan

Christian Harmsen
Attorney-at-Law; Bird & Bird, Diisseldorf, Germany

Makoto Hattori
Attorney-at-Law, LL.M.; Abe, Ikubo & Katayama, Tokyo, Japan

Dr. Christopher Heath

Member of the Boards of Appeal, European Patent Office; former Head of
Japan/East Asia Department, Max Planck Institute for Intellectual Property and
Competition Law; Munich, Germany



List of Authors XXi

Dr. Niels Holder
Attorney-at-Law, LL.M.; Hoffmann - Eitle, Munich, Germany

Prof. Dr. Willem Hoyng
Professor IP Law University of Tilburg, Attorney-at-Law; Hoyng Monegier,
Amsterdam, The Netherlands

Dr. Frank-Erich Hufnagel
Attorney-at-Law, LL.M.; Freshfields Bruckhaus Deringer, Diisseldorf, Germany

Li-Jung Hwang
Attorney-at-Law, Taiwanese Patent Attorney; Baker & McKenzie, Taipei, Taiwan

Toshiaki limura
Presiding Judge, Intellectual Property High Court, Tokyo, Japan

Ryo Iwatani
Japanese Patent Attorney; Iwatani Patent Office, Osaka, Japan

Martin Kagerbauer
Attorney-at-Law; Kim & Chang, Seoul, South Korea

Eiji Katayama
Attorney-at-Law; Abe, Ikubo & Katayama, Tokyo, Japan

Prof. Hiroshi Kato
Nihon University, Tokyo, Japan; Japanese Patent Attorney; Aoyama & Partners,
Tokyo, Japan

Atsushi Kawada
Attorney-at-Law; Shinbashi Sogo Law Office, Tokyo, Japan

Dr. Matthias Kindler

Dipl.-Chem., German and European Patent Attorney; Hoffmann - Eitle, Munich,
Germany

Paul King
Attorney-at-Law; King PLLC, Washington D.C., USA

Dr. Simon Klopschinski
Attorney-at-Law; Hoffmann - Eitle, Munich, Germany

Dr. Peter Klusmann

Dipl.-Chem., German and European Patent Attorney; Hoffmann - Eitle, Munich,
Germany



xxii Patent Practice in Japan and Europe

Dr. Thomas Kiihnen
Presiding Judge, Higher Regional Court Diisseldorf, Germany

Masashi Kurose
Japanese Patent Attorney; Kyowa Patent and Law Office, Tokyo, Japan

David Lethem
M.A., British Chartered Patent Attorney and European Patent Attorney; Hoffmann
- Eitle, London, United Kingdom

Shoji Matsui
Japanese Patent Attorney; Head of IP, Takeda Pharmaceutical Company Limited
(ret.), Counselor AIPPI Japan, Osaka, Japan

Prof. Dr. Peter Meier-Beck
Presiding Judge, The Federal Court of Justice, Karlsruhe, Germany

Ryoichi Mimura
Judge, Intellectual Property High Court, Tokyo (ret.); Attorney-at-Law; Na-
gashima, Ohno & Tsunematsu, Tokyo, Japan

Dr. Mineko Mohri
Attorney-at-Law, LL.M.; Geneva, Switzerland

Hiroshi Morita
Japanese Patent Attorney; Vice President, Intellectual Property, Astellas Pharma
Inc., Tokyo, Japan

Prof. Yukio Nagasawa

Tokyo University; Attorney-at-Law; Japanese Patent Attorney; Nagasawa
Patent Office, Tokyo, Japan

Dae Woong Noh
Korean Patent Attorney; Kim & Chang, Seoul, South Korea

Dr. Shoichi Okuyama
Japanese Patent Attorney; Okuyama & Sasajima, Tokyo, Japan

Dr. Anja Petersen-Padberg
Attorney-at-Law; Hoffmann - Eitle, Munich, Germany

Gérard Portal
M.S. in Chem. Eng.; French and European Patent Attorney, Paris, France



List of Authors Xxiii

Ayumi Rahn
Master of Art; Painter, Berlin, Germany

Dr. Thomas W. Reimann
Attorney-at-Law; Reimann Osterrieth Kohler Haft, Diisseldorf, Germany

Dr. Michael Ritscher
Attorney-at-Law, LL.M.; meyerlustenberger, Ziirich, Switzerland

Masatake Shiga
Japanese Patent Attorney; Shiga International Patent Office, Tokyo, Japan

Dr. Dirk Schiissler-Langeheine
Attorney-at-Law; Hoffmann - Eitle, Munich, Germany

Motoaki Suzuki
Director (ret.); Senior Fellow Intellectual Property Division, JFE Techno-
Research Corporation, Tokyo, Japan

Ryo Tokunaga
Senior Executive Officer (ret.); Corporate Adviser, Mitsubishi Electric Corpora-
tion, Tokyo, Japan

Hajime Tsukuni
Japanese Patent Attorney; Tsukuni & Associates, Tokyo, Japan

Shozo Uemura
Japanese Patent Attorney; Aoyama & Partners, Tokyo, Japan

Prof. Dr. Hanns Ullrich

MCJ, Prof. (em.) Max Planck Institute for Intellectual Property and Competition
Law, Munich, Germany

Dr. Andreas von Falck
Attorney-at-Law, Hogan Lovells, Diisseldorf, Germany

Wolfgang von Meibom
Attorney-at-Law; Bird & Bird, Diisseldorf, Germany

Dr. Henrik Vocke
Dipl.-Ing., German and European Patent Attorney; Hoffmann - Eitle, Munich,
Germany



XXiv Patent Practice in Japan and Europe

Prof. Harold C. Wegner
J.D., Prof. (em.) George Washington University, Attorney-at-Law; Foley &
Lardner, Washington D.C., USA

Jay Young-June Yang
Attorney-at-Law; Kim & Chang, Seoul, South Korea



Table of Contents

Preface vii
Editors” Note Xvii
List of Authors Xix
L GENERAL QUESTIONS IN INTELLECTUAL PROPERTY

Of Traditional Values and Modernity: A New Japanese Litigiousness? 3

Harald Baum and Moritz Biilz

Fifteen Years of the Eurasian Patent System 27
Alexander Grigoriev

Positive Attitude of the Japanese Judiciary on Patent Cases 33
Eiji Katayama

The Role of Patent Firms in the Economic Development of Japan 45
Masatake Shiga

The Reform of Japanese Judicial System to Make an IP-Based Nation 57

Ryo Tokunaga

Japan’s History of Intellectual Property Policy and Patent Act 67
Shozo Uemura and Hiroshi Kato



xii Patent Practice in Japan and Europe

The Court of Justice of the European Union: The Future European and EU
Patents Court: Hierarchy, Complementarity, Rivalry? 81
Hanns Ullrich

II. PATENT PROSECUTION AND PATENTABILITY
REQUIREMENTS
“Support Requirement” in Japan: A Private Practitioner’s View 95

Yuriko Hamada

Current State of Disclosure Requirements in Japan: A Judge’s View 107
Toshiaki Iimura

Allowability of Disclaimers 121
Willem A. Hoyng

Can a Prior Foreign Application not Satisfying the Disclosure Requirement
Serve as a Basis for the Convention Priority? 133

Ryo Iwatani

Opposition Proceedings at the EPO: Tips for Success 145
David Lethem

Recent Intellectual Property High Court Decisions in Japan on

Inventive Step 157
Shoichi Okuyama

Keeping the Patent-Eligibility Door Open for New Technologies 169
Harold C. Wegner

III. PATENT LITIGATION SYSTEMS

Copying: Forbidden — Allowed — Desirable — Required? 187
Christian Gassauer-Fleissner

The Interaction between Infringement and Nullity Decisions in German

Patent Disputes 201
Peter Meier-Beck
Patent Litigation in Switzerland — At the Brink of a New Era 211

Michael Ritscher



