Research Handbooks in Intellectual Property

EE

The Law and Theory

of Trade Secrecy
A Handbook of Contemporary Research

 Edited by
Rochelle C. Dreyfuss ¢ Katherine J. Strandburg




The Law and Theory of Trade

Secrecy
A Handbook of Contemporary Research

Edited by

Rochelle C. Dreyfuss

Pauline Newman Professor of Law, NYU School of Law,
USA

Katherine J. Strandburg- o T _-q
Professor of Law, NYU Sch 0 }?w KS“/&’ - Lv

R &

RESEARCH HANDBOOKS IN INTELLECTUAL PROPERTY

Edward Elgar
Cheltenham, UK « Northampton, MA, USA



© The Editors and Contributors Severally 2011

All rights reserved. No part of this publication may be reproduced, stored
in a retrieval system or transmitted in any form or by any means, electronic
mechanical or photocopying, recording, or otherwise without the prior
permission of the publisher.

]

Published by

Edward Elgar Publishing Limited
The Lypiatts

15 Lansdown Road

Cheltenham

Glos GL50 2JA

UK

Edward Elgar Publishing, Inc.
William Pratt House

9 Dewey Court

Northampton

Massachusetts 01060

USA

A catalogue record for this book
is available from the British Library

Library of Congress Control Number: 2010939249

MiX

Paper from
responsible sources

wa;r.lscnrg FSC*® C018575

ISBN 978 1 84720 899 6 (cased)

Typeset by Servis Filmsetting Ltd, Stockport, Cheshire
Printed and bound by MPG Books Group, UK



Contributors

Robert G. Bone is Professor of Law and holds the G. Rollie White
Excellence in Teaching Chair at the University of Texas School of Law.
He joined the University of Texas faculty in January 2010 and was previ-
ously the Robert Kent Professor in Civil Procedure at Boston University
School of Law, where he served from 1986 to 2009. Professor Bone
received his B.A. degree from Stanford University in 1973 and his J.D.
from Harvard Law School in 1978. He is a leading scholar in the fields of
intellectual property, civil procedure and complex litigation. In intellectual
property, his writing focuses primarily on trade secret law and trademark
law. Professor Bone gave the 2000-2001 Boston University Lecture in
honor of his scholarly achievements and received Boston University’s
highest teaching award, the Metcalf Award for Excellence in Teaching, in
1991. Professor Bone is a member of the American Law Institute.

Carlos M. Correa is Director of the Center for Interdisciplinary Studies
on Industrial Property and Economics and of the Post-graduate Course
on Intellectual Property at the Law Faculty, University of Buenos Aires
and Professor of the Master Program on Science and Technology Policy
and Management of the same university. He has been a visiting profes-
sor in post-graduate courses of several universities and consultant to
UNCTAD, UNIDO, UNDP, WHO, FAO, IDB, INTAL, World Bank,
SELA, ECLA, UNDP, and other regional and international organiza-
tions. He has advised several governments on intellectual property,
innovation policy and public health. He was a member of the UK
Commission on Intellectual Property, of the Commission on Intellectual
Property, Innovation and Public Health established by the World Health
Assembly, and of the FAO Panel of Eminent Experts on Ethics in
Food and Agriculture. He is the author of several books and numerous
articles.

Robert Denicola is the Margaret Larson Professor of Intellectual Property
Law at the University of Nebraska, where he teaches courses in Copyright
Law, Trademark and Unfair Competition Law, and Contract Law.
Professor Denicola received a B.S.E. degree from Princeton University
and J.D. and LL.M. degrees from Harvard University. He is the author of
a casebook on Copyright Law published by Foundation Press. He is also
the Reporter for the American Law Institute’s Restatement of the Law of

Vil



viii  The law and theory of trade secrecy

Unfair Competition, which covers trademark law, trade secret law, false
advertising and the right of publicity.

Rachelle C. Dreyfuss is the Pauline Newman Professor of Law at New
York University School of Law and Co-Director of the Engelberg Center
on Innovation Law and Policy at NYU. Her research interests include
international and domestic intellectual property law and civil procedure.
She holds B.A. and M.S. degrees in Chemistry and was a research chemist
before entering Columbia University School of Law, where she served
as Articles and Book Review Editor of the Law Review. She was a law
clerk to Chief Judge Wilfred Feinberg of the U.S. Court of Appeals for
the Second Circuit and to Chief Justice Warren E. Burger of the U.S.
Supreme Court. She is a member of the American Law Institute and
was a co-Reporter for its Project on Intellectual Property: Principles
Governing Jurisdiction, Choice of Law, and Judgments in Transnational
Disputes. She was a consultant to the Federal Courts Study Committee,
to the Presidential Commission on Catastrophic Nuclear Accidents, to
the Federal Trade Commission and was a member of the Secretary of
Health and Human Services’ Advisory Committee on Genetics Health
and Society. She is a past chair of the Intellectual Property Committee
of the American Association of Law Schools. She was also a member of
the National Academies committees on Intellectual Property in Genomic
and Protein Research and Innovation and on Intellectual Property Rights
in the Knowledge-Based Economy. She is presently on the Academies’
Committee on Science, Technology, and Law.

Rebecca S. Eisenberg is the Robert and Barbara Luciano Professor of Law
at the University of Michigan Law School, where she has been a faculty
member since 1984. She is a graduate of Stanford University and Berkeley
Law (Boalt Hall), University of California. Her research focuses prima-
rily on regulation of biomedical innovation. She has written and lectured
extensively about patent law as applied to biomedical research and the
interaction of patent law with drug regulation. She has also played an
active role in public policy debates concerning the impact of intellectual
property on biopharmaceutical research. She teaches courses in patent
law, trademark law and food and drug law.

Valeria Falce is Associate Professor of Intellectual Property and
Competition Law at Universita Europea di Roma. She received a Ph.D.
in Competition Law from the University of Perugia and an LL.M,, with
merits, in Intellectual Property from the London School of Economics. In
1996 she joined the Osservatorio di Proprieta Intellettuale, Concorrenza
e Comunicazioni chaired by Professor Gustavo Ghidini. Author of



Contributors ix

two monographs, Professor Falce’s current fields of interests include
intellectual property, competition, regulation and law and economics.
She is a member of the International Association for the Protection of
Intellectual Property (AIPPI), the International Association for Teaching
and Research in Intellectual Property (ATRIP) and the Academic Society
for Competition Law (ASCOLA).

Harry First is the Charles L. Denison Professor of Law at New York
University School of Law and the Director of the law school’s Competition,
Innovation, and Information Law Program. From 1999-2001 he served as
Chief of the Antitrust Bureau of the Office of the Attorney General of
the State of New York. Professor First’s interests include antitrust, inter-
national and comparative antitrust and innovation policy. He is the co-
author of law school casebooks on antitrust and on regulated industries,
and the author of numerous articles involving antitrust law. Professor
First is a Contributing Editor of Antitrust Law Journal, Foreign Antitrust
Editor of Antitrust Bulletin, and a member of the Advisory Board and
a Senior Fellow of the American Antitrust Institute. Professor First has
twice been a Fulbright Research Fellow in Japan and has served as an
Adjunct Professor of Law at the University of Tokyo. Prior to entering
law teaching Professor First was an attorney with the U.S. Department of
Justice, Antitrust Division. He has also been Counsel to Loeb & Loeb in
New York City.

Jeanne C. Fromer is an Associate Professor at Fordham Law School.
Professor Fromer previously served as a law clerk to Justice David Souter
of the U.S. Supreme Court and to Judge Robert Sack of the U.S. Court of
Appeals for the Second Circuit. She also worked at Hale and Dorr LLP
(now WilmerHale) as an intellectual property attorney. Professor Fromer
earned her B.A. in Computer Science from Barnard College, Columbia
University; S.M. in Electrical Engineering and Computer Science from
the Massachusetts Institute of Technology; and J.D. from Harvard Law
School. She specializes in intellectual property and information law,
with particular emphasis on unified theories of patent and copyright
law.

Gustavo Ghidini is Full Professor of Intellectual Property and Competition
Law at University of Milano, Faculty of Law. He teaches the same
subject at LUISS University in Rome, where he also serves as Director of
Observatory of Intellectual Property, Competition, and Communication
Law. Past President of the International Association for the Advancement
of Teaching and Research in Intellectual Property (ATRIP), he has written
several books and articles. His latest book is Innovation, Competition,



x The law and theory of trade secrecy

and Consumer Welfare in Intellectual Property Law (Edward Elgar,
Cheltenham, UK, 2010).

Charles Tait Graves is a partner at Wilson Sonsini Goodrich & Rosati in
San Francisco and an adjunct professor at the University of California,
Hastings College of the Law. He has published widely on the history,
theory and practice of trade secret law and related doctrines.

Mark A. Lemley is the William H. Neukom Professor of Law at Stanford
Law School, the Director of the Stanford Program in Law, Science and
Technology, and the Director of Stanford’s LL.M. Program in Law,
Science and Technology. He teaches intellectual property, computer and
Internet law, patent law and antitrust. He is the author of seven books
(most in multiple editions) and 111 articles on these and related subjects,
including the two-volume treatise IP and Antitrust. His works have been
reprinted throughout the world, and translated into Chinese, Japanese,
Korean, Spanish and Italian. He has taught intellectual property law to
federal and state judges at numerous Federal Judicial Center and ABA
programs, has testified seven times before Congress and numerous times
before the California legislature, the Federal Trade Commission and the
Antitrust Modernization Commission on patent, trade secret, antitrust
and constitutional law matters, and has filed numerous amicus briefs
before the U.S. Supreme Court, the California Supreme Court and the
federal circuit courts of appeals. He has been named California Lawyer’s
Attorney of the Year (2005), Best Lawyers” San Francisco IP Lawyer
of the Year (2010), and a Young Global Leader by the Davos World
Economic Forum (2007). In 2009 he received the California State Bar’s
inaugural IP Vanguard award. In 2002 he was chosen Boalt’s Young
Alumnus of the Year. He has been recognized as one of the top 50 litiga-
tors in the country under 45 by the American Lawyer (2007), one of the 100
most influential lawyers in the nation by the National Law Journal (2006),
one of the 10 most admired attorneys in Intellectual Property, one of the
top intellectual property lawyers in California (2003, 2007, 2009, 2010)
and one of the 100 most influential lawyers in California (2004, 2005, 2006
and 2008) by the Daily Journal, among other honors. Professor Lemley
is a founding partner of Durie Tangri LLP. He litigates and counsels
clients in all areas of intellectual property, antitrust and Internet law. He
has argued six federal appellate cases and numerous district court cases,
and represented clients including Comcast, Genentech, Google, Grokster,
Hummer Winblad, Impax, Intel, NetFlix, Palm, TiVo and the University
of Colorado Foundation in 75 cases in nearly two decades as a lawyer.
After graduating from law school, he clerked for Judge Dorothy Nelson
on the U.S. Court of Appeals for the Ninth Circuit, and has practiced law



Contributors xi

in Silicon Valley with Brown & Bain and with Fish & Richardson, and in
San Francisco with Keker & Van Nest. Until January 2000, he was the
Marrs McLean Professor of Law at the University of Texas School of
Law, and until June 2004 he was the Elizabeth Josslyn Boalt Professor of
Law at the Boalt Hall School of Law, University of California at Berkeley.

David S. Levine is an Assistant Professor of Law at Elon University School
of Law and an Affiliate Scholar at the Center for Internet and Society at
Stanford Law School (CIS). His scholarship focuses on the operation of
intellectual property law at the intersection of technology and public life
and intellectual property law’s impact on public and private transparency
and accountability. Professor Levine founded and hosts Hearsay Culture
on KZSU-FM (Stanford University), a technology and intellectual prop-
erty law radio show and podcast that was chosen as one of the top five
podcasts in the American Bar Association’s Blawg 100 of 2008. Prior to
becoming a law professor, Professor Levine was a resident fellow at CIS.
He also practiced intellectual property, entertainment, labor/employment
and commercial litigation as an associate in the Manhattan offices of
Pryor Cashman LLP and Windels Marx Lane & Mittendorf LLP and
as Assistant Corporation Counsel for the City of New York. He holds a
B.Sc. in industrial and labor relations from Cornell University and a J.D.
from Case Western Reserve University School of Law.

Doris Estelle Long is Professor of Law and Chair of the Intellectual
Property, Information Technology and Privacy Group at The John
Marshall Law School. She has lectured in 31 countries on five continents
and served as a consultant on intellectual property right issues for diverse
U.S. and foreign government agencies, including as attorney advisor in
the Office of Legislative and International Affairs of the USPTO. She has
taught in eight countries, including serving as a Fulbright Professor at Jiao
Tung University in Shanghai. Professor Long is the author of numerous
books and articles in the area of intellectual property law, and a monthly
columnist on international intellectual property law for the Chicago Daily
Law Bulletin. Before joining the faculty, Professor Long was an attorney
with the Washington, D.C. law firms of Arent Fox Kintner Plotkin &
Kahn, and Howrey and Simon. She is a graduate of Ithaca College, B.A.
summa cum laude, Cornell Law School, J.D. cum laude, and holds an
Executive Education Certificate from the Kennedy School of Government/
Harvard University in Science, Technology and Innovation Policy.

Mary L. Lyndon is a Professor of Law at St. John’s University School of
Law. Her research and writing have concentrated on the production and
availability of health, environmental and safety information, the effects of



xit  The law and theory of trade secrecy

proprietary claims on the dissemination of this information, and the rela-
tionship between intellectual property and environmental law. Professor
Lyndon’s work has appeared in a variety of journals and reports and
she has contributed to several books. She teaches Environmental Law,
International Environmental Law and Tort Law. Prior to joining the law
faculty, Professor Lyndon first practiced broadcasting and telecommuni-
cations law and then was an Assistant Attorney General for the State of
New York. In that capacity she headed a group of attorneys working on
acid rain and other environmental problems. In 1985-1986 she was the
Silver Fellow in Law, Science and Technology at Columbia University.
She received a J.S.D. from Columbia University and her J.D. from
Northeastern University. Professor Lyndon is a member scholar of the
Center for Progressive Reform.

Michael J. Madison is a Professor of Law at the University of Pittsburgh
School of Law, specializing in the law, policy and theory of intellectual
property. His work on copyright law, property theory and governance has
appeared in law reviews at Cornell University, Fordham University and
the College of William and Mary, among other leading law schools, and
he is the co-author of a casebook on intellectual property law published
by Aspen Publishers. He received his law degree from Stanford University
and undergraduate degree from Yale University. A complete biography
and list of scholarship can be found at http://madisonian.net/home.

Frank Pasquale is Schering-Plough Professor in Health Care Regulation
and Enforcement at Seton Hall Law School and a Visiting Fellow at
Princeton University’s Center for Information Technology Policy. He has
been a Visiting Professor at Yale and Cardozo Law Schools. He received
his B.A. summa cum laude from Harvard, attended Oxford on a Marshall
Scholarship, and received his J.D. from Yale. He has written several arti-
cles on Internet law and intellectual property. In 2008, he testified before
the Task Force on Competition Policy and Antitrust Laws of the House
Committee on the Judiciary, appearing with the General Counsels of
Google, Microsoft and Yahoo. Professor Pasquale is particularly con-
cerned with opaque decision-making at large intermediaries, including
insurers, search engines, Internet Service Providers and financial institu-
tions. He is writing a book on the topic tentatively titled The Black Box
Society.

Jerome H. Reichman is the Bunyan S. Womble Professor of Law at Duke
Law School, Durham, North Carolina. He has written and lectured
widely on diverse aspects of intellectual property law, including compara-
tive and international intellectual property and the connection between



Contributors xiii

intellectual property and international trade laws. In collaboration with
Keith Maskus, he published International Public Goods and Transfer of
Technology under a Globalized Intellectual Property Regime (Cambridge
Press, 2005). He serves as a consultant to numerous intergovernmental
and non-governmental organizations and on the board of editors for
various journals, including the Journal of International Economic Law
and I/ Diritto D'Autore (Rome). In recent years, he has written exten-
sively on the tensions between intellectual property rights and the needs
of both scientific research and public health. His articles in this area
include Pathways Across the Valley of Death: Novel Intellectual Property
Strategies for Accelerated Drug Discovery (with Rai, Uhlir and Crossman,
2008); Compulsory Licensing of Patented Pharmaceutical Inventions:
Evaluating the Options (2009); Rethinking the Role of Clinical Trial Data
in International Intellectual Property Law: The Case for a Public Goods
Approach (2009); When Copyright Law and Science Collide: Empowering
Digitally Integrated Research Methods on a Global Scale (with Ruth
Okediji, 2011); The Doha Round’s Public Health Legacy: Strategies for the
Production and Diffusion of Patented Medicines under the Amended TRIPS
Provisions (with Fred Abbott, 2007); and A4 Contractually Reconstructed
Research Commons for Scientific Data in a Highly Protectionist Intellectual
Property Environment (with Paul Uhlir, 2003). He and two co-authors
(Paul Uhlir and Tom Dedeurwaerdere) are currently finishing a book
entitled Designing the Microbial Research Commons: Global Intellectual
Property Strategies for Accessing and Using Essential Public Knowledge
Assets (Draft version presented at the International Symposium on
Designing the Microbial Research Commons, National Research Council,
Washington D.C., October 8-9, 2009).

Michael Risch is an Associate Professor of Law, Villanova University
School of Law. Professor Risch’s teaching and scholarship focus on intel-
lectual property and cyberspace law, with an emphasis on patents, trade
secrets and information access. His articles have appeared in the Stanford
Law Review, Indiana Law Journal, BYU Law Review, Yale Law Journal
Online, PENNumbra, Tennessee Law Review and Harvard Journal of Law
and Technology, among others. Prior to joining the Villanova faculty
in 2010, he was an Associate Professor at the West Virginia University
College of Law, and an Olin Fellow in Law at Stanford Law School.
Professor Risch graduated from Stanford University with honors and
distinction in public policy and distinction in quantitative economics. He
earned his law degree at the University of Chicago, where he graduated
with high honors and was an Olin Fellow in Law and Economics and a
Bradley Fellow in Law and Economics.



xiv  The law and theory of trade secrecy

Pamela Samuelson is the Richard M. Sherman *74 Distinguished Professor
of Law and Information at the University of California at Berkeley and a
Director of the Berkeley Center for Law and Technology. She is a Fellow
of the Association for Computing Machinery (ACM), a Contributing
Editor of Communications of the ACM, a past Fellow of the John D.
and Catherine T. MacArthur Foundation, and an Honorary Professor of
the University of Amsterdam. She is a member of the Board of Directors
of the Electronic Frontier Foundation and of the Electronic Privacy
Information Center, as well as a Fellow of the Center for Democracy and
Technology. She has been a member of the Berkeley faculty since 1996,
and prior to that, with the University of Pittsburgh Law School. She has
visited at Columbia, Cornell, Emory and Harvard Law Schools.

Sharon K. Sandeen is a Professor of Law at Hamline University School
of Law in St. Paul, Minnesota, where she teaches a variety of intellectual
property law courses. Prior to beginning her teaching career, Professor
Sandeen practiced law in California, specializing in intellectual property
litigation and counseling. A native of northern California, she received
a B.A. in Political Science from the University of California, Berkeley,
a J.D. from the University of Pacific, McGeorge School of Law, and an
LL.M. from the University of California, Berkeley School of Law (Boalt
Hall). Her research interests and recent scholarship focus on trade secret
law, including the history, purpose and scope of the Uniform Trade
Secrets Act and Article 39 of the TRIPS Agreement. She currently serves
as the Chair of the Intellectual Property Transactions Committee of the
Business Law Section of the American Bar Association.

Katherine J. Strandburg is Professor of Law at New York University
School of Law. Her research and teaching focus on patent law, cyberlaw
and information privacy law. In particular, she has written extensively
about the intersection between research science and the patent system.
Recent publications focus on the implications of user innovation and col-
laborative innovation for patent law and on the privacy implications of
networked communication. She has also authored a number of amicus
briefs on patent issues, most recently on behalf of a group of medical asso-
ciations. Professor Strandburg obtained her law degree from the University
of Chicago Law School with high honors in 1995 and served as a law clerk
to the Honorable Richard D. Cudahy of the U.S. Court of Appeals for
the Seventh Circuit. Prior to her legal career, Professor Strandburg was a
Ph.D. research physicist at Argonne National Laboratory.

Geertrui Van Overwalle is Professor of Intellectual Property Law at
the University of Leuven, Belgium and Professor of Patent Law and



Contributors Xxv

New Technologies at the University of Tilburg, the Netherlands. In
her recent work, she focuses on patents, genetics and their impact on
access to healthcare. The results of this research are published in her
book Gene Patents and Public Health (Bruylant, Brussels, 2007) and in
Gene Patents and Collaborative Licensing Mechanisms: Patent Pools,
Clearinghouses, Open Source Models and Liability Regimes which she
recently published with Cambridge University Press (2009). Professor
Van Overwalle is a member of the national Belgian High Council for
Intellectual Property. She is a member of the European Commission’s
Expert Group on Biotechnological Inventions. She contributed as an
expert to the Report Policy options for the improvement of the European
patent system commissioned by the European Parliament. At present,
she is also an external advisor to the Unitaid Medicines Patent Pool
Initiative.

Eric von Hippel is T. Wilson Professor of Innovation Management, and
also Professor of Engineering Systems at MIT. Professor von Hippel is
known for his research into the sources of and economics of innovation.
He and his colleagues find that product development is rapidly shifting
away from producers to users and to open user collaborations in the
Internet Age — is being ‘democratized’. This shift in the locus of innovation
requires responsive changes in government policy-making and corporate
business models. For example, policy must be altered to support an infor-
mation ‘commons’ model of innovation rather than only a model based
upon proprietary intellectual property. Professor von Hippel’s book,
Democratizing Innovation (2005) is available free at http://mit.edu/evhippel/
www/books.htm.

Georg von Krogh was born in Oslo, Norway. He is a Professor at ETH
Zurich and holds the Chair of Strategic Management and Innovation.
He is also the Head of ETH Zurich’s Department of Management,
Technology and Economics. Professor von Krogh specializes in com-
petitive strategy, technological innovation and knowledge management.
He has conducted research in various industries including financial
services, media, computer software and hardware, life-sciences and con-
sumer goods. Professor von Krogh has published books on strategic
management, knowledge creation, innovation, as well as organization
and management theory. Enabling Knowledge Creation with Professors
Nonaka and Ichijo, focused on how firms can build an organization
culture and infrastructure that support product and process innova-
tion. His awards and recognitions include the Association of American
Publishers’ ‘Best Professional Business Book Award’, the Organization
and Management Theory Division’s ‘Best Symposium Award’ at the



xvi The law and theory of trade secrecy

Academy of Management, Harvard Business Review’s ‘Breakthrough
Idea’ and the ETH Teaching Award ‘Goldene Eule’.

Diane Leenheer Zimmerman, a graduate of Columbia Law School, is the
Samuel Tilden Professor of Law Emerita at New York University. Her
scholarship focuses on the First Amendment, intellectual property and
gender issues. Professor Zimmerman has served as the Inaugural Hosier
Distinguished Visiting Professor of Intellectual Property at DePaul’s Law
School, Distinguished Lee Visiting Professor of Constitutional Law at
the George Wythe School of Law, College of William and Mary, and as
a research fellow at the London School of Economics. She taught in the
Aspen Institute Law and Society Program, and has served as the Reporter
on Gender for the Second Circuit Task Force on Gender, Racial and
Ethnic Fairness in the Courts. She is a co-editor of Working Within the
Boundaries of Intellectual Property (2010), Expanding the Boundaries of
Intellectual Property (2001) and of a casebook, Intellectual Property:
Cases and Materials on Trademark, Copyright, and Patent Law (new edn,
forthcoming 2012).



Acknowledgements

The chapters in this volume are based on essays that were first presented
at a Conference sponsored by the Engelberg Center on Innovation Law
and Policy and New York University School of Law. The Conference pro-
vided a unique opportunity for contributors to test their theories, consider
opposing viewpoints and modify their positions. The final product there-
fore owes a great deal to those who contributed to this volume, as well as
to the practitioners and academics who were present at the Conference but
did not memorialize their input in writing. We also owe a debt of gratitude
to Alfred B. Engelberg, whose vision and generosity created the Center,
and to Dean Ricky Revesz, who supports its work. We are grateful to our
students who provided invaluable research assistance: Jason Liu, NYU
Class of 2012, and Simon Kung, Meera Nair, Darryl Tam and Natalie
Thomas, NYU Class of 2011. In particular, we would like to thank
Nicole Arzt. Without her incomparable organizational skills, neither the
Conference nor the volume would have been possible. When we started on
this project, trade secrecy was barely on the scholarly agenda. We would
like to acknowledge Luke Adams for having the insight to see its impor-
tance and persuading us to bring his vision to fruition.

Xvil



Introduction
Rochelle C. Dreyfuss and Katherine J. Strandburg

Surveys of the creative sector repeatedly demonstrate that innovators
regard trade secrecy as one of their most important information manage-
ment strategies. Surprisingly, however, there has been relatively little aca-
demic writing in this area. The reasons why are telling, for they shed light
on the issues with which the chapters in this volume deal.

The absence of a deep literature may, in fact, be overdetermined.
Thus, one reason for the absence of a robust scholarship is that the legal
landscape is difficult to evaluate. The major intellectual property regimes
(patent, trademark and copyright law) are based on federal statutes,
making both the legislation and case law easy to collect, survey, and cat-
egorize. But because trade secrecy is largely a creature of state law (and
until recently, mostly state common law), it is less available as a target for
doctrinal analysis. Nor is trade secrecy appealing to empiricists. After all,
the hallmark of the legal strategy is secrecy. Thus there is little data with
which to work: there are no registries of trade secrets and few available
indicators of their economic significance. In contrast, the patent system
gives economists and lawyers a vast trove of information to study.

Even more importantly, trade secrecy lacks a central theoretical organ-
izing principle. In a sense, trade secrecy functions as an umbrella cover-
ing a variety of distinct concerns. Promoting honest business practices
is one clear theme. Other concerns involve the relationships between a
firm and its employees, commercial partners, and customers. Still others
are animated by interests in promoting efficient investment in research
and development, human capital, and security. Because it is an umbrella
concept, trade secrecy lies at the intersection of many legal doctrines,
among others, labor and employment law, torts, contracts, and criminal
law.

The plethora of legal regimes, lack of theoretical clarity, and paucity of
scholarship and empirical data make it hard for lawmakers to grapple with
many of the central questions of trade secrecy law. Open issues include the
types of information that fall under trade secrecy protection, the degree to
which the information must be kept secret, the respective rights of parties
with access to the information, the appropriate measures and types of
relief, and the relationship between trade secrecy and other intellectual
property laws.
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The murkiness of trade secrecy doctrine also makes it difficult to balance
the interest in trade secrecy against other societal values. In particular,
there are many contexts in which openness is crucial. Sharing is critical
to collaborative and cumulative research. Information flow is the basis of
a competitive economy. Democratic governance requires a vibrant mar-
ketplace of ideas and a degree of transparency regarding critical platform
technologies, such as voting machines and search engines. Some social
problems are so large that they require the efforts of multiple parties,
and therefore broad access to key information. Forging domestic law
that takes all of these interests into account is no easy task. International
lawmaking is equally affected. Trade secrecy has been the subject of both
bilateral and multilateral negotiation efforts, but the premier international
intellectual property instrument — the TRIPS Agreement — treats trade
secrecy in only one, rather vague, provision and fails to fully account for
important categories of secrets, such as traditional knowledge and regula-
tory data.

The chapters in this book begin to address these issues. Drafts of the
chapters were presented at a workshop attended by the authors and a
number of commentators. The chapters provoked a lively discussion high-
lighting the problematic nature of the trade secrecy regime, but also clari-
fying the sources of those difficulties and illuminating the policy options.
We hope the resulting volume, which reflects that conversation, will act as
a springboard for further scholarship in this critical area.
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