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RESEARCH HANDBOOKS ON THE WTO

This timely series of Research Handbooks analyses the interface between
international economic law and other disciplines at the centre of current
debate about the role and impact of the WTO. Each volume is edited

by a prominent expert at the heart of this debate and brings together
original contributions from an internationally recognisable cast of leading
scholars and practitioners.

These Handbooks will be essential reference tools for academic
researchers and doctoral students as well as for policy-makers and
practising lawyers.
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Preface
Carlos M. Correa

The Ministerial Conference that launched the GATT Uruguay Round
in 1986 adopted an ambiguous mandate to initiate negotiations on intel-
lectual property rights (IPRs), one of the ‘new issues’ to be addressed by
the Contracting Parties. The proponents of such negotiations advocated
the adoption of a comprehensive instrument that would supplement pre-
existing international conventions on IPRs. They stressed that new inter-
national standards on the matter should not only ensure the availability
but also the means to enforce conferred rights. An innovative feature of
the proposed instrument was, hence, a detailed set of provisions on the
enforcement of IPRs.

The relationship of the provisions of the Agreement on Trade-related
Aspects of Intellectual Property Rights (TRIPS) with the international
conventions it is based on, as well as its relationship with other compo-
nents of the World Trade Organization (WTO), has raised a number of
specific interpretive issues. Panels and the Appellate Body were called on
to provide interpretations of century-old conventions, and to decide on the
extent to which prior GATT jurisprudence (elaborated in relation to the
trade in goods) could be applied to the protection of intangible property.

While the task of the WTO dispute settlement body in dealing with
TRIPS issues has been challenging, Members bound to implement the
TRIPS obligations at the national level faced a considerable burden.
The broad coverage of the Agreement, in terms of both substantive and
enforcement standards, required a complete overhauling of IPRs legisla-
tion in many countries. Moreover, as a result of strong divergences during
the negotiations, the Agreement ended up with a number of ambiguities,
often the price paid to reach a compromise, that required proper interpre-
tations for the incorporation of the TRIPS obligations into national laws.

This Handbook offers studies, elaborated by a group of distinguished
academics and IPRs experts, on the main issues raised by the interpreta-
tion and enforcement of some of the key TRIPS obligations. This volume
provides an indispensable complement to the Research Handbook on the
Protection of Intellectual Property under WTO Rules: Intellectual Property
in the WTO Volume I, which addresses the origins, history and substan-
tive provisions of the Agreement. As with Volume I, a basic objective of
this Handbook is to provide a source of high quality original reference
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Preface ix

for research, teaching and professional practice on WTO-related issues
concerning intellectual property protection. It is intended to offer a state-
of-the-art overview in this complex area. Although it is not intended to
be used as a textbook, it would be useful for advanced and postgraduate
students as reference points, as well as for scholars and policy-makers.

This volume starts with a much-needed analysis of the applicability of
GATT jurisprudence to the interpretation of the obligations contained
in the TRIPS Agreement. It then offers a detailed discussion about the
implementation of two of the main enforcement measures mandated by
the Agreement: injunctions and border measures. A subsequent chapter
is devoted to the conditions (concerning IPRs) under which new WTO
members have been admitted since its creation in 1995. The remainder of
the book consists of detailed analyses of the main rulings adopted under
the Dispute Settlement Understanding concerning the TRIPS Agreement.
Cases involving geographical indications, copyright, patents and test data
are examined.

I am immensely thankful to the authors for their contributions. I am
sure the readers will also appreciate their effort and the quality of the
materials presented in this volume.

Carlos M. Correa
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1 The applicability of GATT jurisprudence
to the interpretation of the TRIPS
Agreement
Susy Frankel

1. Introduction

To assess the applicability of interpretations of GATT' to the TRIPS
Agreement?® it is necessary to examine the relationship between those
agreements. The relationship between the TRIPS Agreement and other
WTO agreements is complex. Structurally, the relationship is that the
GATT, GATS? and the TRIPS Agreement are the main annexes of the
WTO Agreement.* The TRIPS Agreement preamble, among other broad
statements of intention, says that the members recognised the ‘need for
new rules and disciplines concerning . . . the applicability of the basic
principles of GATT 1994’ to the TRIPS Agreement. When the TRIPS
Agreement was first in force, this preamble made sense as there were
established practices and understandings about the operation of GATT
1947. The new WTO Agreement, including TRIPS, was established to
develop and change the original GATT 1947, particularly the process of
dispute settlement. However, GATT disputes were the known source of
discussion of trade principles and WTO panels and the Appellate Body
referred to them, particularly in the earlier disputes brought to the WTO.?

' General Agreement on Tariffs and Trade 1994, Marrakesh Agreement
Establishing the World Trade Organization (‘"WTO Agreement’), Annex 1A,
Article XX, 15 April 1994, 1867 UNTS 187, 33 ILM 1153 (1994) (‘GATT).

2 Agreement on Trade-related Aspects of Intellectual Property Rights, 15
April 1994, Marrakesh Agreement Establishing the World Trade Organization
(*"WTO Agreement’), Annex 1C, 33 ILM 1197, 1198 (1994) (“TRIPS Agreement’).

3 General Agreement on Trade in Services, WTO Agreement, Marrakesh
Agreement Establishing the World Trade Organization (‘WTO Agreement’),
Annex 1B, 1869 UNTS 183, HR Doc. No. 103-316, at 1588 (‘GATS’).

4 Marrakesh Agreement Establishing the World Trade Organization (‘WTO
Agreement’).

3 In Japan — Taxes on Alcoholic Beverages, the Appellate Body said, ‘Article
XVI:1 of the WTO Agreement and paragraph 1(b)(iv) of the language of Annex
1A incorporating the GATT 1994 into the WTO Agreement bring the legal history
and experience under the GATT 1947 into the new realm of the WTO in a way

3



4  Research handbook on enforcement of IP under WTO rules

The same preamble passage refers to the relevance of international intel-
lectual property agreements or conventions relating to the operation of
the TRIPS Agreement. International intellectual property agreements fall
into two broad categories. The first is agreements that set out substantive
law standards and the second is harmonisation of certain principles relat-
ing to international registration of trademarks and patents. The TRIPS
Agreement preamble reference, to international intellectual property
agreements, is directed to substantive law agreements and most par-
ticularly to those that are incorporated into the TRIPS Agreement. The
incorporated agreements are the Berne Convention,® Paris Convention,’
Rome Convention® and the Treaty in Intellectual Property in Respect of
Integrated Circuits.’

The Paris Convention and Berne Convention have been in force since
the late 19th century and provide substantive law minimums in the fields
of trademarks, patents, designs and copyright. Thus, at the time of the
negotiation and entering into force of the TRIPS Agreement, intellectual
international property law was well established. However, the creation of
the WTO led to significant changes regarding the internationalisation of
intellectual property. Prior to the WTO, the linkage between trade and
intellectual property was not the subject of international agreement in the
same direct way. The involvement of the WTO in dispute settlement over
the TRIPS Agreement and ongoing negotiations about intellectual prop-
erty rights has changed the international face of intellectual property. The
TRIPS Agreement minimum standards are higher standards and the flex-
ibilities are more stringently confined than in previous international agree-
ments. Compliance with the agreement is subject to dispute settlement and

Footnote 5 (cont.)
that ensures continuity and consistency in a smooth transition from the GATT
1947 system. This affirms the importance to the Members of the WTO of the
experience acquired by the CONTRACTING PARTIES to the GATT 1947 —
and acknowledges the continuing relevance of that experience to the new trading
system served by the WTO. Adopted panel reports are an important part of the
GATT acquis.22".

®  Berne Convention for the Protection of Literary and Artistic Works, 24 July
1971 (Paris text), 1161 UNTS 3, 102 Stat. 2852, (‘Berne Convention’).

7 Paris Convention for the Protection of Industrial Property (Stockholm text
1967), 828 UNTS 305, 308 (‘Paris Convention’).

¥ International Convention for the Protection of Performers, Producers of
Phonograms and Broadcasting Organizations, 26 October 1961, 496 UNTS 43
(*Rome Convention’).

9 Treaty in Intellectual Property in Respect of Integrated Circuits, 26 May
1989.
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possibly trade retaliation if any dispute settlement recommendations are
not complied with.!” This chapter examines those changes in the context
of the relationship between the TRIPS Agreement and the GATT and
specifically the applicability of GATT jurisprudence to the interpretation
of the TRIPS Agreement.

It has been almost 15 years since the TRIPS Agreement came into force
and its relationship with the GATT has developed in that time.!! The
relationship between the agreements has been discussed in dispute set-
tlement and in negotiations in the TRIPS Council. As the role of TRIPS
has become more widely understood, it has become clear that its relation-
ship with other trade agreements may not be what it should be. While the
GATT and GATS agreements have as their overall goal the liberalisation
of trade, the protection of intellectual property is a different goal that
sometimes works as a trade barrier, rather than as a liberalising tool. This
feature of intellectual property was known when the TRIPS Agreement
was completed, but the rhetoric that intellectual property protection,
within the WTO, was necessary to prevent counterfeiting in the global
world won the day.!> Also, there continue to be concerns over the impact
of the TRIPS Agreement on innovation and technology transfer, par-
ticularly in developing countries. The flexibilities in the TRIPS Agreement
have not produced results that really assist in development of local innova-
tion and technology transfer. It seems likely that the exceptions to exclu-
sive intellectual property rights are not strong enough to achieve those
goals. A comparison can be made with exception in the GATT and GATS.
However, there are many more GATT decisions where the flexibilities
have not been successfully invoked compared with its successful applica-
tions.'? The real difficulty is that the protection of intellectual property, in
the form of the TRIPS Agreement, creates some barriers to trade and that
as those protections increase, the barriers to trade and technology transfer,
and even innovation, become greater. Members of the WTO have agreed

10" Panels and a standing Appellate Body and the rules of dispute settlement
and enforcement were established by the Understanding on Rules and Procedures
Governing the Settlement of Disputes, 15 April 1994, WTO Agreement Annex 2
(1994), 1869 UNTS 401, HR Doc. No. 103-315, at 1654 (‘DSU").

""" The TRIPS Agreement came into force on 1 January 1995 along with all of
the WTO agreements.

12 See generally Susan Sell, Private Power, Public Law: The Globalization of
Intellectual Property Rights (Cambridge, UK: Cambridge University Press, 2003),
(‘Globalization of Intellectual Property Rights’) pp. 75-94.

13 Of course, statistics of outcomes of disputes don’t reveal the cases that are
not brought because of the likelihood that the criteria of flexibility have been met
and the measure at issue will stand up before a tribunal.
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that the TRIPS Agreement minimums are a kind of acceptable barrier.'
Under the GATT Agreement, members agree that tariffs are an acceptable
trade barrier as long as they are progressively lowered.

When the TRIPS Agreement was negotiated, its critics questioned the
linkage between trade and the protection of intellectual property rights.'
At the heart of the linkage question is that intellectual property rights can
be a barrier to international trade because the assertion of an intellectual
property right can stop the free flow of goods or services. This function of
intellectual property is fundamentally in conflict with the WTO aim of the
liberalisation of trade. Intellectual property protection is important, but
excess intellectual property standards are often a form of protection of
domestic industries. Additionally, the TRIPS Agreement is a fundamen-
tally different type of Agreement from both GATT and GATS. TRIPS is
an agreement that requires members to implement its minimum standards
of legal protection, as compared to GATT, which is primarily directed
at converting non-tariff barriers to tariff barriers and then progressively
negotiating the reduction of tariffs. Both GATT and GATS are market
access agreements because they prohibit certain types of restrictions on
market access. In contrast, the TRIPS Agreement requires countries to
enact intellectual property laws to control the market in products, such
that intellectual property rights protect rather than liberalise access to
it. These core differences may mean that in some situations GATT juris-
prudence seems fundamentally unsuitable to interpretation of the TRIPS
Agreement. However, as the TRIPS Agreement is part of the WTO, the
interpretation of the agreement ought to be consistent with the WTO
trade-liberalising goal.

Section 2 discusses some core differences in structure and object and
purpose of the TRIPS Agreement compared with GATT and GATS.
That part discusses the use of GATT jurisprudence in the interpretation
of the core non-discrimination principles: national treatment and most-
favoured-nation (‘MFN’). Section 3 discusses the way in which the rela-
tionship between the agreements has been handled in the jurisprudence of
the dispute settlement body. Section 4 discusses the potential use of GATT
jurisprudence in interpreting the flexibilities in the TRIPS Agreement

14 Although whether there was true ‘acceptance’ or consent is hotly debated
because some countries clearly signed up to the agreement in order to obtain other
trade benefits, particularly under GATT, and became members of TRIPS because
it is part of the WTO single undertaking. See generally, Peter Drahos, “When the
Weak Bargain with the Strong: Negotiations in the World Trade Organization’,
[2003] 8(1) International Negotiation 79.

15 See generally Globalization of Intellectual Property Rights, above n. 12.
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and in interpreting whether the prevention of parallel importing of copy-
right and trademarked goods is WTO consistent.'® Section 4 offers some
conclusions.

2. Structure of the TRIPS Agreement compared with GATT and GATS

2.1  Minimum standards, increased standards compared with market
access

Fundamentally, the TRIPS Agreement is an agreement that sets out
minimum standards of intellectual property protection and related flex-
ibilities. Members of the agreement must enact domestic laws that meet
the minimum standards set out in the Agreement. The exceptions are
optional, but they are governed by certain rules. The reason why the
minimum standards structure was chosen for the TRIPS Agreement is
primarily because this is the main methodology adopted in international
intellectual property law outside of the WTO arena. In particular, it is the
structure of both the Berne and Paris Conventions, which are adminis-
tered by the World Intellectual Property Organisation (‘WIPO")."7

When the TRIPS Agreement was entered into, many of the future
members of the WTO had, and continue to have, intellectual property
standards in excess of the TRIPS negotiated minimums. Other members
had standards lower than those minimums and the TRIPS Agreement
required them to increase levels of protection in their domestic law. The
level of intellectual property protection in a country’s law, before the
TRIPS Agreement, was a reflection of what it had agreed to internation-
ally, combined with what was economically appropriate for a country.
Broadly, developing countries were likely to have less protective standards
of intellectual property than countries with developed economies. The
TRIPS Agreement standards have caused many countries to have stand-
ards of intellectual property in excess of what is necessarily economically
appropriate or likely to assist innovation in their country.'®

16 The TRIPS Agreement, above n. 2, does not govern parallel importation of
copyright and trademark goods. Article 6 provides, ‘For the purposes of dispute
settlement under this Agreement, subject to the provisions of Articles 3 and 4
nothing in this Agreement shall be used to address the issue of the exhaustion of
intellectual property rights’.

17" The preamble of the TRIPS Agreement states ‘Desiring to Establish a
Mutually supportive relationship between the WTO and the World Intellectual
Property Organization . . . as well as other international organizations’.

'8 For a general discussion, see Daniel Gervais (ed.), Intellectual Property
Trade and Development: Strategies to Optimize Economic Development ina TRIPS-
Plus Era (Oxford: Oxford University Press, 2007).



