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Preface

To the best of my knowledge this is the first book on the subject of permitted
but unauthorized uses of the trade marks of others. Working without an obvi-
ous model to which reference may be made or from which inspiration may be
drawn, we have had to draw on our own ideas — an exciting and stimulating
experience.

The launch of this volume at the May 2006 International Trademark
Association Meeting is to the credit of its many authors, whose unstinting
efforts, trade mark expertise, enthusiasm and ability to work under pressure
have turned the project from dream to reality.

Particular credit is due to my friend and colleague, Susie Middlemiss, who
heads the Intellectual Property Group at Slaughter and May. Susie’s participa-
tion in this book at every level cannot be understated. Her expert professional
knowledge, tact and humour have each been invaluable assets and 1 have
shamelessly made demands upon all three of these assets when necessary.

Luke Adams also deserves a special mention, together with his team at
Edward Elgar Publishing. Luke cannot have faced a team of contributors that
was more determined to get a title out on time: the sprint to print has been
fraught with difficulties but Luke has seen it through with admirable cool.

Jeremy Phillips
Temple Fortune, April 2006
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Introduction: Permitted but unauthorised
use

Jeremy Phillips

WHAT IS MEANT BY ‘PERMITTED BUT
UNAUTHORISED USE’?

Trade mark law confers upon the proprietor of a registered trade mark a very
wide power over other traders who use his trade mark. Put simply, if that use
is without the proprietor’s permission, the proprietor has the power to prohibit
it by bringing a legal action against the user for infringement. If however that
use is with the proprietor’s permission, he may make that use conditional upon
such terms as he seeks to impose.

The reality is less simple. This is because there is a category of use that the
trade mark owner is powerless to prevent: use which, while lacking the propri-
etor’s authorisation, is nonetheless permitted by the law. More accurately,
there are several different categories of use that the law tolerates, whatever the
feelings of the trade mark owner. Some of these uses are based on commercial
imperatives, such as a retailer’s need to be able to inform consumers about the
goods he sells; others are based on political imperatives, such as the exercise
of the human right of freedom of speech; others again are based on consider-
ations of honesty or fairness, such as where a trader seeks to trade under his
own name even though that name is the same as, or similar to, an earlier regis-
tered trade mark.

STRIKING A BALANCE

In each of the instances in which the law permits the use of a trade mark even
where that mark’s owner does not authorise it, it is plain that the law has
sought to establish a balance between the interests of the trade mark owner and
those of others. In some cases the balance is sought between the trade mark
owner and a direct competitor; in other cases it may be sought between him
and those whose business interests lie downstream of his own (such as distrib-
utors and retailers), the consumer of his goods or even the public at large.

Xix
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Wherever a balance is sought, it is necessary to identify the point at which
the competing or conflicting interests are in equilibrium. Too much protection
for the trade mark owner may mean that others cannot refer to the mark when
critically comparing products sold under it with those of other products; too
little protection may mean erosion of the trade mark’s ability to provide
consumers with a confident guarantee that its use indicates the identity of the
origin of goods or services for which it is used.

The technique provided by legislators the world over is the same. Since it
is impossible to predict the precise circumstances in which the valuable role
of a trade mark is threatened, and it is equally impossible to anticipate the
circumstances in which its enforcement may be oppressive, general principles
are enacted into law. It is then left to the courts or other tribunals to interpret
those general principles in the light of specific sets of facts in which the inter-
ests of trade mark proprietor and unauthorised user collide.

THE TENSIONS OF TRADE MARK LAW

It is now no longer doubted that the right conferred by trade mark registration
is a property right. This is something that is explicitly stated in the trade mark
legislation of most countries and which has been backed by a ruling of the
European Court of Human Rights in 11 October 2005 in Case 73049/01
Anheuser-Busch Inc. v Portugal.

Many property rights are vulnerable to exceptions or limitations in favour
of third parties, even where the property right owner withholds his authorisa-
tion. Thus, in respect of real property such as land, the right to exclude others
may be exercised against casual acquaintances or passers-by, but will not
enable the rights owner to bar access to, for example, the police authorities or
the emergency fire services. Other third party users may include members of
the public who have a right of way. The enforcement of intellectual property
rights is likewise diminished by the ability of third parties to ‘invade’ the rights
owner’s intellectual estate and to do so against his will. Patent, trade mark and
copyright law make ample provision for such use.

The analogy between real property and intellectual property is however an
imperfect one. This is because the unauthorised but permitted use of land or
other real property is unlikely to destroy its value completely while, in the case
of a trade mark, permitted third party use can result in the goodwill in the mark
being wiped out (as where one branded product is compared highly
unfavourably with another). Nor does the analogy with land convey the risk
that a trade mark will cease to be able to inform consumers of the origin of
goods or services marketed under it (as happens where the honest use of a
confusingly similar mark cannot be restrained). The vulnerability of trade



