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Preface

Over the last 15 years, the revenue from licence contracts has risen from
US $ 10 billion to an estimated US $200 billion US dollars worldwide.
Enterprises are no longer valued and appreciated according to their real
property and the machinery they possess, instead 75% of their value is based
on intangible assets. The trend towards acquiring new products by means of
licences to third-party inventions or even the acquisition of entire enterprises
with a large inventive potential instead of intensifying research within the
business has become a popular strategy even amongst major research enterprises.

The European legislature recognized the need to modernise licensing law.
Unfortunately, from amongst the various options, it did not choose the one
that could have made the conclusion of licence contracts easier. The block
exemption regulations adopted in the last seven years have been supplemented
by a large number of notices on special issues, but which at best make the
information less clear to the user instead of simplifying licensing practice, if
only because they contain additional prohibitions — and exempted clauses — that
are not actually contained in the regulation proper. Despite the general
resistance in industry and a wider circle of users, the European Commission
also imposed an antitrust structure on licensing law that in the general opinion
constitutes a considerable step backwards, particularly with respect to lack of
legal certainty. _

It was with surprise that the specialist circles noted that completely
contradictory and incompatible objectives in terms of a uniform legal policy in
the Community are being pursued within the Commission. While in the field
of patent law, the Commission has been attempting to enforce a centralised
jurisdiction for years, likewise against the resistance of all the specialist circles
concerned, in the field of licensing law it has decided to decentralise the
enforcement of competition law, practically »outsourcing« it by transferring
responsibility for the review of licence contracts to the parties and the national
courts. For reasons of practical handling, the number of cases, the specialist
competence and proximity to the issue, precisely the contrary solution would
have been the appropriate policy in each of these two fields.

The new edition of this book attempts to communicate to the user an
approach to European licensing law that is based on practice, saving him or her
the need to study and analyse the numerous legal provisions of the European
legislature. The new regulations are examined and commented on in detail in a
completely new introductory chapter.

A particular innovation constitutes the practice TIPS, which refer the user to



Preface

special features of judicial practice and to dangerous traps in licence clauses that
have already been the subject matter of judicial or arbitration decisions. These
have been emphasised in print, so that they cannot be overlooked.

The structure of the book according to specific sample contracts has been
retained. The samples have all been revised extensively and adjusted to the new
law in terms both of the texts of the contracts and above all in the comments.
The references to judicial practice have been considerably increased, and the
user can now make use of judicial decisions, in particular by the European
courts and by the German courts, on specific questions. US law has also been
included on the major questions.

Because of the considerable expansion of the comments section and the cited
judicial practice, it was decided to print only Regulation 772/2004, the two
exemption regulations and their Guidelines, as well as the Commission’s de
minimis Notice. All the other regulations and notices by the Commission on
licensing law, which consist of several hundred pages, will be accessible online
in pdf-format together with all bilingual sample contracts in word format free of
charge for the purchaser of the book. This will substantially facilitate practical
work when preparing a license agreement and checking the numerous
references to the guidelines and the texts of other relevant regulations, and will
avoid the need to visit the EU Commission’s websites.

We have been joined by two new authors. The sample contracts on
software law, now expressly included by the Commission in the exemption
regulations, and for which Dr. Bernhard Geifiler was responsible for 20 years,
have been taken over and widely revised by Dietrich Beier; and Dr. Stefan Abel
has written the chapter on German antitrust law.

I should like to thank my secretarial team, Ms Disson, Ms Egger and Ms
Rott-Runkel, who relieved me of much work in the preparation of manuscripts
and the reviewing of sources and footnotes. Particular thanks go to my wife
Birgitt for her understanding and patience in the light of the fact that for nearly
two years no weekend or holiday went by without a laptop and a dictation
machine.

Munich, January 2008 Dr. Jochen Pagenberg
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Notes on online access

The sample contracts and all appendices are available online for download in
English and German language. The texts of appendices 5 to 24 are available for
reading and download online only.

http . //service. heymanns. com
user name: pb
password ; pb052007

Please note, the proper user name to be filled in is »pb « only (not your name).
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a. A. different opinion

a.a. O. Citation from list of publications

ABEI General conditions of development
contracts with industrial concerns

OJ/ABI. Official Journal
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GI General Introduction

Aftd’ affirmed

AIPLA American Intellectual Property
Law Association
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Protection of Intellectual Property
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ArbEG Employee Inventors Act

Az. File Number
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BDI Association of German Industry

BER Block Exemption Regulations

BGB Civil Code

BGH Federal Supreme Court

BGHZ Decisions of BGH
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i. V. m.
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loc. cit.
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