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ABSTRACT

Patent right has been one of the most important achievements
of modern legal innovation. The establishment of the patent system
has created a new brand property right; its normal operation will be
helpful for “adding the fuel of interest to the fire of genius” and
providing moderate stimuli to technological innovation. The promo-
tion for the emergence and implementation of technological innova-
tions is where the justifiability of patent right lies in. The stimuli
provided to the inventor is at the expense of the society’s free utili-
zation of knowledge. Patent system has changed the utilization
rule, which has once existed for a long time, that human beings
share the knowledge. Patent laws, on one hand, offer protection
for invention and creation with the means of property rights, on the
other hand, incur tension between patent right owners and the so-
cial public with regard to innovative knowledge utilization. This
tension finds its outstanding expression in the coordination and con-
flict between expansion and restriction of pafent right.

The study on the expansion and restriction of patent right
should begin with the system itself. Because of the invisibility and
immateriality of inventions and creations, it is impossible for patent
right to be defined with object or accurate exploration means as visi-
ble objects. The patent law has stipulated special claim definition
system, i. e. , first, patent document (esp. claims) can be used to
express the inventor’s rights; second, substantial requirements are

established as threshold for authorization; then, examination proce-
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ABSTRACT
dures are taken to confirm the claims; and finally, the claims are in-
terpreted to determine the scope of patent protection. However, it
will be hard to achieve exact match and correspondence during the
process of transforming objectively-existed technical solutions into
written forms and stationary technical solutions. The indeterminacy
of written words, inaccuracy of examination, transformation and
expounding of expression forms, and dependence of patent right
definition on subjective judgment, all has made patent right inade-
quate in determinacy and provide system space for the expansion of
patent right.

Laws will give patent right owner the “monopoly” (exclusivi-
ty) right of the invention or creation, which has already been gran-
ted with patent right. Yet, the “monopoly” has not been actual,
but virtual, which can only be realized through the prohibitive right
criteria, i.e., “forbidden right” . The forbidden right changes
“virtual possession” from its passive state into active state, and
thus realizing the possession of “patent” in the real world. The de-
pendency of patent right on prohibitive right has endowed the for-
mer with the nature of expansion and attack; it is referred to as
“rights in action”, which is liable to be misused.

The expansion of patent right begins with right expression and
definition and lasts in the whole process of patent examination and
implementation. Therefore, the restriction of patent right should
not be limited to the implementation of the patent right; instead, a
complete restrictive system of patent right should be established to
bring the restrictive system function and role into full play.

Patent application documents are usually prepared by appli-

cants themselves. At this time, applicants usually seize the chance

to expand the protective scope of the patent by means of “super-or-

N




ENRAY HKSREI
ABSTRACT

dinate concept”, “omission of essential technical features”, and
“function definition” to rewrite claims, in addition to taking advan-
tage of the transformation gap, and inaccuracy of words in writing
down the invention. How to impose restrictions upon these prac-
tices as well as provide theoretical bases has always been a difficult
problem in patent practice. However, the “possession” theory,
which has long been ignored in the field of patent law, seems to be
able to play a certain role. Its ideas and part of functions can be
borrowed to impose effective restrictions on the expansion in the
writing of claims in terms of practicability.

The patentability subject system, designed in the mechanical
technology age, is now confronted with challenge from new tech-
nology. The progress of science and technology has increasingly en-
larged the range of the patentability subject and caused practicabili-
ty judgment problem. As the distinction between invention and dis-
covery fades away, and de-technology trend for patentability ap-
pears, the patent law should stick to its requirements concerning
technology. With the rapid development of technology, patent laws
should have certain flexibility, so as to meet the requirements of
technological progress for the expansion of patentability subjects.
However, the monopoly of non-technology innovation should be a-
voided in case patent applicable field is expanded. To prevent over
extending the patent to pure basic theory research and causing ex-
pansion of the monopolized patent application field to restrict the
downstream research, it is necessary to reinterpret the practicability
criteria, which has been studied but once ignored by actual practice,
and endow it with deserved restrictive functions.

The research on the misuse of patent right is often found in the

anti-monopoly field. However, misuse of patent right does not nec-
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essarily constitute monopoly; therefore, anti-monopoly laws cannot
distinguish all patent right misuse behavior. As a result, the pure
anti-monopoly restriction mode is not scientific; in its place, the
combination of both patent law and anti-monopoly laws should be
implemented. Meanwhile, by means of perfecting the restriction on
misuse system in the patent law, misuse of patent applications,
threat through launching an infringement lawsuit or problematic pa-
tents can be restricted.

The evolution of the interpretation rules of claims superficially
reflects the strength that legal practice has in its protection of pa-
tent right owners, behind which is the combined force of expansion
and restriction of patent right. Loose explanation rules will contrib-
ute to the expansion of protective range, while restrictive explana-
tion rules the opposite. To provide appropriate stimuli to patent

right owner and provide legal determinacy to the public, proper

claim interpretation rules should be determined, so as to achieve

balance and harmony between the expansion and restriction of

rights.
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