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Preface

This is the second edition of a book first published in 2001 under the sponsorship of the
International Bar Association. The chapters from that edition have been completely
rewritten, in most cases by the original authors, and many new countries have been
added.

Since the last edition, much progress has been made in respect of the harmoni-
zation of industrial designs. The Community Design Directive was enacted in 1998,
leading to increased harmonization among the European Community countries com-
mencing from that time.

This development has been followed by the modifications made to the Hague
Agreement in Geneva in 1999 which have resulted in the increasing acceptance of the
Hague system.

At the time of the first edition only approximately twenty-nine countries had
accepted the Hague Agreement, notwithstanding that it had first come into force in
1928. Absent as signatories were Japan, the United States, Canada, the United Kingdom
and all the Scandinavian countries.

At the time of this writing in July 2015, Japan, the United States, Denmark,
Norway, Finland and Korea have all acceded to the Hague Agreement, with Canada
and others soon to follow. The European Union joined in 2008.

By establishing a system of registration of a single home country application
which can be filed in each signatory country, it is hoped that the Hague Agreement will
do for Industrial Designs what the Patent Cooperation Treaty has done for patents.
Further, although each country is free to apply its own examination standards, the term
of protection will be unified at fifteen years and at least some administrative standards
relating to the form and content of the international application will be harmonized.

Differences still remain. The form and content of drawings (a fundamental part of
any design application) have not yet been harmonized. The United States, unlike the
rest of the world, continues to treat designs under its patent statute and apply patent
principles to such designs. In addition, in many countries, there continues to be a
variety of possible sui generis ways to protect designs. As David Musker points out in
his chapter on United Kingdom Design Law, one of the striking features of UK Design
Law is the plethora of available rights. Setting aside trade marks, unfair competition,



Preface

and patents, the set of design rights to be considered in the UK consists of: UK national
registered designs; international designs designating the UK (coming in the near
future); Registered Community Designs (‘RCDs’); international designs designating the
EU; Unregistered Community Designs (‘UCDs’); UK Unregistered Design Right (‘UK
UDR’); and UK copyright. In addition, of course, there is still considerable overlap
between the protection granted by the trademark and unfair competition provisions
which are in place in many countries.

In addition to increased harmonization, we are in a period of increased aware-
ness of the economic importance of Industrial Design. The Apple and Samsung wars
over smart phone shapes have sparked attention. As Raynal and Saidman point out in
their United States chapter, the recent US Court of Appeals for the Federal Circuit
decision in Apple v. Samsung has highlighted many important advantages that design
rights have over patents in the US, not the least of which is the authorization of an
award of total profit from the article of manufacture bearing the patented design
without apportionment.

As with the previous edition, we have tried to organize each chapter around a
series of identical headings or topics for each jurisdiction so that the scope and subject
matter of protection can be more readily compared. In addition, we have entered the
modern age, as a digital version of the book will be produced which will also allow
easier comparison across jurisdictions.

The labours of the individual contributors deserve recognition. The contributors,
of course, are what make the book what it is. For the Canadian chapter, I owe thanks
to my co-contributors Christopher N. Hunter and Rita Gao.

Rita Gao has also acted tirelessly as my co-editor. Rita has pushed this book
through to completion with organization and dedication. I wish also to thank Jacque-
line Byers and Bobby Leung at Norton Rose Fulbright Canada LLP who have helped
with the final reviewing and editing process, and to my assistant Cindy Fung who has
helped with the manuscripts.

Finally I would like to thank Kluwer, and in particular Miriam Weembhoff, for
their patience.

The chapters are current as of 1 July 2015.

Brian W. Gray
Toronto, 1 July 2015



