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FOREWORD

The Rt Hon Professor Sir Robin Jacob'

Is it really less than 20 years since the new European trade mark law and system
started? Are the various national trade mark laws (such as our Trade Marks Act
1994) implementing the 1989 Directive really less than 20 years old? The maths
says ‘yes’ but it does not feel so—the European law feels as though it has always
been with us. Even the early ECJ cases such as Canon v MGM and Sabel v Puma
now feel like ancient history. The certainties of the old system now seem to belong
toa fardistant (and some might say golden) age. The House of Lords heard (I think)
17 appeals in trade marks in the period 1900 to 1994. Since then the EC] (now
the CJEU) has heard well over 100 references from national courts and almost as
many appeals ultimately stemming from the Office for the Harmonisation of the
Internal Market (as what is really the European Trade Marks and Designs Office
is pompously called). As I write, the UKIPO (as the Patent Office was pointlessly
renamed) shows 24 pending trade mark appeals/references for 2013 alone.

So there is now a morass of case-law. It has been and is being created by judges of no
or but limited prior experience of trade marks, from a variety of different legal and
commercially cultural perspectives. And they all work on the uncertain founda-
tion of a not very precise Directive and Regulation.

The result has been that trade mark law is to a large extent at its edges uncertain.
The core is all right—but those uncertain edges are wider than they should be.
Trade mark law is like a clear but smallish picture in a frame with very thick sides
representing uncertainty. It has all become too, too complicated. For instance, the
Court of Justice has offered protection to a whole host of trade mark functions
of uncertain meaning or import. Clearly the Court has become protectionist—
though some might query the social value of protecting the illusion which famous
marks engender at the expense of honest competition.

Amanda Michaels and Andrew Norris have done wonders in writing about all
this. They (unlike the court) do not speak in riddles and ambiguities—indeed they
write so clearly that they make you want to turn the page. Of course they cannot
resolve the problems of trade mark law. But they can and do explain the law as best

! Hugh Laddie Professor of Intellectual Property Law, University College, London and a former
member of the Court of Appeal of England and Wales.
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Foreword

it can be done. The reader will understand the problems and where the many Pooh
traps lie.

I said of an earlier edition that I kept it by me. [ will do the same with this. Sensible
trade mark lawyers will do likewise. So also will law students—at least mine will!

Robin Jacob
Bentham House, UCL
November 2013
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PREFACE

This book deals with the law of trade marks and passing off from a UK perspective.

That perspective has for many years been dominated by the broader EU position
as a result of the harmonisation of trade mark law throughout the EU for the last
20 years. The UK regime for the registration of trade marks is derived from an
EC Directive, currently Directive 2008/95, and coexists with and complements
the regime permitting the registration of Community trade marks, pursuant to
the Community Trade Mark Regulation, currently Council Regulation (EC)
207/2009. Both regimes are subject to the guidance of the Court of Justice of
the European Union, which has produced very many trade mark decisions and is
responsible for significant (and continuous) developments in the law.

At the time of writing, there are proposals to replace the current Directive and
Regulation. The changes proposed in many respects reflect the case-law of the
CJEU, but are also designed to try to modernise the system. The timing of the
entry into force of those proposed amended texts is currently uncertain and, in
the circumstances, we have stated the law as it is at present but have made some
references to potential changes in this edition of our book.

As in earlier editions, we have endeavoured to provide a comprehensive but practi-
cal explanation of the law on the acquisition, registration, and protection of trade
mark rights. Our aim throughout has been to provide a guide suitable for use by
trade mark proprietors or in-house lawyers, and by non-specialist lawyers, but also
a useful ‘first point of call’ for the more specialist reader.

The scheme of the book is to discuss the functions of trade marks and related rights
and protections in the context of the harmonised EU system, before consider-
ing in some detail in Chapters 2 and 3 the requirements for the registration of
trade marks.

Chapters 4 and 5 deal respectively with the registration process and with the
important topics of revocation and invalidity. Chapter 6 deals with assignment
and licensing.

Each of those chapters draws distinctions where necessary between the UK and
Community trade mark systems.

Chapter 7 deals with the important topic of infringement. Chapter 8 discusses
the law of passing off. Chapter 9 discusses the procedure of enforcement and
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Preface

remedies available in the UK for both trade mark infringement and passing off.
We have addressed the differences between the High Court and County Court,
now known as the Intellectual Property Enterprise Court. This reflects the success
of the streamlined County Court procedure.

Although the major legislation in the area is now almost 20 years old, trade mark
law is constantly evolving. The 1994 Act and the main EU legislation have been
amended and consolidated, important additional legislation such as that relating
to comparative advertising has been brought into effect, and further amendments
in the form of a new Directive and Regulation are on the way. In the meantime,
there is a never-ending stream of case-law emanating from the European Court of
Justice and national courts. Keeping up to date is a challenge for every practitioner.

We should be delighted to have feedback on any aspect of the book from our read-

ers, at barristers@hogarthchambers.com.

Most of this text was written by mid-November 2013, but we are grateful to the
editorial team at OUP for enabling us to incorporate into the text or footnotes
references to significant developments up to 17 January 2014. Important pending
cases have been identified wherever possible.

Both of us are also enormously grateful for the help and support of our colleagues
at Hogarth Chambers. Special thanks go to Julia Clark, Gwilym Harbottle,
Charlotte Scott, Jamie Muir Wood, Clive Nicholls and Briget Harrison. We are
also indebted to Sir Robin Jacob for his kind support.

Amanda Michaels
Andrew Norris
Hogarth Chambers
London
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