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Foreword

Software plays a crucial role in our economy and society. It is the backbone of how
we communicate, create, travel, entertain, conduct business, and provide services
and, increasingly in an era of ‘big data’, predicts and shapes our future behaviour.
The pervasiveness of software makes it easy to forget that its transformational
impact has occurred in just over half a century. The history of intellectual prop-
erty protection of software is also relatively short, with copyright protection being
widely recognized by the early to mid 1980s and patent protection for software
related inventions from the 1970s. Like the technology itself, intellectual property
issues relating to software have become more complex over time. Yet core areas
of contention remain, relating to the scope of copyright protection, the use of
contractual and technological mechanisms to protect against copyright infringe-
ment, the permissibility of reverse engineering, and the patentability of software.
Much ink has been spilled, particularly in United States law journals, about these
issues. But it is rare to see a systematic, thoughtful and current account of all of
them in one place. This is where Dr Noam Shemtov’s book, ‘Beyond Code’, steps in.

‘Beyond Code’ is concerned with the protection of non-literal features of soft-
ware, not simply the code itself, because this is where the more interesting ques-
tions arise. The analysis delves into the domains of copyright, patents, trade
secrets, trade marks, designs, and contract law, according to both United States
and European (Union) law. These jurisdictions are wisely chosen, not least because
the United States and Europe are powerhouses of software creation.

A central analytical thread running throughout the book is how to avoid over-
protection of software, to ensure vibrant, competitive software industries. As
such, the book offers valuable reform proposals, including; improvements to
decompilation and reverse engineering exceptions in copyright law, the judicial
utilization of a ‘misuse’ or ‘abuse of right’ doctrine, and interpretations of contrac-
tual enforceability, especially when licence terms conflict with substantive norms
of copyright law. Dr Shemtov is to be commended for writing a sophisticated and
highly accessible exegesis on intellectual property protection of software. It is an
extremely valuable addition to the literature and will make highly beneficial read-
ing for academics, practitioners, and students alike.

Professor Tanya Aplin
July 2017



Preface

My first expression of authorial interest in the legal protectability of software took
place during the years of writing my PhD thesis. Ever since,  was fascinated by soft-
ware’s amorphous nature as a legally protectable subject matter. Software plays a
crucial role in most parts of today’s society. It is now an indispensable feature of
the world of business, finance, industry and manufacture, education and research,
medicine, government, entertainment, law and daily life in general. Furthermore,
software stands at the heart of all disruptive technologies, as predicted at present.
Hence, artificial intelligence, automation and robotics, Internet of things, biomet-
ric and digital identification and virtual reality, have software at their core.

As a legally protectable subject matter, software always proved to be challeng-
ing. None of our intellectual property regimes provide a good fit, and Mr. Bumble’s
memorable line from Oliver Twist on the law being an ‘ass’ does sometimes spring to
mind when we witness jurists’ continuous attempts to fit software within our exist-
ing intellectual property landscape in a manner that takes account of right owners’
proprietary interest, while bearing in mind broader public welfare considerations.

In light of software’s prominence in all walks of life in the 21* century and its
unique characteristics as a legally protectable subject matter, it is somewhat sur-
prising that it has not been subject to more analysis as a legally protectable asset,
in particular in relation to the law in the European Union, where such works are
relatively few and far between.

This book attempts to address this state of affairs by analyzing software’s vari-
ous facets as legally protectable subject matters, with particular emphasis on non-
literal software aspects. It examines the protectability of the different aspects of
software products or services under various intellectual property, quasi - intellec-
tual property and contract laws, focusing in particular on the laws of the United
States and European Union. This focusis due to the fact that, to date, both jurisdic-
tions are not only extremely significant markets for software -based products and
services, but also have the most mature software-related legal ecosystems.

My intention in writing this book was to make it of interest to both legal scholars
and practitioners. Therefore, it does not only survey the current legal state of affairs
inrelation to the different areas of coverage, it also attempts to predict how the law
is likely to develop in this context. In addition, on occasions I chose to provide a
critical viewpoint regarding the legal position at issue while suggesting potential
fixes to address such shortcomings, irrespective of whether or not I believe that
the said position is likely to change any time soon. To name just two examples in
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this context, in relation to the combined effect of copyright, restrictive contractual
provisions and TPMs, as well as‘in relation to the implications of the trade secrets
regime under the newly enacted directive on software available under beta - test
agreements, I provide an analysis of the present legal position and critique as to its
inadequacy, but I also point out towards possible workarounds, should the courts
be prepared to adopt an activist approach in this regard.

In terms of scoping, the book is intellectual property focused. However, I am of
the view that no meaningful discussion could take place, especially with regard to
the scope of protection of software under copyright law, without considering the
implications of licensing provisions that seek to broaden the protection granted
under the former. It is for this reason that the discussion in this book commences
with an examination of such restrictive licensing provisions prevalent in the soft-
ware industry, their origin, purpose and impact, as well as the juridical tools that
are currently at the courts’ disposal for mitigating the effect of such provisions.
From this point onwards the discussion focuses purely on intellectual property
law. Copyright law still being the main vehicle for protecting software’s ‘non-
literal’ elements is discussed in greater detail, with reference to exceptions and
limitation applicable to such scenarios. The discussion then moves to protection
available under patent law, trade marks and trade dress law, registered designs
and design patents and, finally, trade secrets law.

I decided to include a separate chapter dealing with graphical user interfaces
(GUISs). This feature of a software product or service’s get-up is decisive to its suc-
cess, while its legal protectability might be determined with reference to a wide
tapestry of intellectual property rights. Questions of GUIs protectability are
becoming even more important nowadays, where many software offerings are
available as a service over the internet, without any possibility to access its code or
architecture. While it is true that some may argue that a GUI includes ‘literal’ ele-
ments and thus, as a whole, might not be considered as non-literal stricto sensu, it
is nevertheless discussed here in detail since its protectability is non-code related.

Finally, one could not conclude a personal note written at the first part of 2017
without referring to the looming departure of the United Kingdom from the
European Union. By the time that the British public voted to leave the European
Union, the vast majority of this book was already written. But even if it were not the
case and I would have written the whole book at this very moment, there is little
more that Iwould have done differently as the terms of such departure are far from
clear. Hence, subject to a few explanatory comments, rather than enter the realm
of political speculation, I opted to address the relevant issues on the basis of the
political and legal state of affairs at the time of writing: The United Kingdom being
a member state of the European Union.

Noam Shemtov
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