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FOREWORD

This is a fascinating book. It is not often possible to say that about books on
esoteric subjects such as intellectual property law, nor, within intellectual
property law, about trade marks. Certainly you would not expect to find a
fascinating book on trade mark use. But what the editors have done here is to
look at the concept of use, the utility of use, the necessity of use, the require-
ment to use, and all other possible aspects of use of trade marks and how the
law deals with these uses. Since, over the years, I have found that intellectual
property, and especially trade mark, problems throw up quite an extraordin-
ary number of philosophical issues, I found this approach by the authors
quite captivating, and I was not at all surprised to find a philosopher among
the contributors! And all this from the point of view of TRIPs, of the
German courts, the English courts, from the point of view of OHIM, as well
as the European Court of Justice, including the Court of First Instance.

This is a book not just for the academic, or the practitioner, nor just for
the judge or the legislator, but for all of those, and indeed for any others
who might find trade marks of some interest—especially in the context in
which we now find the developing law at Community level so critically
positioned.

I was particularly impressed by the way in which the topics on use are
divided. It makes a great deal of sense, in examining the role of use of a trade
mark, to look at use in discrete segregated sections, notwithstanding the
often overlapping roles which that use may enjoy. So, for example, the chap-
ter on use and non-use is a marvellous general chapter which lays the
groundwork for the remaining chapters. Use in context of registration, more
particularly to establish distinctive character, or use by third parties, or in
infringement cases, all merit different arguments, even if sometimes related,
so that the particular role of use in the various individual contexts in which it
is found, or required, is clear.

I look forward to seeing, in future editions of the work—which I am sure
will certainly come—a continuation of the debate on the interesting topic of
“The Need to Leave Free for Others’ and the way in which this may develop
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at national level, as well as in the ECJ. And I am sure we shall see, as greater
numbers of cases, especially those on exotic marks, come to the ECJ,
further developments in the debate on the boundaries between the require-
ment for a sign to have the necessary capacity to distinguish before it can
constitute a trade mark and the requirement that a trade mark, in turn, be
distinctive for the purposes of registration, especially in light of the excellent
exposé of the manner in which English law on this issue has evolved during
the past 100 years.

Among the other very interesting topics I found was the chapter entitled
‘Infringement’, and especially the section on ‘Permitted Infringement’, which
I think could lead to quite a heated exchange between those who consider
that there can be no such thing as a ‘permitted infringement’, and those who
take the opposite view. It is not surprising that the author of this particular
section takes the view that Article 6 of the Directive (Article 12 of the
Regulation) ‘yields several surprises’. It is wonderful to find such a debate
abourt a part of the European trade mark legislative scheme which addresses
the real difficulties which can arise in commerce, and I think that this, and
others among the several excellent contributions, will be of enormous assist-
ance to those charged with interpreting Community legislation, whether at
national or at Community level.

It would be unforgivable to conclude this foreword without a special
recognition of the enormously valuable contribution which the two editors
have made to this book. It is true of course that the individual contributions
are very interesting, arresting at times, and controversial even. But the ability
of the editors, Jeremy Phillips and Ilanah Simon, to assemble such an inter-
esting group of contributors is quite admirable, and the choice of contribu-
tors inspired. And with such inspired choices are found views from quite
different perspectives from those we might normally be exposed to; that is no
bad thing, for it helps avoid the trap, so readily fallen into, of believing that
what we are used to or familiar with must be right!

If there is an area in which I would like to see some further research, it is
one in which there appears to date to be very little written material. It is the
status of the jurisprudence of the EC] developed in the period when trade
mark rights, including use of a trade mark, were embedded exclusively in the
free movement of goods between Member States context; in particular, those
rights existing under the then Article 36, vis-a-vis the position since the
adoption of the Community Trade Mark Regulation and (less so) the Direct-
ive. If it is accepted that the Regulation legislates for the actual grant of rights,
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as opposed to controlling or permitting the exercise of trade mark rights

granted at national level, as was the case, does this make a difference? I leave

this question for the editors to consider, and wait to see whether, in a future
edition of this excellent book, it might be tackled!

For the moment, the task which they undertook has been superbly

accomplished.

Fidelma Macken

The High Court

Dublin

February 2005
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