< a = 2
= g ) )N
== == = s =S = === = == ds =5 == S =5 2w
== A =7 == =2 = == L e U =l o = )
.\\\ —_ B
A \\ ~ - - =

P T e e e T N N N

e aALAINAY AL L ANJ AN

fa...d.u:}kiﬁh "”\q BN VO\ QCU::L:NM[‘ T:L

T™T AL TS ROVTTC
VIITRIS '?u

PSP ZNIRPA PISP TS P
PYROS M O
= ui-i }\-L .L.. -.-E

IMCGEN WIS 'MAN




TRADE MARK LAW
IN EUROPE

THIRD EDITION

by
ALEXANDER VON MUHLENDAHL

Visiting Professor, Centre for Commercial Law Studies, Queen Mary, University of London
Attorney, Bardehle Pagenberg, Munich

Dimitris Boris
Deputy Director for Legal Affairs, OHIM

SrYrROS MANIATIS

Professor of Intellectual Property and Director of the Centre for Commercial Law
Studies, Queen Mary, University of London

IMOGEN WISEMAN
Partner, Cleveland, London

OXFORD

UNIVERSITY PRESS



OXTORD

UNIVERSITY PRESS

Great Clarendon Street, Oxford, OX2 6DP,
United Kingdom

Oxford University Press is a department of the University of Oxford.
It furthers the University’s objective of excellence in research, scholarship,
and education by publishing worldwide. Oxford is a registered trade mark of
Oxford University Press in the UK and in certain other countries

© Alexander von Miihlendahl, Dimitris Botis, Spyros Maniatis, Imogen Wiseman 2016

The moral rights of the authors have been asserted
Impression: 1

Second Edition published in 2009
Third Edition published in 2016

All rights reserved. No part of this publication may be reproduced, stored in
aretrieval system, or transmitted, in any form or by any means, without the
prior permission in writing of Oxford University Press, or as expressly permitted
by law, by licence or under terms agreed with the appropriate reprographics
rights organization. Enquiries concerning reproduction outside the scope of the
above should be sent to the Rights Department, Oxford University Press, at the
address above

You must not circulate this work in any other form
and you must impose this same condition on any acquirer

Crown copyright material is reproduced under Class Licence
Number C01P0000148 with the permission of OPSI
and the Queen’s Printer for Scotland

Published in the United States of America by Oxford University Press
198 Madison Avenue, New York, NY 10016, United States of America

British Library Cataloguing in Publication Data
Data available
Library of Congress Control Number: 2016933492
ISBN 978-0-19-872605-0

Printed and bound by
CPI Group (UK) Ltd, Croydon, CRO4YY

Links to third party websites are provided by Oxford in good faith and
for information only. Oxford disclaims any responsibility for the materials
contained in any third party website referenced in this work.

The views and opinions set out in the book do not represent the views and opinions of the OHIM/EUIPO,
but are the personal views and opinions of the author.



TRADE MARK LAW IN EUROPE

THIRD EDITION



FOREWORD

Take as your starting point the provisions of the Directive and the Regulation which govern
the availability and scope of trade mark protection within and across the European Union.
Resist the temptation to interpret and apply them simply as if they were encapsulations of
prior national jurisprudence. Remind yourself that the legislation must, so far as possible,
be interpreted and applied in conformity with the provisions of the TRIPs Agreement.
Turn to the case law of the Court of Justice for guidance as to the way in which the legisla-
tion should be interpreted. Then reach for this book.

Why? Because the authors have analysed the law systematically from an EU perspective and
provided a comprehensive and coherent exposition of the main rules and principles as they
have thus far been developed and refined by the supervising courts in Luxembourg.

That was not an easy task to accomplish. At the macro level, they have had to recognise that
judgments of the Court of Justice do not all contribute equally to the development of the
law. At the micro level, they have had to recognise that the significance to be attributed to
particular passages in judgments of the Court may depend not so much upon what they say,
as upon what they do not say in the legal and factual context in which they appear. And as
an aspect of that, since the Court is generally not willing to depart in express terms from its
own case law, the process of implicit departure can really only be appreciated by focusing
upon what is not currently being said as compared and contrasted with what was said before
on the same or inter-related topics.

It is to be welcomed that in the course of drilling down into the case law, the authors have
taken account of the importance of the role played by the Advocates General in shaping and
testing the rulings of the Court. The opinions of the Advocates General do help to identify
any perceived need for the existing state of the law to be restated with or without modifica-
tion or amplification. Their advice as to what is required for a principled determination of
the case at hand also provides a statement of position against which to assess the resistance
or receptiveness of the Court to the propositions that have formally been put forward for
its consideration.

Sometimes that assessment must allow for an extended period of reflection while the Court
works out just how far to take a proposition that the Advocate General has presented to it.
As can, in retrospect, be seen to have happened in response to the influential observations
of Advocate General Ruiz-Jarabo Colomer beginning at point [41] of his opinion in Case
C-206/01 Arsenal Football Club with the words: “To state that the registered proprietor may
preventa third party from using “the trade mark as a trade mark” is as good as saying noth-
ing at all. It is therefore necessary to give substance to that indeterminate concept and, in
doing so, to keep the functions of a trade mark very much in mind.’

The authors have not shied away from dealing with the expanding role of ‘the functions
of a trade mark’ as a controlling factor in the determination of relative rights. They have
considered the nature of ‘the functions’ and they have considered the somewhat perplexing
effect that referencing ‘the functions’ has had upon the distribution of protection between
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‘double-identity protection’, ‘extended protection for marks with a repuration’, and ‘pro-
tection against the existence of a likelihood of confusion’. There will undoubredly be more
to say in future editions of this book as the case law continues to develop in relation to the
concepts of harm and adverse effect on ‘the functions’ for which a trade mark is protected
by registration. Among the questions for consideration in the meantime, with the benefit
of the authors’ analysis of the position thus far reached, would be: Must some level of use
resulting in consumer awareness of a trade mark always be deemed to exist for the purpose
of assessing whether the functions for which it is protected by registration are liable to be
affected by the use of an identical or similar sign? Does the Court intend a defence of fair use
to be recognised and accepted as the antithesis of interference with the functions for which
a trade mark is protected by registration?

Exclusions from registration on absolute grounds continue to require compartmental-
ised treatment in accordance with the case law of the Court. The authors have necessarily
adhered to that approach in their analysis of the jurisprudence. Their assessment of the
judgment in Case C-307/10 [P Translator is illuminating as to the delicacy of the rask
undertaken by the Court in relation to the legal requirement for clarity and precision in
the wording of the list of goods or services for which registration is requested. By the time
the next edition of this book is published, it may have become apparent whether the Court
is actually prepared to accept or reject the proposition that under the first of the absolute
grounds for refusal specified in the Directive and the Regulation, the validity of an applica-
tion for registration depends upon compliance with that legal requirement. More generally,
the authors’ analysis of the case law points to the need fora question: should the Court move
to the position that the legislation mandates ‘distinctiveness’ (intrinsic or acquired through
use) as a fundamental requirement for registration and does not, in doing so, call for any
great debate as to whether and where any neat dividing lines should be drawn between the
various different reasons why it might be found thata particular sign does not, in fact, fulfil
that requirement?

Three things are clear simply on viewing the authors” exposition of the law as a progress
report on the work of the Court of Justice. First, the magnitude of the task with which the
Court was confronted in giving meaning and content to the words of the Directive and the
Regulation as EU legislative instruments for the implementation of EU standards of com-
pliance with the provisions of the TRIPs Agreement relating to trade mark rights. Second,
the substantial progress that the Court has made in dealing with thar task to date. Third,
the extent to which further progress depends upon the adoption of more explanatory rea-
soning in judgments relating to the practical application of important aspects of the law.
Examples of such aspects of the law would include: the meaning and relative nature of
‘distinctiveness’ as an attribute of identity in a competitive marketplace; the way in which
‘similarity’ is actually intended to operate as a test for relatedness between marks and signs
and as between goods and services; and the extent to which EU-wide protection of a trade
mark may be reduced or eliminated as a result of territorially limited exploitation of the
protected trade mark.

There is, however, no justification for viewing this book simply as a progress report on the
work of the Court of Justice. The authors have gone well beyond that in contextualising and
critically appraising the jurisprudence they have addressed. At every point the reader sees
points of interest and practical importance identified in the text and wants to know what

vi
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the authors have said about them. For people who care about the operation of the law of

trade marks, it is a pleasure to read their work and decide whether or not to accept that the

law as they describe it is following a correct course and whether to agree or disagree with
what they say about that.

Geoffrey Hobbs QC

February 2016
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