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Community Trade Mark Law



Preface

The introduction in 1996 of the Community trade mark (CTM) brought into being a
new and independent trade mark system with its own sources of law, its own
procedures, and its own administrative and judicial bodies. Today, the case law of
OHIM (including its Boards of Appeals), the EGC and the ECJ is absolutely central to
Community trade mark law, including the trade mark laws of the Member States.

The practice of the EU bodies is often complicated and a massive number of
decisions exist. Central for the focus of this book is to scrutinize, explain and categorize
the case law in particular of the ECJ and the EGC. Especially in areas where there is no
or limited case law from the courts in Luxembourg, references are made to the practice
of OHIM, particularly decisions from the Boards of Appeal.

The book is written by practising attorneys for the benefit of company lawyers,
attorneys, trade mark attorneys and anyone else dealing with trade mark law, whether
on a Community level or nationally. Our chosen focus is the substantive aspects of
Community trade mark law, and the book, therefore, does not offer a general
introduction to national systems of trade mark law and deals only to a limited extent
with the registration aspects of Community trade mark law. The focus remains also on
issues of practical relevans for practitioners, and consequently the book does not
embark upon theoretical interesting, but in practical life less important, discussions.

For the sake of clarity, we will often refer only to the Trade Mark Regulation, even
when dealing with preliminary references which concerns the Trade Mark Directive, as
the material provisions remain similar.

Work is currently ongoing for a revision of the Trade Mark Regulation and the
Trade Mark Directive. This book contains, in section §1.06, an overall description of
the current stage of these preparations and of the most significant changes. The
changes are described in more detail in connection with the discussion of the relevant
provisions.

Case law and literature are updated as at 15 August 2015.
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December 1995 on the fees payable to the Office for
Harmonization in the Internal Market (Trade Marks
and Designs)

XVi



List of Abbreviations

General Food Law
Regulation

ICANN

Implementing
Regulation

INID

INTA

IP Rights Enforcement

Directive

IPQ

JIPLP

Madrid Agreement

Madrid Protocol

Max Planck Report

Nice Agreement

NIR
OHIM

Regulation (EU) No. 1151/2012 of the European
Parliament and of the Council of 21 November 2012
on quality schemes for agricultural products and
foodstuffs

The Internet Corporation for Assigned Names and
Numbers

Commission Regulation (EC) No. 2868/95 of 13
December 1995 implementing Council Regulation (EC)
No. 40/94 on the Community trade mark

Internationally agreed Numbers for the Identification
of (bibliographic) Data

International Trademark Association

Directive 2004/48/EC of the European Parliament and
of the Council of 29 April 2004 on the enforcement of
intellectual property rights

Intellectual Property Quarterly

Journal of Intellectual Property Law & Practice

Madrid Agreement concerning the International
Registration of Marks of 14 April 1891, as revised at
Brussels on 14 December 1900, at Washington on 2
June 1911, at The Hague on 6 November 1925, at
London on 2 June 1934, at Nice on 15 June 1957, and
at Stockholm on 14 July 1967, and as amended on 28
September 1979

Protocol relating to the Madrid Agreement concerning
the International Registering of Marks, adopted at
Madrid on 27 June 1989, as amended on 3 October
2006, and on 12 November 2007

‘Study on the Overall Functioning of the European
Trade Mark System’ published by the Max Planck
Institute for Intellectual Property and Competition Law
Munich 15 February 2011

Nice Agreement Concerning the International
Classification of Goods and Services for the Purposes
of the Registration of Marks of 15 June 1957, as
revised at Stockholm on 14 July 1967, and at Geneva
on 13 May 1977, and amended on 28 September 1979
Nordiskt Immateriellt Rattsskydd

Office for Harmonization in the Internal Market (Trade
Marks and Designs)

Xvii



List of Abbreviations

OHIM Guidelines

Paris Convention

Regulation on
Jurisdiction and
Recognition

Regulation on Plant
Variety Rights
Spirit Drinks
Regulation

The Parliament’s
Proposal (Trade Mark
Directive)

The Parliament’s
Proposal (Trade Mark
Regulation)

Trade Mark Directive

Trade Mark Regulation

Treaty
TRIPS

Guidelines for examination in the Office for
Harmonization in the Internal Market (Trade Marks
and Designs) on Community Trade Marks

Paris Convention for the Protection of Industrial
Property of 20 March 1883, as revised at Brussels on
14 December 1900, at Washington on 2 June 1911, at
The Hague on 6 November 1925, at London on 2 June
1934, at Lisbon on 31 October 1958, and at Stockholm
on 14 July 1967, and as amended on 28 September
1979

Council Regulation (EC) No. 1215/2012 of 22
December 2012 on jurisdiction and the recognition
and enforcement of judgments in civil and commercial
matters

Council Regulation (EC) No 2100/94 of 27 July 1994
on Community plant variety rights

Regulation (EC) No 110/2008 of the European
Parliament and of the Council of 15 January 2008 on
the definition, description, presentation, labelling and
the protection of geographical indications of spirit
drinks

European Parliament legislative resolution of 25
February 2014 on the proposal for a directive of the
European Parliament and of the Council to
approximate the laws of the Member States relating to
trade marks - 2013/0089 (COD)

European Parliament legislative resolution of 25
February 2014 on the proposal for a regulation of the
European Parliament and of the Council amending
Council Regulation (EC) No 207/2009 on the
Community trade mark - 2013/0088 (COD)

Directive 2008/95/EC of the European Parliament and
of the Council of 22 October 2008 to approximate the
laws of the Member States relating to trade marks
Council Regulation (EC) No. 207/2009 of 26 February
2009 on the Community trade mark

The Treaty on the Functioning of the European Union

Trade Related Aspects of Intellectual Property Rights —
Annex 1C to the Marrakesh Agreement Establishing
the World Trade Organization

xviil



List of Abbreviations

Wine Regulation

WIPO

Council Regulation (EC) No 1234/2007 of 22 October
2007 establishing a common organization of
agricultural markets and on specific provisions for
certain agricultural products (Single CMO Regulation)
World Intellectual Property Organization

World Trade Organization



Table of Contents

Preface xiii
List of Abbreviations XV
CHAPTER 1
Introduction 1
§1.01 History of Community Trade Mark Law 1
§1.02 Fundamental Characteristics 4
§1.03 CTMs and National Trade Marks 5
§1.04 Relationship with Other Sets of Rules 7
[A] The Madrid System 7
[B] The Paris Convention 8
[C] The TRIPS Agreement 9
[D] The Nice Agreement 9
§1.05  Significance of Case Law and Administrative Practice 10
§1.06 Proposed Amendments to the Trade Mark Regulation and the
Trade Mark Directive 11
[A] Modernization of and Amendments to/Implementation of
Practice 12
[B] Revised Fee Structure 14
[C] Better Integration and Cooperation 15
[D] Particulars of the Proposed Amendments to the Trade Mark
Directive 15
CHAPTER 2
The Importance and Functions of Trade Marks 17
CHAPTER 3
OHIM and the Appeals System 21
§3.01 OHIM: Introduction 21



Table of Contents

§3.02 OHIM’s Procedure for Registration
[A] Application and Registration
[B] Classification of Goods/Services
[C] Opposition Proceedings
[D] Observations by Third Parties
[E] Invalidity and Revocation Proceedings
[F] Languages
[1]  Ex Parte Cases
[2] Opposition Proceedings
[3] Invalidity and Revocation Proceedings and Observations
by Third Parties
[4] Appeals Proceedings
§3.03 The Appeals System - the BoA, the EGC, and the ECJ
[A] Appeals to the BoA
[B]  Appeal of BoA Decisions
[C] Appeal of Decisions by the EGC
CHAPTER 4

Trade Mark Strategy

CHAPTER 5
Absolute Grounds for Refusal

§5.01

§5.02

Non-conformance with Trade Mark Requirements -
Non-conventional Trade Marks (Article 7(1)(a))

[A] Scent Marks
[B] Taste Marks
[C] Sound Marks
[D] Motion Marks
[E] Hologram Marks
[F]  Tactile Marks
[G] Concept Marks
[H] Position Marks
[I[]  Colour Marks
[1]  Single Colours

[2] Colour Combinations

[J]  Non-conventional Trade Marks - Policy Considerations

Lack of Distinctive Character and Descriptive Signs - Article 7(1) (b)-(c)
[A] The Principle of Keeping Free

[B] The Goods/Services Applied For

[C] The Relevant Public

[1] The Average Consumer
[2] Healthcare Products and Pharmaceuticals

[3] Professionals/Experts

[4] Children and Other Vulnerable Groups

vi

23
25
29
30
33
34
36
37
37

40
41
41
41
44
47

49

55

56
57
59
60
61
65
66
68
68
73
73
75
83

84
87
90
21
95
96
97



Table of Contents

§5.03

[5] Language

[6] The Internet

[7] Market Surveys, Etc.
[D] Global Appreciation
[E] Trade Mark Categories

[1]  Word Marks

[a]
[b]

[c]
(d]
[e]
(f]
(gl
(h]
(i]
(il
(k]
(1]

Article 7(1)(c)

Invented Words, Ordinary Words, and Evocative

Words

Alternate Spelling

Abbreviations

Word Combinations

Slogans

Numeral Trade Marks and Single-Sign Marks
Domain Names and Business Names
Personal Names

Medicinal Products

Titles

Names of Events

[2]  Figurative Marks

(a]
[b]
[c]
[d]
(e]
[f]

Figurative Marks with Textual Elements
Simple Designs
Single-Sign Figurative Marks

Decorative Elements on Clothes and Shoes, Etc.

Descriptive Figurative Marks
Two-Dimensional Representation of the Goods
Themselves

Three-Dimensional Trade Marks
[A] Article 7(1) (b) - Devoid of Distinctive Character
[1] Case Law in Selected Areas

[a]
(b]
[c]
[d]
[e]
(f]

Packaging

Cars and Car Accessories
Dishwasher Tabs

Other Products

Part of a Product
Services

[B]  Article 7(1)(c) - Descriptive Three-Dimensional Marks
[C] Article 7(1)(e) - Shape of the Goods

[1]  Article 7(1) (i) - Nature of the Goods

[2]  Article 7(1)(e)(ii) = Technical Result

[a]
[b]
[c]

Case C-299/99 Philips
Case C-48/09 LEGO
Other Decisions

[3] Article 7(1)(e)(iii) - Value of the Goods

vii

98
100
100
100
101
101
101

109
110
111
113
122
125
127
127
128
128
129
129
130
134
137
139
142

144
144
146
150
150
157
161
164
173
177
178
179
181
182
183
184
185
189



Table of Contents

[D] Three-Dimensional Trade Marks - Final Comments

§5.04 Customary Designations - Article 7(1)(d)
§5.05  Geographical Indications and Designations of Origin - Article7(1) (j)
and (k)
[A] General Observations on EU Regulation of Geographical
Indications and Designations of Origin
[B] Conflicts between Trade Marks and Geographical
Indications/Designations of Origin
[1] Designation of Origin/Geographical Indication Has
Priority
[2] Trade Mark Has Priority
[C] Generic Terms
[D] Plant Varieties
§5.06  Public Policy - Article 7(1) (f)
§5.07 Misleading Trade Marks - Article 7(1)(g)
§5.08 Flags, Emblems, Etc. - Article 7(1)(h) and (i)
§5.09  Acquired Distinctiveness - Article 7(3)
[A] Acquired Distinctiveness as a Trade Mark
[B] Geographical Area
[C] Subsequently Acquired Distinctiveness — Article 52(2)
[D] Evidence of Acquired Distinctiveness
[1]  Statements by Trade Associations
[2]  Other Statements
[3] Market Surveys
[4] Sales Figures, Market Share and Marketing Costs
[S]  Duration of Use
[6] National Trade Mark Registrations/Decisions
[7]  Publicity
[8] Witnesses
[9]  Proprietor’s Monopoly
[10] Summary
§5.10 Disclaimer - Article 37(2)
CHAPTER 6
Relative Grounds for Refusal and Trade Mark Infringements
§6.01  Earlier Trade Marks
§6.02  Identity - Articles 8(1)(a) and 9(1)(a)
§6.03  Likelihood of Confusion - Articles 8(1)(b) and 9(1)(b)

[A] Strength of the Earlier Trade Mark

[B] The Relevant Public and the Nature of the Goods/Services
[C] Relevant Geographical Area and Language

[D] Trade Mark Families

[E] Coexistence and Actual Confusion

[F]  Similarity of Goods/Services

viil

193
194

196

197

199

199
203
204
205
206
210
213
227
229
232
234
235
237
237
238
240
242
242
243
243
243
244
244

247
247
248
251
253
255
256
257
258
259



Table of Contents

§6.04

§6.05
§6.06
§6.07
§6.08

§6.09

[1] Case Law
[a] Beverages
[b] Foodstuffs
[c] Healthcare Products and Pharmaceuticals
[d] Perfume, Personal Care, Hygiene, Etc.
[e] Fashion Goods, Etc.
[f]  Computers and IT/Tele Services
[g] Services
[h]  Other
[G] Similarity of Marks
[1] Global Assessment
[2] Importance of the Positions of Coincident Elements
[3] Composite Trade Marks
[4] Personal Names
[S]  Visual, Phonetic, and Conceptual Assessment
[6] Case Law
[a] Word Marks v. Word Marks
[b] Word Marks v. Figurative Marks
[c] Figurative Marks v. Figurative Marks
[d] Three-Dimensional Trade Marks
[e] Colour Marks
[H] Likelihood of Confusion - Global Assessment
Trade Marks with a Reputation - Articles 8(5) and 9(1)(c)
[A] Reputation
[B]  Similarity and Connection
[C] Unfair Advantage of or Damage to Distinctive Character or
Repute
[D] Standard of Proof
[E] The Due Cause Exemption
[F]  Protection of Identical Goods/Services
[G] Case Law
Well-Known Trade Marks
Registrations by Agents - Article 8(3)
Non-registered Signs, Etc. - Article 8(4)
Use in the Course of Trade and Use as a Trade Mark - Article 9(1)
[A] Use in the Course of Trade
[B] Use as a Trade Mark
[1]  Advertisers’ Use of Third-party Trade Marks on the
Internet
[2]  Liability of Search Engine Operators and Other Operators
[3] Geographical Limits
Scope of the Exclusive Right
[A] Preparatory Acts
[B] Goods in Transit, etc.

262
262
264
266
270
271
275
279
282
285
285
286
287
289
290
294
295
301
329
355
359
360
360
361
365

370
372
375
377
378
382
383
386
389
390
392

396
402
404
406
411
412



Table of Contents

CHAPTER 7
Limitations of Exclusivity

§7.01 The Three Article 12 Limitations
[A] Own Name or Address - Article 12(a)
[B] Descriptive Use - Article 12(b)
[C] Necessary Indication of Intended Purpose, Etc. - Article 12(c)
[D] Local Rights
[E] Honest Practices in Industrial or Commercial Matters
§7.02  Exhaustion
[A] Geographical Scope
[B] Put on the Market
[C] Consent
[D] Parallel Imports and Repackaging
[1]  Medicinal Products
[2]  Other Products
[E] Competition and Copyright Law
[F]  The Legitimate Reasons Exemption - Article 13(2)
CHAPTER 8
Genuine Use
§8.01 Nature and Extent of Use
§8.02  Use in Another Form
§8.03  Proper Reasons for Non-Use
§8.04 Relevant Goods/Services
CHAPTER 9
Grounds for Revocation and Invalidity
§9.01 Grounds for Revocation - Article 51
[A] Degeneration - Article 51(1)(b)
[B] Misleading Use - Article 51(1)(c)
§9.02  Absolute Grounds for Invalidity — Article 52
[A] Registration Contrary to an Absolute Ground for Refusal -
Article 52(1)(a)
[B] Bad Faith - Article 52(1)(b)
§9.03  Relative Grounds for Invalidity - Article 53
[A] Registration Contrary to a Relative Ground for Refusal -
Article 53(1)
[B] Other Rights Preventing Registration - Article 53(2)
[1] Names and Personal Portrayals — Article 53(2)(a)
and (b)
[2]  Copyrights and Industrial Property Rights -
Article 53(2)(c) and (d)
[C] Consent - Article 53(3)(c)
[D] No Submission of a New Application - Article 53(4)

417
417
417
419
419
421
422
423
424
426
428
431
431
436
437
439

443
446
455
460
461

463
463
463
465
466

466
467
469

470
470

471
472

473
473



Table of Contents

§9.04 Limitation Due to Acquiescence and Coexistence - Article 54
§9.05 Consequences of Revocation and Invalidity - Article 55

CHAPTER 10

Priority, Seniority, Alteration, Renewal, Restitutio in Integrum, and

Conversion

§10.01 Priority - Articles 29-33

§10.02 Seniority — Articles 34-35

§10.03 Duration and Renewal of Registration - Articles 46-47

§10.04 Alteration - Article 48

§10.05 Restitutio in Integrum and Continuation of Proceedings -
Articles 81 and 82

§10.06 Conversion — Articles 112-114

CHAPTER 11
Collective Marks, Certification Marks, and Guarantee Marks

CHAPTER 12
Transfer
§12.01 Transfer
§12.02 Licence

CHAPTER 13
National Trade Mark Courts, Injunctions, Provisional Measures, and
Sanctions

ANNEX [
Directive 2008/95/EC of the European Parliament and of the Council
of 22 October 2008

ANNEX 11
Council Regulations (EC) No 207/2009 of 29 February 2009
on the Community Trade Mark

Bibliography
Table of Cases
Table of Articles
BoA Register

Index

474
477

479
479
481
482
483

483
485

487

491
491
492

497

507

523
609
615
663
677

683



