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PREFACE

At a meeting of the American Bar Association’s Section on Patents,
Trademarks and Copyrights, a seasoned copyright practitioner introduced his
remarks with the observation that section members “are exposed to many
occupational hazards . ... One of the less serious ones—but still an obstacle
faced almost daily—is the fact that most people do not understand the difference
between patents, trademarks and copyrights. This applies to clients, other lawyers
and at times even judges. When I tell a general practitioner that I am a copyright
lawyer, he immediately corrects me: ‘You mean patents!” He then says: ‘Well,
anyway, as a patent lawyer, you can copyright a name for me can’t you?"" (The
inside joke was that trademark law, not copyright law, protects names.)

Why the confusion between copyright, patent and trademark law? One
reason is that these federal laws occupy a common ground, each seeking to
stimulate investment in information through the award of property rights. The
information produced, and the specific intellectual property rights that attach, are
sometimes hard to separate. Adding to the confusion is the fact that state laws—
principally trade secret law, unfair competition law and the right of publicity—
also qualify as intellectual property.

Because these laws occupy a common field, they invite comparison. How,
and how efficiently, does each law allocate costs and benefits among producers,
distributors and consumers of information? The field also invites less theoretical
inquiry. A lawyer must be prepared to pick out not only a single thread of
protection for a client’s project (one consisting, say, of trade secret and patent
protection), but possibly a more ample fabric (a combination of trade secret,
patent, copyright and trademark). And, although the lawyer will move easily
from state to federal law, the lines between, like so many other lines in a federal
system, bristle with conflict—often of a constitutional dimension.

In the years since publication of the Fifth Edition, the perceived importance
of intellectual property continues to grow dramatically—in Congress and in the
courts, in boardrooms and in law firms, and increasingly among the public.
Congress has repeatedly amended the copyright, patent and trademark acts in
important respects, and cases arising under these acts increasingly crowd the

" Alan Latman, Preliminary Injunctions in Patent, Trademark and Copyright Cases, 60
Trademark Rep. 506 (1970).
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judicial docket. The question of intellectual property on the Internet, of
increasing interest at the time of the Fifth Edition, has remained one of the legal
system’s hottest topics. Also, as the importance of intellectual property to the
nation’s balance of trade has come into clearer focus, Congress has moved to
bring U.S. law into line with international treaty requirements and has employed
trade measures to stimulate world-wide protection for intellectual goods
originating in the United States.

The Sixth Edition reflects suggestions made by many teachers and students
who used the preceding editions. For their good advice, we are grateful to Joseph
P. Bauer, Joseph J. Beard, Andrew Beckerman-Rodau, Michael H. Davis,
Graeme B. Dinwoodie, William T. Fryer, III, David Allen Hall, I. Trotter Hardy,
Robert A. Kreiss, Mark P. McKenna, Edward B. Samuels, Jeffrey M. Samuels,
Edmund J. Sease and Geri J. Yonover. We are also grateful to our colleagues in
the intellectual property practice at Morrison & Foerster for continually
challenging us with questions at the law’s cutting edge.

Colin Cameron, a law student at The University of Texas at Austin, rendered
extraordinary assistance in the preparation of the manuscript for the Sixth
Edition. We are indebted to the staff of the Robert Crown Law Library at
Stanford, particularly Paul Lomio, Sonia Moss, Kate Wilko, George Wilson, and
Erika Wayne, and to Jane O’Connell of Tarlton Law Library at The University of
Texas at Austin, for helping so many times in so many ways. And we owe thanks
to our assistants, Lynne Anderson, Peter Freedberger, and Angel Letfingwell, for
their work on the manuscript.

Note on Style. The articles and many of the cases appearing in these pages
have been edited. The deletion of sentences and paragraphs is indicated by
ellipses. The deletion of string citations is not indicated. Most footnotes have
been excised. Those that remain have not been renumbered: Parallel citation to
federal, state and regional reporters and to the United States Patent Quarterly has
been employed where appropriate.

P.G.
R.AR.

Stanford, California
Irvine, California
June, 2010



_—ﬂ

TABLE OF CASES

Principal cases are in bold type. Non-principal cases are in roman type. References are to Pages.

7-Eleven Inc. v. Wechsler, 83 U.S.P.Q.2d

1715 (T.T.A.B.2007) c..oveeeecrniceeaenee 218
A & M Records, Inc. v. Napster, Inc., 239
F.3d 1004 (9th Cir.2001).......... 836, 837

A. Leschen & Sons Rope Co. v. American
Steel and Wire Co., 55 F.2d 455
(C.C.P.AT932) cooeereerieereennn. 169

A.C. Aukerman Co. v. R.L. Chaides
Construction Co., 960 F.2d 1020

(Fed.Cir.1992)....cvvcvviiriicieicecieaaanaaans 585
A.F. Stoddard & Co., Ltd. v. Dann, 564 F.2d
556 (D.C.Cir.1977) ceoeeeeeeeeeierens 523
Aalmuhammed v. Lee, 202 F.3d 1227 (9th
Cir.2000) .....cc.cceiimmmcniesinrinsresssveanans 722
Abend v. MCA, Inc., 863 F.2d 1465 (9th
Cir.1988) ..eoeeeeeeeeeereereeeeevreeraneeens 738

Acad. of Motion Picture Arts and Sciences
v, Creative House Promotions, Inc., 728
F.Supp. 1442 (C.D.Cal.1989)............ 660

Acad. of Motion Picture Arts and Sciences
v, Creative House Promotions, Inc., 944
F.2d 1446 (9th Cir.1991) ....ccocoviinnnan 660

Adkins v. Lear, Inc., 67 Cal.2d 882, 64
Cal.Rptr. 545, 435 P.2d 321 (1967)...564

Adray v. Adry-Mart, Inc., 76 F.3d 984 (9th
Cir.1996) .....oeeeeeeeeereernereesiraneeenenns 334

Advertising & Marketing Development,
Inc., In re, 821 F.2d 614 (Fed.Cir.1987)
........................................................ 233

Air Measurement Techs., Inc. v. Akin Gump
Strauss Hauer & Feld LLP, 504 F.3d

1262 (Fed.Cir.2007) ..coccvoereeeieniraaeans 164
Al Minor & Assoc., Inc. v. Martin, 881
N.E.2d 850 (Ohio 2008) ......ccovvereenns 120
Alappat, In re, 33 F.3d 1526 (Fed.Cir.1994)
...................................................... 1053
Alfred Bell & Co. v. Catalda Fine Arts, 191
F.2d 99 (2d Cir.1951)..cccocnviiiennnnnnn. 702

Alfred Dunhill of London v. Dunhill Shirt
Shop, 3 F.Supp. 487 (S.D.N.Y.1929) 285
Alfred Dunhill, Ltd. v. Interstate Cigar Co.,
Inc.. 364 F.Supp. 366 (S.D.N.Y.1973)

....................................................... 400
Allen v. Nat’l Video, Inc., 610 F.Supp. 612
(DN Y L OBE) v s i impimainmuvinav 144

Allen v. Standard Crankshaft and Hydraulic
Co., 323 F.2d 29 (4th Cir.1963)........ 486
Allen, In re, 2 U.S.P.Q.2d 1425 (1987).. 412
ALP of South Beach Inc., In re, 79
U.S.P.Q.2d 1009 (T.T.A.B.2006) ..... 212
ALPO Petfoods, Inc. v. Ralston Purina Co.,

913 F.2d 958 (D.C.Cir.1990)............ 334
Alva Studios, Inc. v. Winninger, 177
F.Supp. 265 (S.D.N.Y.1959)............ 702

Amazon.com, Inc. v. Barnesandnoble.com,
Inc., 239 F.3d 1343 (Fed.Cir.2001)..1054
American Enka Corp. v. Marzall, 92
U.S.PQ. 111 (DiD.Ci1952). 05550550 255
American Geophysical Union v. Texaco,
Inc., 60 F.3d 913 (2d Cir.1994) ........ 809
American Home Prods. Corp. v. Johnson &
Johnson, 577 F.2d 160 (2d Cir.1978) 399
American Red Cross v. Palm Beach Blood
Bank, Inc, 143 F.3d 1407 (l1th
Cir.1998).cceiieieinireienee e 120
American Travel & Hotel Directory Co. v.
Gehring Publ’g Co.,, 4 F.2d 415
(S.D.NLY.1925) o 872
American Washboard Co. v. Saginaw Mfg.
Co.,, 103 F. 281 (6th Cir.1900)
.......................................... 66, 398, 399
AMF Inc. v. Sleekcraft Boats, 499 F.2d 341
(9th Cir.1979).cceceiceiecieceeieeen 370
Amsterdam v. Triangle Publications, Inc.,
189 F.2d 104 (3d Cir.1951) .............. 700
Andreas v. Volkswagen of America, Inc.,
336 F.3d 789 (8th Cir.2003)...... 857, 865
Anheuser-Busch, Inc. v. Balducci Publ’ns,

28 F.3d 769 (8th Cir.1994)............... 313
Anthony, In re, 414 F.2d 1383
(CCPA1909) isssiusvssmsisessaasivavaasvss 520

Anti-Monopoly, Inc. v. General Mills Fun
Group, Inc., 684 F.2d 1316 (9th

Cir V982):civussmssavsinssrsssmnimmnsissinsses 203
Apple Barrel Prods., Inc. v. Beard, 730 F.2d
384 (5th Cir. 1984) ..o 670

Apple Computer, Inc. v, Franklin Computer
Corp., 714 F.2d 1240 (3d Cir.1983)
............................... 683, 948, 949, 1054



TABLE OF CASES

Apple Computer, Inc. v. Microsoft Corp.,
799 F.Supp. 1006 (N.D.Cal.1992)

................................................ 683, 964
Arnstein v. Porter, 154 F.2d 464 (2d
CIt.1946) .....occvivararicsssssnssssnsssssnnsssss 869

Aro Mfg. Co., Inc. v. Convertible Top
Replacement Co., 365 U.S. 336, 81 S.Ct.
599, 5 L.Ed.2d 592 (1961)..........cecn. 557

Aronson v. Quick Point Pencil Co., 440
U.S. 257, 99 S.Ct. 1096, 59 L.Ed.2d 296
(1979)...64, 564, 626, 641, 642, 647, 657

Associated  Film  Distrib.  Corp. .
Thornburgh, 614  F.Supp. 1100

(B.D:Pa:1988) snsssvinssssssmnsmnsisivaissss 927
AT&T Corp. v. Excel Comme’ns, Inc.,
172 F.3d 1352 (Fed.Cir.1999)......... 1044

Atari, Inc. v. North American Philips
Consumer Elecs. Corp., 672 F.2d 607
(7th Cir1982) et 965

Atlas Powder Co. v. Ireco Chemicals, 773
F.2d 1230 (Fed.Cir.1985) ......cccoeuue 582

Atlas v. E. Air Lines, Inc., 311 F.2d 156 (1st
Cir.1962) ...coueeeeeiiciicienieereeeeeennes 452

Automatic Radio Mfg. Co. v. Hazeltine
Research, Inc., 339 U.S. 827, 70 S.Ct.

894,94 L.Ed. 1312 (1950)......c......... 564
Avco Corp. v. Precision Air Parts, Inc., 210
U.S.P.Q. 894 (M.D.Ala.1980)........... 925

Avia Group Int’l, Inc. v. L.A. Gear Cal,,
Inc., 853 F.2d 1557 (Fed. Cir.1988)
...................................................... 1071

Aymes v. Bonelli, 47 F.3d 23 (2d Cir.1995)

Cir, YO9R) :iasissnsosssisismssusssssumssismmanuns 713
B.F. Goodrich Co. v. Wohlgemuth, 192

N.E.2d 99 (Ohio App. 9 Dist.1963)... 120
Baker v. Selden, 101 U.S. (11 Otto) 99, 25

L.Ed. 841 (1879)..cccccveevreennnnn. 678, 682
Banjo Buddies, Inc. v. Renosky, 399 F.3d
168 (3G 2005) cusisussssomuivssessvssssises 334
Barrus v. Sylvania, 55 F.3d 468 (9th
Cir.1995) i cccrevenesens 401

Basic Books, Inc. v. Kinko’s Graphics
Corp., 758 F.Supp. 1522 (S.D.N.Y.1991)

........................................................ 808
Bass, In re, 474 F.2d 1276 (C.C.P.A.1973)
....................................................... 509
Bassett v. Mashantucket Pequot Tribe, 204
F.3d 343 (2d Cir.2000) ...c..ccoveeennne. 164
Bayer Co. v. United Drug Co., 272 F. 505
(SDINY.1921) e 202

Beacon Looms, Inc. v. S. Lichtenberg &
Co., 552 F.Supp. 1305 (S.D.N.Y.1982)

Beatrice Foods Co., Application of, 429

F.2d 466 (C.C.P.A.1970)..........coccone. 275
Beauregard, In re, 53 FJ3d 1583
(Fed.Cir.1995) cnvecieiiiciciieciieeiees 1053
Belcher v. Tarbox, 486 F.2d 1087 (Sth
CIr 1973, coismssvsszavizssasssssssszsavess 677

BellSouth Adver. & Publ'g Corp. v.
Donnelley Info. Publ’g, Inc., 999 F.2d

1436 (1ilth Gir: 1993).cciimivissmsissisisa 698
Bernard Food Indus. v. Dietene Co., 415
F.2d 1279 (7th Cir.1969).................. 399

Big O Tire Dealers, Inc. v. Goodyear Tire &
Rubber Co., 561 F.2d 1365 (10th
(17 /7. F—— 285, 333, 372, 373

Bilski v. Kappos,  US. 5
~S¢Ct.__, _ LEd2d__, 2010
WL 2555192 (2010)......... 419, 430, 1052

Bissell, Inc. v. Easy Day Mfg. Co., 130
U.S.P.Q. 485 (T.T.A.B.1958)........... 218

Bleistein v. Donaldson Lithographing Co.,
188 U.S. 239, 23 S.Ct. 298, 47 L.Ed. 460
S p [ — 685, 698, 701, 1077

Blisscraft of Hollywood v. United Plastics
Co.,, 294 F.2d 694, 696 (2d Cir.1961)

Blonder-Tongue Labs., Inc. v. Univ. of
Illinois Found., 402 U.S. 313, 91 S.Ct.
1434, 28 L.Ed.2d 788 (1971)............ 619

Blue Bell, Inc. v. Farah Mfg. Co., 508 F.2d
1260 (5th Cir.1975) .......... 177, 186, 187

Board of Trade of City of Chicago v. Dow
Jones & Co., 98 111.2d 109, 74 Ill.Dec.
582,456 N.E.2d 84 (I11.1983).......ccoo.....

.......................................... 67, 309, 925
Bogese, In re, 303 F.3d 1362 (Fed.
Cir.2002).c...eeeciieeieeeieeeereeeeee e 541

Bonito Boats, Inc. v. Thunder Craft
Boats, Inc., 489 U.S. 141, 109 S.Ct. 971,
103 L.LEd.2d 118 (1989) ..coveeivrirnrinnnne
...................... 626, 648, 657, 1120, 1123

Bookbinder’s Restaurant, Inc., Application
of, 240 F.2d 365 (C.C.P.A.1957)...... 188

Boosey & Hawkes Music Publishers, Ltd.
V. Walt Disney Co., 145 F.3d 481 (2d

Cir:, 1998).c:.co6:swimsssveassavsnsssmissaioasionss 334
Booth v. Haggard, 184 F.2d 470 (8th
Cir.1950) ... 660

Borden Ice Cream Co. v. Borden's
Condensed Milk Co., 201 F. 510 (7th

Cir.1912) .., 277,285
Borden, Inc. v. Federal Trade Comm™n, 711
F.2d 758 (6th Cir.1983).......cccovvv.... 336

Borden, Inc., 92 F.T.C. 669 (1976)........ 3_35
Borst, Application of, 345 F.2d 851
(C.C.P.A.1969)................. 433, 453, 462



TABLE OF CASES

XIX

Boutell v. Volk, 449 F.2d 673 (10th
Sl L2 P s 620
Brandir Int’l, Inc. v. Cascade Pac. Lumber
Co., 834 F.2d 1142 (2d Cir.1987).... 1101
Breed v. Hughes Aircraft Co., 253 F.3d
1178 (9th CIR 2001 Yuce e s eaimenisnanve: 166
Brenner v. Manson, 383 U.S. 519, 86 S.Ct.
1033, 16 L.Ed.2d 69 (1966)..........cccccev..
......................................... 512,519, 521
Broad. Music, Inc., v. Columbia Broad. Sys.,
Inc., 441 US. 1, 99 S.Ct. 1551, 60
L.Ed.2d 1 (1979).....cccomemmcereresansvnrovenes 780
Broadview Chem. Corp. v. Loctite Corp.,
311 F.Supp. 447 (D.Conn.1970) ....... 582
Brose v. Sears, Roebuck & Co., 455 F.2d
763 (5th Cir.1972) e 584
Brown Chem. Co. v. Meyer, 139 U.S. 540,
11 S.Ct. 625, 35 L.Ed. 247 (1891).....230
Brown Sheet Iron & Steel Co. v. Brown
Steel Tank Co., 269 N.W. 633
(MDD @)esvesnbnsnesvidetsinssivmnrensons 230
Brulotte v. Thys Co., 379 U.S. 29, 85 S.Ct.
176, 13 L.Ed.2d 99 (1964)........ 563, 564
Budge Mfg. Co., In re, 857 F.2d 773
(Fed. Cir.198R):...cocoz nmmmen e 209,212
Burmel Handkerchief Corp. v. Cluett,
Peabody & Co., 127 F2d 318

(C.CP.AT942) oo 255
Burroughs Wellcome Co. v. Barr Labs., Inc.,
40 F.3d 1223 (Fed.Cir.1994)............. 461

Burrow—Giles Lithographic Co. v. Sarony,
111 U.S. 53, 4 S.Ct. 279, 28 L.Ed. 349

C.B.C. Distrib. and Mktg., Inc. v. Major
League Baseball Advanced Media, L.P..

505 F.3d 818 (8th Cir.2007).............. 157
Cain v. Universal Pictures Co., 47 F.Supp.
1013 (S.D.Cal.1942)........cccrmeuninnnn 683
California Innovations, Inc., In re, 329
F.3d 1334 (Fed.Cir.2003) ......... 222,229
Callaghan v. Myers, 128 U.S. 617, 9 S.Ct.
177, 32 L.Ed. 547 (1888)....ccccx0vvaivens 701

Campbell v. Acuff-Rose Music, Inc., 510
U.S. 569, 114 S.Ct. 1164, 127 L.Ed.2d
500(1994) ......... 791, 803, 806, 868, 869

Car—Freshner Corp. v. S.C. Johnson & Son,
Inc., 70 F.3d 267 (2d Cir.1995)......... 308

Carol Barnhart Inc. v. Econ. Cover
Corp., 773 F.2d 411 (2d Cir.1985)
................................... 1086, 1099, 1101

Carson v. Here's Johnny Portable Toilets,
Inc., 698 F.2d 831 (6th Cir.1983)
......................................... 123, 142, 144

Carter Prods. Inc. v. Colgate-Palmolive Co.,
130 F.Supp. 557 (D.Md.1955) .. 454, 455

Carter v. Helmsley-Spear, Inc., 71 F.3d 77
(2d Cir.1995) s sssseusssuessissssnivass 916, 917
Cartoon Network LP, LLLP v. CSC
Holdings, Inc., 536 F.3d 121 (2d Cir.2008)

................................................ 749, 771
Castrol Inc. v. Pennzoil Co., 987 F.2d 939
(BACir.1993) e 399

CCC Info. Servs., Inc. v. Maclean Hunter
Mkt. Reports, Inc., 44 F.3d 61 (2d
G 1994 e 699

CDN Inc. v. Kapes, 197 F.3d 1256 (9th
G199, s sorsismmisississsivsmosmassoings 700

Central Mfg., Inc. v. Brett, 492 F.3d 876
(7th Cir. 2007).ceeeeiieeieeeeieeieae 188

Century 21 Real Estate Corp. v.
LendingTree, Inc., 425 F.3d 211 (3d
Cir.2005)....coiuemreerieieereneeereeenaeeeens 309

Champion Spark Plug Co. v. Sanders, 331
U.S. 125, 67 S.Ct. 1136, 91 L.Ed. 1386

125 T 310
Chanel, Inc. v. Smith, 178 U.S.P.Q. 630
(N.D:Cal. 1973): 00555 snmanwssivassine 311

Chicago Board Options Exchange, Inc. v.
International Securities Exchange, LLC,
2007 WL 604984 (N.D.I11.2007) ........ 76

Chicago Lock Co. v. Fanberg, 676 F.2d 400

(9th Cir.1982)...c.ocviiiicieieceeicieee 99
Childress v. Taylor, 945 F.2d 500 (2d
L8910 1512 [) e 722,723

Christianson v. Colt Indus. Operating Corp.,
486 U.S. 800, 108 S.Ct. 2166, 100
| S0 e B9 B BT e 11T R —— 164
Chrysler Corp. v. Brown, 441 U.S. 281, 99
S.Ct. 1705, 60 L.Ed.2d 208 (1979).... 102
Clarke, In re, 17 U.S.P.Q. 2d 1238
(T.T.AB.1990).ccccwmvismssnssvsssvmssinsss 254
Cliffs Notes, Inc. v. Bantam Doubleday Dell
Publ’g Group, Inc., 886 F.2d 490 (2d
CIt: PIBD ) siismssvasnsavassonssisssmnssmassmnss 313
Clinton E. Worden & Co. v. California Fig
Syrup Co., 187 U.S. 516, 23 S.Ct. 161,

47 L.Ed. 282 (1903)...cccvurvuriireicnneen 213
Cloth v. Hyman, 146 F.Supp. 185
(S.D.NLY.1956) .o 867

Coca—Cola Co. v. Koke Co. of America, 254
U.S. 143, 41 S.Ct. 113, 65 L.Ed. 189
(LIS .0 e 5 ino e o R TR T 213

Coca—Cola Co. v. Victor Syrup Corp., 218
F.2d 596 (C.C.P.A.1954).........cc....... 334

Coffee v. Guerrant, 3 App.D.C. 497
(D.C.Cir.1894)....ccciiiiiiiciiaciiinnnne, 519

Cole v. Phillips H. Lord, Inc., 262 App.Div.
116, 28 N.Y.S.2d 404 (N.Y.A.D. Ist
Dept. 1941) oo 57

Colligan v. Activities Club of New York,
Ltd., 442 F.2d 686 (2d Cir.1971)....... 401



XX

TABLE OF CASES

Columbia Broad. Sys., Inc. v. Zenith Radio
Corp., 391 F.Supp. 780 (N.D.IIL.1975)
........................................................ 620

Columbia Pictures Indus., Inc. v. Redd
Horne, Inc., 749 F.2d 154 (3d Cir.1984)
........................................................ 767

Comedy III Prods., Inc. v. Gary Saderup,
Inc., 106 Cal.Rptr.2d 126, 21 P.3d 797

[{0::1 500 1) ) PRRETp S —————— 146, 159
Comiskey, In re, 499 F3d 1365
e 1817 b0 0 ) [P 43]

Community for Creative Non—Violence v.
Reid, 490 U.S. 730, 109 S.Ct. 2166, 104
L.Ed.2d 811 (1989)........... 705,712,713

Compco Corp. v. Day-Brite Lighting,
Inc., 376 U.S, 234, 84 S.Ct. 779, 11
L.Ed.2d 669 (1964) ......coocoviiiiiiiiccncne
................. 623, 626, 627, 640, 657, 1120

Computer Assoc. Int’l, Inc. v. Altai, Inc.,
982 F.2d 693 (2d Cir.1992)........ccccuvennen.

.................... 930, 949, 1053, 1054, 1056
Computer Assocs. Int’l v. Altai, 61 F.3d 6
(2A/CIr.1995) .icvuvivisivivinissisavasvossuin 1061
Computer Assocs. Int’l v. Altai, 832 F.Supp.
SO (E.D.N.Y.1993) ..cooveriiiirccnn 1060
Computer Assocs. Int’l v. Altai, 918 S.W.2d
453 (1996) ....oeveeeenrreeeeinrerasensneennns 1061

Consumers Union of U.S., Inc. v. Theodore
Hamm Brewing Co., 314 F.Supp. 697
(40 X o @711 M1 1 7/ ) I — 399

Contico Int’l, Inc. v. Rubbermaid
Commercial Prods., Inc., 665 F.2d 820
(8th CIE.1981) weovee e 1077

Cream Records, Inc. v. Jos. Schlitz Brewing
Co., 754 F.2d 826 (9th Cir.1985) ............
................................................ 865, 867

Crocker Nat’l Bank v. Canadian Imperial
Bank of Commerce, 223 U.S.P.Q. 909
(T.T.AB.1984) oo 189

Crossbow, Inc. v. Dan-Dee Imports, Inc.,
266 F.Supp. 335 (S.D.N.Y.1967)...... 399

Dan River Mills, Inc. v. Danfra, Ltd., 120
U.S.P.Q. 126 (T.T.A.B.1959) ........... 218
Dan-Foam A/S v. Brand Named Beds. LLC,
500 F.Supp.2d 296 (S.D.N.Y.2007) .. 296
Dastar Corp. v. Twentieth Century Fox
Film Corp., 539 U.S. 23, 123 S.Ct
2041, 156 L.Ed.2d 18 (2003) .......ccoo.......
......................................... 907, 915, 916
David B. Findlay, Inc. v. Findlay, 218
N.E.2d 531, 18 N.Y.2d 12 (N.Y.1966)

Davies v. Krasna, 14 Cal.3d 502, 121
Cal.Rptr. 705, 535 P.2d 1161 (Cal.1975)

Dawn Donut Co. v. Hart’s Food Stores,
Inc., 267 F.2d 358 (2d Cir. 1959) ...........
................................................ 266, 276
Dawson Chem. Co. v. Rohm & Haas Co.,
448 U.S. 176, 100 S.Ct. 2601, 65
L.Ed.2d 696 (1980)....c..ccreeereen 562, 563
DC Comics, Inc., In re, 689 F.2d 1042
(C.C.P.A1982)..cceriierrecicreeeenes 257
De Acosta v. Brown, 146 F.2d 408 (2d
Cir. 1944) ;. s mmsmassnivsmsvsomoaiosmzsiiess 872
Deepsouth Packing Co. v. Laitram Corp.,
406 U.S. 518, 92 S.Ct. 1700, 32 L.Ed.2d
7S F () L 10 PR ————— 556, 559
Delaware & Hudson Canal Co. v. Clark, 80
U.S. 311, 20 L.Ed. 581 (1871).......... 229
Dennison Mfg. Co. v. Panduit Corp., 475
U.S. 809, 106 S.Ct. 1578, 89 L.Ed.2d
817 (1986)..eeueeeeeriireciieeeeieeeeeee 487
Devon Distrib. Corp. v. Miner, 331
F.Supp.2d 791 (S.D.lowa 2004) ....... 580
Diamond Scientific Co. v. Ambico, Inc., 848
F.2d 1220 (Fed.Cir.1988)........c....... 565
Diamond v. Chakrabarty, 447 U.S. 303,
100 S.Ct. 2204, 65 L.Ed.2d 144 (1980)

......................... 406,412, 413, 414, 429
Diamond v. Diehr, 450 U.S. 175, 101 S.Ct.
1048, 67 L.Ed.2d 155 (1981)........... 1018
Dickinson v. Zurko, 527 U.S. 150, 119 S.Ct.
1816, 144 L.Ed.2d 143 (1999).......... 539
Doe v. TCI Cablevision, 110 S.W.3d 363
(M0.2003) .o 160

Donald Frederick Evans & Assocs. V.
Continental Homes, Inc., 785 F.2d 897
(11th Cir.1986) ...ccvveeevreeecrirereeee. 925

DSC Commc’ns Corp. v. DGI Tech., Inc.,
81 F.3d 597 (5th Cir.1996)............... 997

DSU Med. Corp. v. IMS Co., Ltd., 471 F.3d
1293 (Fed.Cir.2006)........ccoouveeennen.. 561

Dubilier Condenser Corp., United States v.,
289 U.S. 178, 53 S.Ct. 554, 77 L.Ed.
1114 (1933) e 119

Dun v. Lumbermen’s Credit Ass’n, 209 U.S,
20, 28 S.Ct. 335, 52 L.Ed. 663 (1908)

Duo-Tint Bulb & Battery Co., Inc. v.
Moline Supply Co., 46 Ill.App.3d 145, 4
I11.Dec. 685, 360 N.E.2d 798 (Ill. App. 3d
DiSt. 1977) oo, 627

Duraco Prods., Inc. v. Joy Plastic Enters.,
Ltd., 40 F.3d 1431 (3d Cir.1994).............
............................................ 1118, 1119

E.I. Du Pont de Nemours & Co., In re, 476
F.2d 1357 (C.C.P.A.1973)................ 370



TABLE OF CASES

xxi

E.I. duPont deNemours & Co. v.
Christopher, 431 F.2d 1012 (5th
Cir:1970) ..-cressesmsmsssesis 94, 99, 100, 640

eBay, Inc. v. MercExchange L.L.C., 547
U.S. 388, 126 S.Ct. 1837, 164 L.Ed.2d
641 (2006) ....cvcveienean 580, 581, 868, 869

Egbert v. Lippmann, 104 U.S. 333, 14 Otto
333, 26 L.Ed. 755 (1881)...cveevceennn 454

Egyptian Goddess, Inc. v. Swisa, Inc., 543
F.3d 665 (Fed. Cir. 2008) ........c...... 1078

Eibel Process Co. v. Minnesota & Ontario
Paper Co., 261 U.S. 45, 43 S.Ct. 322, 67
L.Ed. 523 (1923) cecvoceeereererscrrens 587

Eldred v. Asheroft, 537 U.S. 186, 123 S.Ct.
1505, 154 L.Ed. 2d 683 (2003) ......ccueen.
..................................... 1, 664, 736, 810

Elec. Smelting & Aluminum Co. v.
Carborundum Co., 189 Fed. 710
(C.C.W.D.Pa.1900) ...occorivivrricrranne 580

Electromotive Div. of Gen. Motors Corp. v.
Transp. Sys. Div. of Gen. Elec. Co., 417
F.3d 1203 (Fed.Cir.2005) ....c.ccuv.n.... 456

Eli Lilly & Co. v. Medtronic, Inc., 496 U.S.
661, 110 S.Ct. 2683, 110 L.Ed.2d 605

(1990) .5sevmwsmsvinasissinisinssivsasss pssasssss 559
Ellison v. Robertson, 357 F.3d 1072
(Oth.Cir.2004) ...oovvieiiieiciieeeiinn 816

Elsmere Music, Inc. v. National Broad. Co.,
482 F.Supp. 741 (S.D.N.Y.1980)...... 804
EMI Catalogue Partnership v. Hill, Holiday,
Connors, Cosmopulos, Inc., 228 F.3d 56
(RACir. 2000)....:5:mssevmmsismnsvissisisinis 254
Eppendorf-Netheler-Hinz GMBH v. Ritter
GMBH, 289 F.3d 351 (5th Cir. 2002)

............................................... 396, 1120
Erickson v. Trinity Theatre, Inc., 13 F.3d
1061 (7th Cir.1994).......coouee... 714,722
Esquire v. Ringer, 591 F2d 796
(D:C:OIr1978) s oscivess 1099, 1100, 1101
F.T.C. v. Formica Corp., 200 U.S.P.Q. 182
(T-T.A-B.1978) covssvinsssasisssmssssaivsoons 205
Farnum v. G.D. Searle & Co., 339 N.W.2d
384 (lowa 1983)...iiiieciiiireeeeee. 101

Federal-Mogul-Bower Bearings, Inc. v.
Azoff, 313 F.2d 405 (6th Cir.1963)...395
Feist Publications, Inc. v. Rural
Telephone Service Co., 499 U.S. 340,
111 S.Ct. 1282, 113 L.Ed.2d 358 (1991)
.......................... 689, 698, 699, 701, 702
Ferrari S.P.A. Esercizio v. Robert, 944
F.2d 1235 (6th Cir.1991) scuseciisiiiviinnnene
.................. 372, 1108, 1118, 1119, 1120
Festo Corp. v. Shoketsu Kinzoku Kogyo
Kabushiki Co., Ltd., 535 U.S. 722, 122
S.Ct. 1831, 152 L.Ed.2d 944 (2002).. 605

Fisher, In re, 421 F.3d 1365 (Fed.Cir.2005)
....................................................... 521
Fleischmann Distilling Corp. v. Maier
Brewing Co., 314 F.2d 149 (%th
Cir.1963) ..o 278
Fleischmann Distilling Corp. v. Maier
Brewing Co., 386 U.S. 714, 87 S.Ct

1404, 18 L.Ed.2d 475 (1967)............ 334
Flintkote Co. v. Tizer, 158 F.Supp. 699
(B-D.Pa, 1957 ) susssissssusismssssosszssiis 370
Flynn v. AK Peters Ltd., 377 F.3d 13 (Ist
Cir.2004) . .c.eceieeieieeeeeeeeeeee e 230
FMC Corp. v. Manitowoc Co., 835 F.2d
1411 (Fed.Cit: 198 7). sssvissinssmmenrinsns 544

Fogerty v. Fantasy, Inc., 510 U.S. 517, 114
S.Ct. 1023, 127 L.Ed.2d 455 (1994) . 867
Folsom v. Marsh, 9 Fed.Cas. 342
(C.C.D.Mass.1841)..cccovevvecrrnaniannns 658
Fonovisa, Inc. v. Cherry Auction, Ine., 76
F.:3d 259 (9th Cir.1996)... os.usmmmsssssssiossss
................................. 811, 816, 817, 833
Foster, Application of, 343 F.2d 980
(C.C.P.A1965)........... 506, 509, 510, 511
Foster, Ex parte, 90 U.S.P.Q. 16 (1951). 413
Frank Music Corp. v. CompuServe, Inc..
No. 93 Civ. 8153 (S.D.N.Y))............ 833
Franklin Mint Corp. v. National Wildlife Art
Exchange, Inc., 575 F.2d 62 (3d
Cir1978) e 896
Fred Fisher Music Co. v. M. Witmark &
Sons, 318 U.S. 643, 63 S.Ct. 773, 87
L.Ed. 1055 (1943)...oeovieeeeeeeene. 737
Frederick Warne & Co. v. Book Sales, Inc.,
481 F.Supp. 1191 (S.D.N.Y.1979).... 675
Frito Co. v. Buckeye Foods, Inc., 130

U.S.P.Q. 347 (T.T.A.B.1961)............ 218
FTC v. Int’l Prod. Design, 2007 WL
2670045 (ED.Va)..covcieeeeeeeieenns 43
Galt House, Inc. v. Home Supply Co., 483
S.W.2d 107 (K¥.1972) uivvsmvvsssissons 187
Gastown, Inc., Application of, 326 F.2d 780
(C.CP.AT964) ..o 188

Gay Toys, Inc. v. Buddy L Corp., 522
E.Supp. 622 (E.D.Mich.1981) ......... 1102
Gay Toys, Inc. v. Buddy L Corp., 703 F.2d

970 (6th Cir.1983) ...vvveieeeiiiiiinnn 1102
Gen. Elec. Broad. Co., Inc., In re, 199
U.S.P.Q. 560 (T.T.A.B. 1978)........... 254

Gen. Instrument Corp. v. Hughes Aircraft
Co., 399 F.2d 373 (1st Cir.1968) ...... 618
Gen. Motors Corp. v. Toyota Motor Co.,
667 F.2d 504 (6th Cir.1981)............. 523
Gilliam v. American Broad. Cos., Inc.,
538 F.2d 14 (2d Cir.1976)......... 898, 915



xxii

TABLE OF CASES

Girl Scouts of the United States of America
v. Personality Posters Mfg. Co., 304
F.Supp. 1228 (S.D.N.Y.1969)........... 400

Glendale Int’l Corp. v. U.S. Patent and
Trademark Office, 374 F.Supp.2d 479

(E.D.Va2005).......coseesmmsvssesamassnio 212
Golan v. Gonzales, 501 F.3d 1179 (10th
(S ) 07 | WS ——— 664
Gold Seal Co. v. Weeks, 129 F.Supp. 928
(D.D.C.1955) c.eiiiieiiieeiiceireeieecnne 212
Goldstein v. California, 412 U.S. 546, 93
SiCt..2303; 37 LEd:2d 163:(1973). xe0505:

................................. 626, 657, 926, 927
Graham v. John Deere Co. of Kansas
City, 383 US. 1, 86 S.Ct. 684, 15
L.Ed.2d 545 (1966) ... 465, 483, 485, 487
Graver Tank & Mfg. Co. v. Linde Air
Products Co., 339 U.S. 605, 70 S.Ct.
854,94 L.Ed. 1097 (1950).......cccrvvvrrennien
................................. 588,616,617, 618
Gross v. Seligman, 212 Fed. 930 (2d
611 0 1 17 S ——— 894, 896
Group One Ltd. v. Hallmark Cards, Inc., 254
F.3d 1041 (Fed.Cir.2001) ......... 453,454

Haig & Haig Ltd., Ex parte, 118 U.S.P.Q.
229 (Comm’r Pat. & Trademarks 1958)

Halliburton Oil Well Cementing Co. v.
Walker, 329 US. 1, 67 S.Ct. 6, 91 L.Ed.
3(1946) e 528

Hamilton Nat’l Bank v. Belt, 210 F.2d 706
(D.C.CIr.1953) i 61

Hamilton, United States v., 583 F.2d 448
(9th Cir.1978) w.eecvecieieeee 700, 701

Hanover Star Milling Co. v. Metcalf, 240
U.S. 403, 36 S.Ct. 357, 60 L.Ed. 713

(1916) v 274
Harjo v. Pro—Football, Inc., 50 U.S.P.Q.2d
1705 (T.T-A-B.1999); .cusivuissveisansnmions 213

Harper & Row Publishers, Inc. v. Nation
Enterprises, 471 U.S. 539, 105 S.Ct.
2218, 85 L.Ed.2d 588 (1985).......cccevennee.
.......................... 781, 804, 805, 809, 810

Harper & Row Publishers, Inc. v. Nation
Enters., 723 F.2d 195 (2d Cir.1983)..676

Hartford House, Ltd. v. Hallmark Cards,
Inc., 846 F.2d 1268 (10th Cir.).. 397, 398

Hartop, Application of, 311 F.2d 249

(C.C.PA1962) s ccicuzivivsmmmssinsvanvsasos 520
Hasbro Bradley, Inc. v. Sparkle Toys, Inc.,
780 F.2d 189 (2d Cir.1985)............... 663

Hazeltine Research, Inc. v. Brenner, 382
U.S. 252, 86 S.Ct. 335, 15 L.Ed.2d 304
(1965)...ccoieiireiceecen 503, 509, 565

Henri’s Food Products Co. v. Kraft, Inc.,
717 F.2d 352 (7th Cir.1983)............. 371
Herbert Rosenthal Jewelry Corp. .
Kalpakian, 446 F.2d 738 (9th Cir.1971)

....................................................... 682
Hess v. Advanced Cardiovascular Sys., Inc.,
106 F.3d 976 (Fed.Cir.1997) ............ 521

Hormel Foods Corp. v. Jim Henson Prods.,
Inc., 73 F.3d 497 (2d Cir.1996) ........ 313
How J. Ryan & Assocs. v. Century Brewing
Ass’n, 185 Wash. 600, 55 P.2d 1053
0 TE) o 5 B ) 41

I.P. Lund Trading ApS v. Kohler Co., 163
F.3d27 (15t Citi1998) e covecvacvinssacrnn 397
Illinois High School Ass’n. v. GTE Vantage
Inc., 99 F.3d 244 (7th Cir.1996) ....... 204
Immunocept LLC v. Fulbright & Jaworski
LLP, 504 F.3d 1281 (Fed.Cir. 2007). 164
Indianapolis Colts, Inc. v. Metro. Baltimore
Football Club Ltd., 34 F.3d 410 (7th
CIL1994) 0 005060 0msssissnnssinsissasssunss 366
Industria Arredamenti Fratelli Saporiti v.
Charles Craig Ltd., 725 F.2d 18 (2d

218 0.1 N SR 1120
Intel Corp. v. Terabyte Int’l, Inc., 6 F.3d 614
(9th Cir.1993) .. 311

International Bancorp, LLC v. Societe Des
Baines de Mer et du Cercles des
Etrangers a Monaco, 329 F.3d 359 (4th
Cir.2003)...cccervieereesonniecrineenanssennenns 189

International News Service v. Associated
Press, 248 U.S. 215, 39 S.Ct. 68, 63
L.Ed. 211 (1918)..ccecciieniieiicaneriennenn 73

International Star Class Yacht Racing Ass’n
v. Tommy Hilfiger, U.S.A., Inc., 80 F.3d

749 (2d Cir.1996) ...ccooevvrceireenenen. 258
Invitrogen Corp. v. Biocrest Mfg. LP, 424
F.3d 1374 (Fed.Cir.2005)........cc.c.... 454

Inwood  Laboratories, Inc. v. Ives
Laboratories, Inc., 456 U.S. 844, 102
S.Ct. 2182, 72 L.Ed.2d 606 (1982) .........
............................... 349, 350, 396, 1119

lowa State Univ. Research Found., Inc. v.
American Broad. Companies, 621 F.2d

5T (24 Cir.1980) ieswisssves immnisassrssassss 804
Irons & Sears v. Dann, 606 F.2d 1215
((DX BT 6! 3111 ) KO ——————— 91
Isenstead v. Watson, 157 F.Supp. 7
(DD.C 15 T) e eicamscnsomsomssesessssronsos 519

J.LEMM. AG Supply, Inc. v. Pioneer Hi—Bred
Int’l, Inc., 534 U.S. 124, 122 Ct. 593,
151 L.Ed.2d 508 (2001) ....coevvvrrnnnnnn 414



TABLE OF CASES

J.T. Healy & Son, Inc. v. James A. Murphy
& Son, Inc, 260 N.E.2d 723
(Mass.1970)...cceereenerrinriemesnenirasaianss 90

Jet Spray Cooler, Inc. v. Crampton, 377
Mass. 159, 385 N.E2d 1349
(Mass:1979).. e viimasnipssimvavsisass 92

Joshua Meier Co. v. Albany Novelty Mfg.
Co., 236 F.2d 144 (2d Cir.1956) ....... 395

Juicy Whip, Inc. v. Orange Bang, Inc., 185
F.3d 1364 (Fed.Cir.1999) ......... 518,519

Kellogg Co. v. Nat’l Biscuit Co., 305 U.S.
111, 118, 59 S.Ct. 109, 113, 83 L.Ed. 73
(1988 s i 203, 206

Kepner-Tregoe, Inc. v. Carabio, 203
U.S.P.Q. 124 (E.D.Mich.1979) ......... 877

Kewanee Qil Co. v. Bicron Corp, 416 U.S.
470, 94 S.Ct. 1879, 40 L.Ed.2d 315
(1974)........ 122, 626, 628, 640, 641, 657

Kieselstein-Cord v. Accessories by Pearl,
Inc., 632 F.2d 989 (2d Cir.1980)..... 1101

Kingsdown Med. Consultants, Ltd. v.
Hollister  Inc., 863 F2d 867
[(I5Td @01 A 1211 ————— 544, 545

King-Seeley Thermos Co. v. Aladdin
Indus., Inc, 289 F.Supp. 155
(D:Conn:VI68) . cx.ussusissusussasssnsssiasnes 201

King-Seeley Thermos Co. v. Aladdin
Indus., Inc, 320 F.Supp. 1156
(DCONNLITOY «osuivss5sesssonnssssasnssnsns 201

King—Seeley Thermos Co. v. Aladdin
Indus., Inc., 321 F.2d 577 (2d Cir.1963)
................................................ 197, 201

King-Seeley Thermos Co. v. Aladdin
Indus., Inc., 418 F.2d 31 (2d Cir.1969)

........................................................ 201
Kleinman v. Kobler, 230 F.2d 913 (2d
(ST o L1 JOT RS 486
Klopfenstein, In re, 380 F.3d 1345,
(Fed.Cir.2004).....ccveciaceeaeeieennne. 437

Kori Corp. v. Wilco Marsh Buggies &
Draglines, Inc., 761 F.2d 649
(Fed.Cir.1985)....cccccuariieiceecrenraanne 582

KP Permanent Make-Up, Inc. v. Lasting
Impression I, Inc.,, 543 U.S. 111, 125
S.Ct. 542, 160 L.Ed.2d 440 (1995)..........

......................................... 297, 308, 309
Krause v. Titleserv, Inc., 402 F.3d 119 (2d
Cir:2005) oz wesrmmvmamavisermsrorsimivos 977
Krimmel, In re, 292 F.2d 948
(C.C.P.A1961) oo, 519, 520

KSR Int’l Co. v. Teleflex Inc., 550 U.S.
127 8. Cu 1727, 167 L. Ed. 2d 705
(2007) e 489, 502, 557

L. Batlin & Son, Inc. v. Snyder, 536 F.2d
486 (2d Cir.1976) «..ccovecrvecrvvcnrecnrannes 702
L.L. Bean, Inc. v. Drake Publishers, Inc.,
811 F.2d 26 (1st Cir.1987) ....cccvvinnnns 286
L’Aiglon Apparel v. Lana Lobell, Inc., 214
F.2d 649 (3d Cir.1954)......cccovvvninnns 395
Lab. Corp. of America Holdings wv.
Metabolite Labs, Inc., 548 U.S. 124, 126

................................................ 432 433
Lahr v. Adell Chem. Co., 300 F.2d 256 (1st
Cir1962) et 143
LaMacchia, United States v., 871 F.Supp.
535 (D.:Mass:1994) .....couimesssmissassess 869
Lamothe v. Atlantic Recording Corp., 847
F.2d 1403 (9th Cir.1988)........... 399,916
Lans v. Digital Equip. Corp., 252 F.3d 1320
(Fed.Cir.2001).....ccccoenueamercrrcrneanenee 584

Larry Harmon Pictures Corp. v. Williams
Rest. Corp., 929 F.2d 662 (Fed.Cir.1991)

....................................................... 188
Lasercomb Am., Inc. v. Reynolds, 911 F.2d
970 (4th Cir.1990) ...ccovvveieeiieiinnen 998

Lear, Inc. v. Adkins, 395 U.S. 653, 89 S.Ct.
1902, 23 L.Ed.2d 610 (1969).....564, 565
Learning Curve Toys, Inc. v. PlayWood
Toys, Inc., 342 F.3d 714 (7th Cir.2003)

......................................................... 88
Lee v. A.R.T. Co., 125 F.3d 580 (7th
Cir 1997) e 761
Lee v. Runge, 404 U.S. 887, 92 S.Ct. 197,
30 L.Ed.2d 169 (1971)..cceveeeirennnee 703
LeJeune v. Coin Acceptors, Inc., 381 Md.
288, 849 A.2d 451 (Md.2004)........... 118
Levi Strauss & Co. v. Blue Bell, Inc., 632
F.2d 817 (9th Cir.1980).......cccceevvennn. 255
Levi Strauss & Co. v. Blue Bell, Inc., 778
F.2d 1352 (9th Cir.1985)....xcumwivsvsns 255
Levi Strauss & Co., In re, 165 U.S.P.Q. 348
(T.-T.AB.I970) e 254
Levitt Corp. v. Levitt, 593 F.2d 463 (2d
Cir 197N ssrmssswsvivsrissmesrsninsen 231, 232
Lincoln Park Van Lines, In re, 149 U.S.P.Q.
313 (T.T.AB.A966) i:..cvismsismsasssainsoss 255
Litton Systems, Inc. v. Whirlpool Corp., 728
F.2d 1423 (Fed. Cir. 1984).............. 1077
Lotus Dev. Corp. v. Borland Int’l, Inc., 49
F.3d 807 (1st Cir.1995)...cccccvvimnnnen. 951
Lotus Dev. Corp. v. Borlund Int’l, Inc.799
F.Supp. 203 (D.Mass.1992).............. 964
Lowell v. Lewis, 15 Fed.Cas. 1018
(C.C.D.Mass.1817).....ccoveneennen. 511,518
Lowry, In re, 32 F.3d 1579 (Fed.Cir.1994)
...................................................... 1053

Lucent Info. Mgmt, Inc. v. Lucent Techs.,
Inc., 186 F.3d 311 (3d Cir.1999)....... 187



Xxiv

TABLE OF CASES

Luck’s Music Library, Inc. v. Gonzales, 407

F.3d 1262 (D.C. Cir.2005) ......ccoevu..e. 664
Lueddecke v. Chevrolet Motor Co., 70
F.2d 345 (8th Cir.1934) ..oeeciiiiciicnee

................................... 43,57, 58, 59, 63
Lugosi v. Universal Pictures, 160 Cal.Rptr.
323, 603 P.2d 425 (1979)..c.cccvvvevunnes 142

M.A. Mortenson Co. v. Timberline Software
Corp., 140 Wash.2d 568, 998 P.2d 305
(Wash.2000) ....coeeeeericricaiiceicneeee 979

Madey v. Duke Univ., 307 F.3d 1351
(FPed. Cit:2002)..50m:0ss i visasassvssivisavss 558

Maltina Corp. v. Cawy Bottling Co., 613
F.2d 582 (5th Cir.1980) ..ccveeeereeerirerreees
................................. 326, 332, 333, 334

Manhattan Indus., Inc. v. Sweater Bee by
Banff, Ltd., 627 F.2d 628 (2d Cir.1980)

Marcus Adver., Inc. v. M.M. Fisher Assocs.,
Inc., 444 F.2d 1061 (7th Cir.1971)...... 41
Markman v. Westview Instruments, Inc.,
517 U.S. 370, 116 S.Ct. 1384, 134

L.Ed:2d $T7 (1996) .:.simsuisesvsnsn 614, 615
Martinetti v. Maguire, 16 F.Cas. 920
(C.C.D.Cal.1867) c.ccveeeeeieiieieeiens 676

Masline v. New York, N.H. & H. R. Co., 95
Conn. 702, 112 A. 639 (Conn.1921)....58
Matarese v. Moore-McCormack Lines, 158
F.2d 631 (2d Cir.1946) .........ccvuveeneee. 59
Maternally Yours v. Your Maternity Shop,
Inc., 234 F.2d 538 (2d Cir.1956)....... 165
Mattel, Inc. v. MCA Records, Inc., 296
F.3d 894 (9th Cir.2002) .....ccvviennnen. 313
Matthew Bender & Co., Inc. v. West Publ’g
Co., 158 F.3d 693 (2d Cir.1998) ....... 701
Mazer v. Stein, 347 U.S. 201, 74 S.Ct. 460,

98 L.Ed. 630 (1954) ... 1079, 1099
McGinley, In re, 660 F.2d 481
(C.C.P.A1981) e 214

McGregor—Doniger, Inc. v. Drizzle, Inc.,
599 F.2d 1126 (2d Cir.1979)........ccceevennne

......................................... 357,370, 371
McKenzie v. Cummings, 24 App.D.C. 137
(D:CCIr1908). o csesvasinsvsessamasssisas 519

Mead Data Central, Inc. v. Toyota Motor
Sales, U.S.A., Inc., 875 F.2d 1026 (2d
Cir.1989) cvcevieiiiiiiine, 278, 284, 285

Mead Digital Sys., Inc. v. A.B. Dick Co.,
723 F.2d 455 (6th Cir.1983).............. 617

Medlmmune, Inc. v. Genentech, Inc., 549
US. | 127 S.Ct. 764, 166 L.Ed.2d

604 (2007) oo 565
MercExchange, L.L.C. v. eBay, Inc., 401
F.3d.1323 (Fed.Cir.2005) .smessvessszss 581

Merck KGaA v. Integra Lifesciences I, Ltd.,
545 U.S. 193, 125 S.Ct. 2372, 162
L.Ed.2d 160 (2005).....cccoccveeicennane 559

Meredith Corp. v. Harper & Row,
Publishers, Inc., 378 F.Supp. 686
(S.DINLY.1974) e 805

Metabolite Labs., Inc. v. Lab. Corp. of Am.
Holdings, 370 F.3d 1354 (Fed. Cir.
2004).... e 432

Metallurgical Indus. Inc. v. Fourtek, Inc.,
790 F.2d 1195 (5th Cir.2986) .....ccccveeee
.............................................. 77, 88, 91

Metro-Goldwyn-Mayer Studios Inc. v.
Grokster, Ltd., 545 U.S. 913, 125 S.Ct
2764, 162 L.Ed.2d 781 (2005).......cccu..
................................ 561, 818, 837, 850

Metro—-Goldwyn—-Mayer Studios, Inc. v.
Grokster, 454 F.Supp.2d 966
(C.D.Cal.20060) .....cceevueiriiriireiainne, 849

Metropolitan Opera Assoc. v. Wagner—
Nichols Recorder, 199 Misc. 786, 101

N.Y.S.2d 483 (N.Y.Sup.1950)............ 74
Micro Star v. FormGen Inc., 154 F.3d 1107
(Oth Cit. 1998)is s sussessssnias ssasamnaisnsin 965

Microsoft Corp. v. AT&T Corp., 550 U.S.
127 S.Ct. 1746, 167 L.Ed.2d 737

(2007) et 560
Mid America Title Co. v. Kirk, 59 F.3d 719
(7th Cir.1995) e 700
Midler v. Ford Motor Co., 849 F.2d 460 (9th
CiALY) ssssmrovmivssssonississussavavsnsisiyinsisssy 143
Midway Mfg. Co. v. Strohon, 564 F.Supp.
741 (N.D.IILT983) oo 949

Midwest Plastic Fabricators, Inc. wv.
Underwriters Labs Inc., 906 F.2d 1568

(Fed.Cir.1990) ......coveeeereecreeeeene. 237
Miller v. Universal City Studios, Inc., 650
F.2d 1365 (5th Cir.1981)......cc.ceeviee. 699

Mills Music, Inc. v. Snyder, 469 U.S. 153,
105 S.Ct. 638, 83 L.Ed.2d 556 (1985).....

....................................................... 742
Milprint, Inc. v. Curwood, Inc., 562 F.2d
418 (Tth Cir.1977) wecveccivcrerenn 165

Minnesota Mining & Mfg. Co., Ex parte, 92
U.S.P.Q. 74 (Chief Examiner 1952).. 256
Minnesota Pet Breeders, Inc. v. Schell &
Kampeter, Inc.,, 41 F.3d 1242 (8&th
T IO wocrracvmmimnimmmsnse e insich 331
Mirage Editions, Inc. v. Albuquerque
A.R.T. Co., 856 F.2d 1341 (9th Cir.1988)
....................................................... 759
Mitchell Bros. Film Group v. Cinema Adult
Theater, 604 F.2d 852 (5th Cir.1979)......

Mobil Oil Corp. v. Pegasus Petroleum
Corp., 818 F.2d 254 (2d Cir.1987).... 371



TABLE OF CASES

XXV

Moore v. Kulicke & Soffa Indus., 318 F.3d
561 (3rd Cir.2003)...c..ceiveireeeinieniiennns 99
Morton v. New York Eye Infirmary, 17
F.Cas. 879 (C.C.S.D.N.Y.1862)........ 431
Morton—Norwich Prods., Inc., In re, 671
F.2d 1332 (C.C.P.A1982)............... 1103
Moseley v. V Secret Catalogue, Inc., 537
U.S. 418, 123 S.Ct. 1115, 115 L.Ed.2d 1
(2003) e 287, 295, 296
Mosler Safe Co. v. Ely-Norris Safe Co., 273
U.S. 132, 47 S.Ct. 314, 71 L.Ed. 578

(12T o o imscammonsim v st 66, 399
Muller, Ex parte, 81 U.S.P.Q. 261
(Pat.Off. BA. App.1947) occveciiiiiciis 431
Murray v. Nat’l Broad. Co., 844 F.2d 988
(2d Cir.YI8B) usiesiirsecnesismminnsumasmssans 60
Musto v. Meyer, 434 F.Supp. 32
(S DN Y. 1977 soponss cosmavssunaonansnins 878

Mutation Mink Breeders Ass’n v. Lou
Nierenberg Corp., 23 F.RD. 155
(S.DN.Y.1959) i 399

Mutual of Omaha Ins. Co. v. Novak, 836
F.2d 397 (8th Cir.1987) ..ooeeicvvnineinnns 313

N.A.D. Inc, In re, 754 F.2d 969
(Fed Cir:1985): ssssssvvismmssnns sosaseqansss 214
Nabisco, Inc. v. PF Brands, Inc., 191 F.3d
208 (2d Cir.1999)..cceiieiiiiiiiieeee 397
Nadel v. Play-By—Play Toys & Novelties,
Inc., 208 F.3d 368 (2d Cir.2000).............
......................................... 49, 58, 60, 61
Nalbandian, In re, 661 F.2d 1214
(C.CP.A1981) o 1065, 1076
Nantucket, Inc., In re, 677 F.2d 95
(C.C.P.AT982) v 229
Nat’l Comics Publ’ns v. Fawcett Publ’ns,
191 F.2d 594 (2d Cir.1951).....cccevunnne 662
Nat’l Football League Props., Inc. v.
Consumer Enters., Inc., 26 Ill.App.3d
814, 327 N.E2d 242 (Illl.App. 1
Distl 975 nsuimsvissivssinadins sevostussrmasomans 626
National Basketball Assoc. v. Motorola,
Inc., 105 F.3d 841 (2d Cir.1997)......... 76
National Conference of Bar Examiners v.
Multistate Legal Studies, Inc., 692 F.2d
478 (Tth Cir.1982) e, 670
New Kids on the Block v. News America
Publ’g, Ine., 971 F.2d 302 (9th
Cir.1992) e 302, 309
New York Magazine v. The Metro. Transp.
Auth., 136 F.3d 123 (2d Cir. 1998) ... 161
New York Times Co., Inc. v. Tasini, 533
U.S. 483, 121 S.Ct. 2381, 150 L.Ed.2d
500 (2001)......... 724, 733, 734, 868, 869
Nichols v. Universal Pictures Corp., 45
F.2d 119 (2d Cir.1930)...... 674, 873, 896

Ocumpaugh v. Norton, 25 App.D.C. 90
(D.C.Cir.1905)....cciiiieeaiiiieeiieaneeins 462
0ddzOn Products, Inc. v. Just Toys, Inc.,
122 F.3d 1396 (Fed.Cir.1997) ... 509, 510
Olan Mills, Inc. v. Linn Photo Co., 23 F.3d

1345 (8th Cir.1994) ...coovvvvienne 833
Oliveira v. Frito-Lay, Inc., 251 F.3d 56 (2d
Cit: 2001)s:csssmssssrssssemssvmsvsvasmonnins 254

Onassis v. Christian Dior—New York, Inc.,
122 Misc.2d 603, 472 N.Y.S.2d 254
(N. Y. Sup.Ct:1984)...ciivis ssviicrivss 144, 145

Original Appalachian Artworks, Inc. v. Toy
Loft, Inc., 684 F.2d 821 (11th Cir.1982)

668

Pagliero v. Wallace China Co., 198 F.2d 339

(th Git, 1952 )sunssnsasusismsssanssnnssossns 1120
Pallin v. Singer, 36 U.S.P.Q.2d 1050
(D.VET995) e 432
Palmquist, Application of, 319 F.2d 547
(O 8 L0y 1) I —————— 510
Panavision Int’l v. Toeppen, 141 F.3d 1316
(9th Cir.1998)...ccecveiieciaienes 323,324
Panduit Corp. v. Dennison Mfg. Co., 810
F.2d 1561 (Fed.Cir.1987)................. 487

Paper Converting Mach. Co. v. Magna—
Graphics Corp.,, 745 F2d 11
(Fed.Cir.1984)........... 546, 556, 557, 559

Park ‘N Fly, Inc. v. Dollar Park and Fly,
Inc., 469 U.S. 189, 105 S.Ct. 658, 83

L.Ed.2d 582 (1985)....cccccuvvvivinacnnnn. 262
Paulik v. Rizkalla, 760 F.2d 1270
(Fed.Cir.1985) ueeeiiiiieeiieeciicviiens 458
Pebble Beach Co. v. Tour 18 I Ltd., 155
F.3d 526 (5th Cir.1998)......c...covueunne. 334
Pentec, Inc. v. Graphic Controls Corp., 776
F.2d 309 (Fed.Cir.1985).....ccccccuoe. 486
PepsiCo, Inc. v. Redmond, 54 F.3d 1262
(7th Cir.1995).veeeieeeee 105, 118

Perfect Fit Indus., Inc. v. Acme Quilting
Co., Inc., 646 F.2d 800 (2d Cir.1981) 335
Pfaff v. Wells Elecs., Inc., 525 U.S. 55,119
S.Ct. 304, 142 L.Ed.2d 261 (1998) .........
.................. 438,452, 453, 454, 461, 462
Phillips v. Pembroke Real Estate, Inc., 459

F.3d 128 (1st Cir.2006).................... 917
Phonometrics Inc. v. Westin Hotel Co., 350
F.3d 1242 (Fed.Cir.2003)................. 584

Pikle—Rite Co. v. Chicago Pickle Co., 171
F.Supp. 671 (N.D.111.1959)........351, 371
Pioneer First Fed. Sav. & Loan Assoc. v.
Pioneer Nat’l Bank, 98 Wash.2d 853,
659 P.2d 481 (Wash.1983).............. 628
Pivot Point Int’l, Inc. v. Charlene Prods.,
Inc., 372 F.3d 913 (7th Cir.2004) ....1101



XXVi

TABLE OF CASES

Playboy Enters., Inc. v. Welles, 279 F.3d

796, 801 (9th Cir.2002) ......ccovvvieinene 309
Pollara v. Seymour, 344 F3d 265 (2d
CIr:2003) 5555 500 ss esns eyssmpsazsssasssezssessver 917

Prestonettes, Inc. v. Coty, 264 U.S. 359, 44
S.Ct. 350, 68 L.Ed. 731 (1924).......... 310
ProCD v. Zeidenberg, 86 F.3d 1447 (7th
CAr. 1996) 55555 s5e0sns anps ensimnsssssss 979, 980

Qualitex Co. v. Jacobson Products Co.,
Inc., 514 U.S. 159, 115 S.Ct. 1300, 131
L.Ed.2d 248 (1995)....cccccereainnas 246, 702

Raxton Corp. v. Anania Assocs., Inc., 635
F.2d 924 (1t Cir.1980).. .- ceerenuennce 274
Recording Indus. Ass’n of Am. v. Diamond
Multimedia Sys., Inc., 180 F.3d 1072
(9th Cir. 1999) ..oooviiviiiiiciriieecnes 835
Reddy Commc’ns Inc. v. Envtl. Action
Found., 477 F.Supp. 936 (D.D.C.1979)
........................................................ 311
Reed, Roberts Associates, Inc. .
Strauman, 40 N.Y.2d 303, 386
N.Y.S.2d 677, 353 N.E2d 590
(N.Y.1976).cccoiiiiiiiiciircce 114, 641
Religious Tech. Ctr. v. Netcom On-Line
Commc’n Services, Inc., 907 F.Supp.
1361 (N.D.Cal.1995)................ 832, 833
Republic Pictures Corp. v. Security—First
Nat'l Bank of Los Angeles, 197 F.2d 767
(9th Cir1952) cveiiiiieiieicceerrieees 164
Richter v. Westab, Inc., 529 F.2d 896 (6th
(@ T 1 (0) O 40, 41
Ringgold v. Black Entm’t Television, Inc.,
126 F.3d 70 (2d Cir.1997) ..ooovivnanee 810
Rite-Hite Corp. v. Kelley Co., Inc., 56
F.3d 1538 (Fed.Cir.1995) .. 568, 579, 580
Rivera Watch Corp., Ex Parte 106 U.S.P.Q.
145 (Comm’r Pat. & Trademarks 1955)

........................................................ 230
Roberts v. Sears, Roebuck & Co., 723 F.2d
1324 (7th Cir.1983) .cceciveeceieecis 488
Roche Prods., Inc. v. Bolar Pharm. Co,, 733
F.2d 858 (Fed.Cir.1984) ................... 558
Rohauer v. Killiam Shows, Inc., 551 F.2d
484 (2d CIr.1977)cveeeccieecciiieiiin 738

Rosemont Enters., Inc. v. Choppy Prods.,
Inc., 74 Misc.2d 1003, 347 N.Y.S.2d 83
(N.Y.Sup.Ct.1972) e 160

Rosemont Enters., Inc. v. McGraw—Hill
Book Co., 85 Misc.2d 583, 380 N.Y.S.2d
839 (N.Y.Sup.Ct.1975).ccvieciniriann 160

Rosemont Enters., Inc. v. Random House,
Inc., 58 Misc.2d 1, 294 N.Y.S.2d 122
(N.Y.Sup.Ct.1968) ....ceveieiiiarrannne 160

Rosemont Enters., Inc. v. Urban Sys., Inc.,
72 Misc.2d 788, 340 N.Y.S.2d 144

(N Y:8up. Ch 19T3) cxcssnsisasmmssnvssarscaes 160
Roth v. Pritikin, 710 F.2d 934 (2d Cir.1983)
723

Ruckelshaus v. Monsanto Co., 467 U.S. 986,
104 S.Ct. 2862, 81 L.Ed.2d 815 (1984)

................................................ 103, 104
Russell v. Price, 612 F.2d 1123 (9th
(@57 () (274 A 765

Sakraida v. Ag Pro, Inc., 425 U.S. 273, 96
S.Ct. 1532, 47 L.Ed.2d 784 (1976) ... 502
Salinger v. Random House, Inc., 811 F.2d

90 (2d Cir.1987) veeveivicriiririeciienns 804
Sallen v. Corinthians Licenciamentos Ltda.,
273 F.3d 14 (1st Cir.2001) ............... 325

San Francisco Arts & Athletics, Inc. v.
United States Olympic Comm., 483 U.S.
522, 107 S.Ct. 2971, 97 L.Ed.2d 427

(1987) e 321,322
Sandoval v. New Line Cinema Corp., 147
F.3d 215 (2d. Cir.1998)....o.ooveeeen. 810
Sarkar, Application of, 575 F.2d 870
(C.C.P.ATIT8) oo 91
Sawin v. Guild, 21 F.Cas. 554
(C.C.D.Mass.1813)..c.ccceiiriranne. 558
Schrader, In re, 22 F.3d 290 (Fed.Cir.1994)
...................................................... 1053
SCM Corp. v. Langis Foods Ltd., 539 F.2d
196 (D.C.Cir.1976) .....ceoceieirerannn 189
Seagate Tech., LLC, In re, 497 F.3d 1360
(FedCin.2007) s essswsvsssrsssesssoreing 583

Sears, Roebuck & Co. v. Stiffel Co., 376
U.S. 225, 84 S.Ct. 784, 11 L.Ed.2d 661
(1964)....... 620, 626, 627, 640, 657, 1120

Security Center, Ltd. v. First Nat’l
Security Centers, 750 F.2d 1295 (5th

Cir1985) e 190
Sega Enters. Ltd. v. Accolade, Inc., 977
F.2d 1510 (9th Cir.1992)....cc.ocovvvveeiaennne

....... 980, 995, 996, 997, 998, 1053, 1054
Selchow & Righter Co. v. McGraw—Hill
Book Co., 580 F.2d 25 (2d Cir.1978) 204
Selle v. Gibb, 741 F.2d 896 (7th Cir.1984)
...................................................... 878
Sellers v. American Broad. Co., 668 F.2d
1207 (11th Cir.1982)....cccveinnennn. 36, 41
Serbin v. Ziebart Int’l Corp., 11 F.3d 1163
(Bd Cir.1993) .. 401
Servo Corp. of America v. Kelsey-Hayes
Co., 289 F.2d 957 (C.C.P.A.1961).... 217
Servo Corp. of America v. Servo-Tek
Products Co., 289 F2d 955
(C.C.P.A1961) i 217



