SELECTED |

INTELLECTUAL PROPERTY

AND UNFAIR COMPETITION

STATUTES, REGULATIONS AND TREATIES

2014 EpITION

RoOGER E. SCHECHTER



SELECTED
INTELLECTUAL
PROPERTY AND

UNFAIR COMPETITION

STATUTES, REGULATIONS
AND TREATIES

2014 EDITION

Selected and Edited by
Roger E. Schechter

Professor of Law
George Washington University

P2 o] sobin 't o ; oo ,‘,.,i
LY NIRRT }

' "" ~°\ ..'3‘._‘»'4 i
wedtaE 45 A

PUBLISHIN

Mat #41633003



The publisher is not engaged in rendering legal or other professional advice, and this publication is not a
substitute for the advice of an attorney. If you require legal or other expert advice, you should seek the
services of a competent attorney or other professional.

COPYRIGHT © 1991, 1993, 1995 WEST PUBLISHING CO.
© West, a Thomson business, 1997, 1999-2001, 2006-2008
© 2009-2012 Thomson Reutets
© 2013 LEG, Inc. d/b/a West Academic Publishing
© 2014 LEG, Inc. d/b/a West Academic Publishing
444 Cedar Street, Suite 700
St. Paul, MN 55101
1-877-888-1330
used under license.
Printed in the United States of America

ISBN: 978-1-62810-044-0



PREFACE

The first session of the 113th Congress which took place during
2013 was widely derided as one of the least productive in recent memory.
It passed only 55 substantive measures, fewer than in any other year
since the end of World War II. According to some newspaper reports, the
two chambers combined spent only 36 hours per week in session and, as
most readers will recall, the government was shut down for over two
weeks over a funding impasse in October of last year. It is little surprise,
therefore, that Congress adopted no changes to the three basic intellec-
tual property statutes since the publication of the last edition of this
collection.

Even in a period of bitter partisan acrimony and Congressional
inaction, however, the work of the administrative agencies that see to
the day-to-day implementation of the intellectual property laws contin-
ues. The Patent and Trademark Office adopted several revisions to its
regulations to implement provisions of the Patent Law Treaty and the
Patent Law Treaty Implementation Act of 2012, and the Hague Agree-
ment Concerning International Registration of Industrial Designs. These
regulations address fairly arcane matters such as the calculation of filing
dates, and the restoration of patent rights via the revival of abandoned
applications. Other regulatory tweaks involved liberalizing the rules
involving the timing of submission of an inventor’s oath in cases involv-
ing continued prosecution applications and the expansion of time periods
to meet certain formal requirements in applications for prioritized exam-
ination. The Copyright Office also finalized two small changes to its
regulations, dealing with electronic and group registrations of copyright
claims.

This revised edition incorporates all these changes. It also excises
now obsolete provisions of the patent statute that were phased out by
the America Invents Act and had appeared as footnoted material in the
2013 volume.

Of course the Congressional inaction described above leaves a num-
ber of significant legislative initiatives in the pipeline. Several bills are
pending that would regulate the assertion of patent rights by ‘“‘non-
practicing entities,”” more adorably known as ‘“patent trolls.” Another
bill would provide patent term extensions for the development of new
uses for existing pharmaceuticals, and yet another would limit the
remedies that could be recovered for both patent and copyright infringe-
ment against the providers of certain mobile 911 emergency services. On
the copyright front, there is a proposal that would impose a resale
royalty charge on the sale of works of visual art at auctions, if the price
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exceeds $5,000, while another would clarify the rules governing the
calculation of statutory royalties under various compulsory licenses. A
trademark related measure would strip federal protection from the
REDSKINS mark used by the Washington NFL team. There is a pending
proposal to create a federal private civil action for misappropriation of
trade secrets and one still hears talk of a general performance right for
sound recordings, and even more distant murmuring of a general revi-
sion of the copyright statute. Whether any of these matters, or others in
the legislative hopper, will move forward with the two houses in the
control of different parties and mid-term elections looming in the fall is,
in the opinion of your editor, dubious.
k ok sk

As I note each year, this volume is very much the product of a
collaborative effort, and my collaborators-in-chief are those of my stu-
dents who serve as research assistants, helping me track down and
accurately capture all relevant statutory and regulatory revisions. This
year, Daniel Musher, G.W. ’14, agreed to reprise his role pouring
through the Federal Register. Daniel, despite a minor setback out on the
mean streets of our fair city, was meticulous, professional and amazingly
prompt. He stands on the threshold of what I am sure will be an
impressive career as a lawyer, and I am greatly indebted to him for his
help. Daniel was aided by Bryan Nance, G.W. ’15. Bryan’s impressive
resume includes a stint as something of a pop idol during his teen years.
While it is unlikely his updates to the Code of Federal Regulations
included in this text will produce quite as many swooning fans as his
musical stylings, they are just as artful in their own way. I am grateful
to him for his significant contributions to this new edition.

RoGERr E. SCHECHTER

Washington, D.C.
May 2014
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TRADEMARK ACT OF 1946 § 1051

SUBCHAPTER 1. THE PRINCIPAL REGISTER

§ 1051. (§ 1) Application for Registration; Verification
(a) Application for Use of a Trademark

(1) The owner of a trademark used in commerce may request regis-
tration of its trademark on the principal register hereby established by
paying the prescribed fee and filing in the Patent and Trademark Office
an application and a verified statement, in such form as may be pre-
scribed by the Director, and such number of specimens or facsimiles of
the mark as used as may be required by the Director.

(2) The application shall include specification of the applicant’s dom-
icile and citizenship, the date of the applicant’s first use of the mark, the
date of the applicant’s first use of the mark in commerce, the goods in
connection with which the mark is used, and a drawing of the mark.

(3) The statement shall be verified by the applicant and specify
that—

(A) the person making the verification believes that he or she, or
the juristic person in whose behalf he or she makes the verification,
to be the owner of the mark sought to be registered;

(B) to the best of the verifier’s knowledge and belief, the facts
recited in the application are accurate;

(C) the mark is in use in commerce; and

(D) to the best of the verifier’s knowledge and belief, no other
person has the right to use such mark in commerce either in the
identical form thereof or in such near resemblance thereto as to be
likely, when used on or in connection with the goods of such other
person, to cause confusion, or to cause mistake, or to deceive, except
that, in the case of every application claiming concurrent use, the
applicant shall—

(i) state exceptions to the claim of exclusive use—and
(ii) shall specify, to the extent of the verifier’s knowledge—
(I) any concurrent use by others;

(IT) the goods on or in connection with which and the
areas in which each concurrent use exists;

(ITII) the periods of each use; and

(IV) the goods and area for which the applicant desires
registration.

(4) The applicant shall comply with such rules or regulations as may
be prescribed by the Director. The Director shall promulgate rules pre-
scribing the requirements for the application and for obtaining a filing
date herein.



§ 1051 TRADEMARKS & RELATED MATERIALS

(b) Application for Bona Fide Intention to Use Trademark

(1) A person who has a bona fide intention, under circumstances
showing the good faith of such person, to use a trademark in commerce
may request registration of its trademark on the principal register hereby
established by paying the prescribed fee and filing in the Patent and
Trademark Office an application and a verified statement, in such form
as may be prescribed by the Director.

(2) The application shall include specification of the applicant’s dom-
icile and citizenship, the goods in connection with which the applicant has
a bona fide intention to use the mark, and a drawing of the mark.

(3) The statement shall be verified by the applicant and specify—

(A) that the person making the verification believes that he or
she, or the juristic person in whose behalf he or she makes the
verification, to be entitled to use the mark in commerce;

(B) the applicant’s bona fide intention to use the mark in
commerce;

(C) that, to the best of the verifier's knowledge and belief, the
facts recited in the application are accurate; and

(D) that, to the best of the verifier’s knowledge and belief, no
other person has the right to use such mark in commerce either in
the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods of such other
person, to cause confusion, or to cause mistake, or to deceive.

Except for applications filed pursuant to section 1126 of this title, no
mark shall be registered until the applicant has met the requirements of
subsections (c) and (d) of this section.

(4) The applicant shall comply with such rules or regulations as may
be prescribed by the Director. The Director shall promulgate rules pre-
scribing the requirements for the application and for obtaining a filing
date herein.

(c) Amendment of Application Under Subsection (b) to Conform
to Requirements of Subsection (a)

At any time during examination of an application filed under subsection
(b) of this section, an applicant who has made use of the mark in commerce
may claim the benefits of such use for purposes of this chapter, by amending
his or her application to bring it into conformity with the requirements of
subsection (a) of this section.

(d) Verified Statement That Trademark Is Used in Commerce

(1) Within six months after the date on which the notice of allowance
with respect to a mark is issued under section 1063(b)(2) of this title to
an applicant under subsection (b) of this section, the applicant shall file in
the Patent and Trademark Office, together with such number of speci-
mens or facsimiles of the mark as used in commerce as may be required
by the Director and payment of the prescribed fee, a verified statement

4



TRADEMARK ACT OF 1946 § 1051

that the mark is in use in commerce and specifying the date of the
applicant’s first use of the mark in commerce and those goods or services
specified in the notice of allowance on or in connection with which the
mark is used in commerce. Subject to examination and acceptance of the
statement of use, the mark shall be registered in the Patent and Trade-
mark Office, a certificate of registration shall be issued for those goods or
services recited in the statement of use for which the mark is entitled to
registration, and notice of registration shall be published in the Official
Gazette of the Patent and Trademark Office. Such examination may
include an examination of the factors set forth in subsections (a) through
(e) of section 1052 of this title. The notice of registration shall specify the
goods or services for which the mark is registered.

(2) The Director shall extend, for one additional 6-month period, the
time for filing the statement of use under paragraph (1), upon written
request of the applicant before the expiration of the 6-month period
provided in paragraph (1). In addition to an extension under the preced-
ing sentence, the Director may, upon a showing of good cause by the
applicant, further extend the time for filing the statement of use under
paragraph (1) for periods aggregating not more than 24 months, pursuant
to written request of the applicant made before the expiration of the last
extension granted under this paragraph. Any request for an extension
under this paragraph shall be accompanied by a verified statement that
the applicant has a continued bona fide intention to use the mark in
commerce and specifying those goods or services identified in the notice of
allowance on or in connection with which the applicant has a continued
bona fide intention to use the mark in commerce. Any request for an
extension under this paragraph shall be accompanied by payment of the
prescribed fee. The Director shall issue regulations setting forth guide-
lines for determining what constitutes good cause for purposes of this
paragraph.

(3) The Director shall notify any applicant who files a statement of
use of the acceptance or refusal thereof and, if the statement of use is
refused, the reasons for the refusal. An applicant may amend the state-
ment of use.

(4) The failure to timely file a verified statement of use under
paragraph (1) or an extension request under paragraph (2) shall result in
abandonment of the application, unless it can be shown to the satisfaction
of the Director that the delay in responding was unintentional, in which
case the time for filing may be extended, but for a period not to exceed
the period specified in paragraphs (1) and (2) for filing a statement of use.

(e) Designation of Resident for Service of Process and Notices
If the applicant is not domiciled in the United States the applicant may

designate, by a document filed in the United States Patent and Trademark
Office, the name and address of a person resident in the United States on
whom may be served notices or process in proceedings affecting the mark.
Such notices or process may be served upon the person so designated by
leaving with that person or mailing to that person a copy thereof at the

5



§ 1051 TRADEMARKS & RELATED MATERIALS

address specified in the last designation so filed. If the person so designated
cannot be found at the address given in the last designation, or if the
registrant does not designate by a document filed in the United States Patent
and Trademark Office the name and address of a person resident in the
United States on whom may be served notices or process in proceedings
affecting the mark, such notices or process may be served on the Director.

§ 1052. (§ 2) Trademarks Registrable on Principal Register; Con-
current Registration

No trademark by which the goods of the applicant may be distinguished
from the goods of others shall be refused registration on the principal register
on account of its nature unless it—

(a) Consists of or comprises immoral, deceptive, or scandalous mat-
ter; or matter which may disparage or falsely suggest a connection with
persons, living or dead, institutions, beliefs, or national symbols, or bring
them into contempt, or disrepute; or a geographical indication which,
when used on or in connection with wines or spirits, identifies a place
other than the origin of the goods and is first used on or in connection
with wines or spirits by the applicant on or after one year after the date
on which the WTO Agreement (as defined in section 3501(9) of Title 19)
enters into force with respect to the United States.*

(b) Consists of or comprises the flag or coat of arms or other insignia
of the United States, or of any State or municipality, or of any foreign
nation, or any simulation thereof.

(¢) Consists of or comprises a name, portrait, or signature identifying
a particular living individual except by his written consent, or the name,
signature, or portrait of a deceased President of the United States during
the life of his widow, if any, except by the written consent of the widow.

(d) Consists of or comprises a mark which so resembles a mark
registered in the Patent and Trademark Office, or a mark or trade name
previously used in the United States by another and not abandoned, as to
be likely, when used on or in connection with the goods of the applicant,
to cause confusion, or to cause mistake, or to deceive: Provided, That if
the Director determines that confusion, mistake, or deception is not likely
to result from the continued use by more than one person of the same or
similar marks under conditions and limitations as to the mode or place of
use of the marks or the goods on or in connection with which such marks
are used, concurrent registrations may be issued to such persons when
they have become entitled to use such marks as a result of their
concurrent lawful use in commerce prior to (1) the earliest of the filing
dates of the applications pending or of any registration issued under this
chapter; (2) July 5, 1947, in the case of registrations previously issued
under the Act of March 3, 1881, or February 20, 1905, and continuing in
full force and effect on that date; or (3) July 5, 1947, in the case of

*The WTO Agreement entered into force with respect to the United States on January 1,
1995—Ed.



TRADEMARK ACT OF 1946 § 1053

applications filed under the Act of February 20, 1905, and registered after
July 5, 1947. Use prior to the filing date of any pending application or a
registration shall not be required when the owner of such application or
registration consents to the grant of a concurrent registration to the
applicant. Concurrent registrations may also be issued by the Director
when a court of competent jurisdiction has finally determined that more
than one person is entitled to use the same or similar marks in com-
merce. In issuing concurrent registrations, the Director shall prescribe
conditions and limitations as to the mode or place of use of the mark or
the goods on or in connection with which such mark is registered to the
respective persons.

(e) Consists of a mark which (1) when used on or in connection with
the goods of the applicant is merely descriptive or deceptively misdescrip-
tive of them, (2) when used on or in connection with the goods of the
applicant is primarily geographically descriptive of them, except as indica-
tions of regional origin may be registrable under section 1054 of this title,
(3) when used on or in connection with the goods of the applicant is
primarily geographically deceptively misdescriptive of them, (4) is primar-
ily merely a surname, or (5) comprises any matter that, as a whole, is
functional.

(f) Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3),
and (e)(5) of this section, nothing in this chapter shall prevent the
registration of a mark used by the applicant which has become distinctive
of the applicant’s goods in commerce. The Director may accept as prima
facie evidence that the mark has become distinctive, as used on or in
connection with the applicant’s goods in commerce, proof of substantially
exclusive and continuous use thereof as a mark by the applicant in
commerce for the five years before the date on which the claim of
distinctiveness is made. Nothing in this section shall prevent the regis-
tration of a mark which, when used on or in connection with the goods of
the applicant, is primarily geographically deceptively misdescriptive of
them, and which became distinctive of the applicant’s goods in commerce
before the date of the enactment of the North American Free Trade
Agreement Implementation Act.

A mark which would be likely to cause dilution by blurring or
dilution by tarnishment under section 1125(c) of this title, may be refused
registration only pursuant to a proceeding brought under section 1063 of
this title. A registration for a mark which would be likely to cause
dilution by blurring or dilution by tarnishment under section 1125(c) of
this title, may be canceled pursuant to a proceeding brought under either
section 1064 of this title or section 1092 of this title.

§ 1053. (§ 3) Service Marks Registrable

Subject to the provisions relating to the registration of trademarks, so far

as they are applicable, service marks shall be registrable, in the same manner
and with the same effect as are trademarks, and when registered they shall be
entitled to the protection provided in this chapter in the case of trademarks.
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§ 1053 TRADEMARKS & RELATED MATERIALS

Applications and procedure under this section shall conform as nearly as
practicable to those prescribed for the registration of trademarks.

§ 1054. (§ 4) Collective Marks and Certification Marks Registrable

Subject to the provisions relating to the registration of trademarks, so far
as they are applicable, collective and certification marks, including indications
of regional origin shall be registrable under this chapter, in the same manner
and with the same effect as are trademarks, by persons, and nations, States,
municipalities, and the like, exercising legitimate control over the use of the
marks sought to be registered, even though not possessing an industrial or
commercial establishment, and when registered they shall be entitled to the
protection provided in this chapter in the case of trademarks, except in the
case of certification marks when used so as to represent falsely that the owner
or a user thereof makes or sells the goods or performs the services on or in
connection with which such mark is used. Applications and procedure under
this section shall conform as nearly as practicable to those prescribed for the
registration of trademarks.

§ 1055. (§ 5) Use by Related Companies Affecting Validity and Reg-
istration

Where a registered mark or a mark sought to be registered is or may be
used legitimately by related companies, such use shall inure to the benefit of
the registrant or applicant for registration, and such use shall not affect the
validity of such mark or of its registration, provided such mark is not used in
such manner as to deceive the public. If first use of a mark by a person is
controlled by the registrant or applicant for registration of the mark with
respect to the nature and quality of the goods or services, such first use shall
inure to the benefit of the registrant or applicant, as the case may be.

§ 1056. (§ 6) Disclaimer of Unregistrable Matter
(a) Compulsory and Voluntary Disclaimers

The Director may require the applicant to disclaim an unregistrable
component of a mark otherwise registrable. An applicant may voluntarily
disclaim a component of a mark sought to be registered.

(b) Prejudice of Rights

No disclaimer, including those made under subsection (e) of section 1057
of this title shall prejudice or affect the applicant’s or registrant’s rights then
existing or thereafter arising in the disclaimed matter, or his right of registra-

tion on another application if the disclaimed matter be or shall have become
distinctive of his goods or services.

§ 1057. (§ 7) Certificates of Registration

(a) Issuance and Form

Certificates of registration of marks registered upon the principal register
shall be issued in the name of the United States of America, under the seal of
the United States Patent and Trademark Office, and shall be signed by the

8



TRADEMARK ACT OF 1946 § 1057

Director or have his signature placed thereon, and a record thereof shall be
kept in the United States Patent and Trademark Office. The registration
shall reproduce the mark, and state that the mark is registered on the
principal register under this chapter, the date of the first use of the mark, the
date of the first use of the mark in commerce, the particular goods or services
for which it is registered, the number and date of the registration, the term
thereof, the date on which the application for registration was received in the
United States Patent and Trademark Office, and any conditions and limita-
tions that may be imposed in the registration.

(b) Certificate as Prima Facie Evidence

A certificate of registration of a mark upon the principal register provided
by this chapter shall be prima facie evidence of the validity of the registered
mark and of the registration of the mark, of the owner’s ownership of the
mark, and of the owner’s exclusive right to use the registered mark in
commerce on or in connection with the goods or services specified in the
certificate subject to any conditions or limitations stated in the certificate.

(e¢) Application to Register Mark Considered Constructive Use

Contingent on the registration of a mark on the principal register
provided by this chapter, the filing of the application to register such mark
shall constitute constructive use of the mark, conferring a right of priority,
nationwide in effect, on or in connection with the goods or services specified
in the registration against any other person except for a person whose mark
has not been abandoned and who, prior to such filing—

(1) has used the mark;

(2) has filed an application to register the mark which is pending or
has resulted in registration of the mark; or

(3) has filed a foreign application to register the mark on the basis of
which he or she has acquired a right of priority, and timely files an
application under section 1126(d) of this title to register the mark which
is pending or has resulted in registration of the mark.

(d) Issuance to Assignee

A certificate of registration of a mark may be issued to the assignee of the
applicant, but the assignment must first be recorded in the United States
Patent and Trademark Office. In case of change of ownership the Director
shall, at the request of the owner and upon a proper showing and the
payment of the prescribed fee, issue to such assignee a new certificate of
registration of the said mark in the name of such assignee, and for the
unexpired part of the original period.

(e) Surrender, Cancellation, or Amendment by Registrant

Upon application of the owner the Director may permit any registration
to be surrendered for cancelation, and upon cancelation appropriate entry
shall be made in the records of the United States Patent and Trademark
Office. Upon application of the owner and payment of the prescribed fee, the
Director for good cause may permit any registration to be amended or to be
disclaimed in part: Provided, That the amendment or disclaimer does not
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