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ABSTRACT

Having regard to the hot problems of actual patent licensing in
our country, having regard to the absence of relative law in our coun-
try and having regard to the new development in this domain in the
USA and EU, especially 2002 combined hearing in the USA, Com-
mission Regulation (EC) No 772/2004 and Guidelines on the Appli-
cation of Article 81 of the EC Treaty to Technology Transfer Agree-
ments (2004/C 101/02) which were not mentioned in the relative re-
searches of Chinese scholars before, the author selected this topic:
Applying Antimonopoly Law to Patent Licensing. The dissertation re-
searches the manners to control patent licensing by antimonopoly law
in other countries, especially in developed countries. By analyzing all
sorts of monopoly conducts in patent licensing, the author concludes
the relative law in the USA and EU. In the meantime, having regard
to the condition that China is still a developing country, the author al-
$0 pays attention to the relative law in other developing countries and
some Chinese cases. At last, the author brings forward elaborate sug-
gestion to Chinese legislation.

The text is divided into five chapters.

Chapter 1 discusses general rules of analyzing patent licensing by
antimonopoly law and is divided into five sections. Section 1 is con-
flict and consistence between patent law and antimonopoly law. After
discoursing upon objects of patent law and antimonopoly law, the au-

thor addresses himself to the consistence between the essential objects
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of patent law and antimonopoly law. Section 2 defines the basic con-
cepts that will be used in analyzing the relationship between patent li-
censing agreement and competition. These concepts are goods market ,
technology market, creativity market, market power, reciprocal agree-
ment, non — reciprocal agreement, competing undertakings. Section 3
is safe harbor, white clauses or exempt clauses. After presenting the
safe harbors of USA 1995 Antitrust Guidelines for the Licensing of In-
tellectual Property, the author introduces the exemption of Commission
Regulation ( EC) No 240/96, No 772/2004 and EC Guidelines
(2004/C 101/02). Section 4 is rule of per se and black clauses. The
author respectively introduces the black clauses in the USA, Commis-
sion Regulation (EC) No 240/96 and No 772/2004. Section 5 is rule
of reason. The author respectively discusses the general framework for
analysis in USA 1995 Guidelines and EC 2004 Guidelines.

Chapters 2, 3 and 4 research all sorts of monopoly conducts in
patent licensing.

Chapter 2 “horizontal agreement” is divided into four sections.
Section 1 “fixing price” discusses 3 conducts:; fixing price of patented
product, fixing price with agreement between licensor and licensee
and fixing price of unpatented product that is manufactured by paten-
ted method. Section 2 “dividing market” analyzes dividing market
conducts to which rule of per se will be applied and dividing market
conducts to which rule of per se will not be applied. Section 3 “cross
licensing” analyzes pure cross licensing, cross licensing including oth-
er restrictions and the relation between cross licensing and settlement
of patent infringement dissension. Section 4 “patent pool” discusses
the nature of pooled patents, patent pool including other restrictions

and the institutional framework governing the pool of EC.
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Chapter 3 “vertical agreement” is divided into six sections. Sec-
tion 1 analyzes vertical price restriction, amount restriction of produc-
tion and distribution. Section 2 analyzes vertical restriction of territo-
ry, field of use and customer. Section 3 “tying agreement” dissertates
the composing and kinds of tying agreement, applying law to tying a-
greement and permitted tying agreements. Section 4 “non — compete
obligations” analyzes the case that licensor requires licensee not to
compete and the case that licensee requires licensor not to compete.
Section 5 “grant back” dissertates exclusive grant back and non — ex-
clusive grant back. Section 6 “royalty” discusses the maximal royal-
ty, ‘royalty of not real patent and the measure to count royalty.

Chapter 4 “misuse of market power and centralization” is divided
into six sections. Section 1 “refuse to license” analyzes unilateral re-
fuse to license, refuse to license by agreement between licensor and its
non — exclusive licensee and non — use. Section 2 “misuse of infringe-
ment alarm” dissertates the representations and treatment of misuse of
infringement alarm. Section 3 “price discrimination” introduces rep-
resentative case, the Laitram Corporation v. King Crab, Inc. and oth-
er specific problems. Section 5 “non — challenge clause” analyzes the
case that licensee challenges the validity of patent and the case that li-
censor challenges the validity of patent. Section 6 “centralization of
patent” discusses the centralizations by getting patent licensing and
canceling the existing patent licensing.

Chapter 5 in the mass comments on the relative legislation and
puts forward legislative suggestion for our country. The chapter in-
cludes 4 sections, which respectively review relative legislation in the
USA, EC, other countries, other regions and international organiza-

tions according to history and at last bring forward proposal for China.
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The propesal includes constituting antimonopoly law, constituting anti-
monopoly rule in patent licensing and relative guidelines and amen-
ding patent law to forbid misuse of patent.

This dissertation especially pays attention to case law as referring
to the USA law and mainly discusses the EC 2004 Guidelines as refer-
ring to EC law.

The applying of patent misuse doctrine in the USA courts has
come through the experience of establishing, rising, being revised,
prevailing again and being restrained. As to the age of CAFC (The
United States Court of Appeals for the Federal Circuit) , patent misuse
doctrine has been largely restrained. Similarly, the applying of anti-
trust law to patent licensing in the USA courts also has experienced a
process like the movement of a pendulum. In one period, the courts
leaned to protecting patent and in another period, the courts leaned to
applying antitrust law more.

Anyway, Commission Regulation ( EC) No 240/96 leaned to
structure doctrine, its main disadvantages include too formalization,
too complex, field of applying being too narrow, not paying enough at-
tention to inter — brand problems, not according to consistent manner
as treating the competitive relation between licensor and licensee.

The characters of Commission Regulation (EC) No 772/2004 in-
clude emphasizing positive effect of patent licensing agreement to com-
petition, predigesting framework of rules and emphasizing economic
analyzing, distinguishing competitors and non - competitors, paying
attention to network effect, noticing dynamic intendance.

The characters of EC 2004 Guidelines include adopting economic
benefit doctrine, largely using analyzing method based on economic

effect, closing to the USA 1995 Guidelines, distinguishing agreements
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between competitors and non — competitors, overseeing change of sta-
tus of competitors and non — competitors with the change of economic
situation.

The author’s legislative proposal includes constituting antimonop-
oly law and prescribing the principal of forbidding misuse of intellectu-
al property in it, revising patent law and prescribing the principal of
forbidding misuse of patent in it and in respect of applying antimonop-
oly law to patent licensing constituting two legislative documents; anti-
monopoly rule in patent licensing and guidelines for applying rule of
reason to patent licensing. As to antimonopoly rule in patent licen-
sing, the author advises to classify the clauses of the patent licensing
into three sorts: white clauses, black clauses and gray clauses. White
clauses means clauses permitted by the rule, black clauses means
clauses forbidden by the rule and gray clauses means clauses that
should be analyzed by the rule of reason according to the particular
conditions.

Based on the present condition of our country, the author thinks
that this rule should be a strict rule. In principal, we certainly should
prescribe the clauses that are forbidden in the USA, EC, Japan and
Taiwan region of China as black clauses. As to the white clauses in
the USA, EC, Japan and Taiwan region of China, we should analyze
them one by one and need not describe them as white clauses, maybe
as gray clauses, even as black clauses. We should not ignore the pro-
visions that represent the wishes of developing countries in the legisla-
tion documents of international organizations. In the meantime, we
should also pay attention to the experiences and lessons of the actual
patent licensing in our country, especially various restrictive conducts

in the technology importing and do as having a definite object in view.
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In respect of guidelines for applying rule of reason to patent li-

censing, the author suggests that we should use the USA Guidelines
and EC Guidelines for reference, introduce into economic analyzing
and pay attention to the market power. The guidelines which the au-
thor wishes to be elaborate should include: 1. clarifying the relation
between patent law and antimonopoly law; 2. setting up three kinds of
safe harbors ; safe harbor based on market share, safe harbor based on
the quantity of substitute technologies and safe harbor based on the
quantity of creative authorities; 3. using the analyzing framework of
EC 2004 Guidelines as reference and paying attention to the difference
between competitor and non — competitor, dynamic supervising and
network effect.



A 45 G5 W 5 0 ML

XHE (HEH) —FHE 1995 6 (CHHRFERGS T R FE R T
EE)

W3R (240796 B4 H1) ——BkILfk 1996 48 (Xt AR¥E L
IBCERISE 81 (3) ZII%KBI (35 240/96 5))

R4k (77272004 S 551) —BR3LK 2004 4F (ETH%
A 81 (3) FEBRTHARBILIUIEE (5 772/2004 B))

BRItk (18R ——BRILAK 2004 4F (T AR LEDIY
1B RS AR R A58 81 SRi9FEE (2004/C 101/02) )



