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PREFACE

At a meeting of the American Bar Association’s section on Patents,
Trademarks and Copyrights, a seasoned copyright practitioner intro-
duced his remarks with the observation that section members “are
exposed to many occupational hazards. . . One of the less serious
ones—but still an obstacle faced almost daily—is the fact that most
people do not understand the difference between patents, trademarks
and copyrights. This applies to clients, other lawyers and at times even
judges. When I tell a general practitioner that I am a copyright lawyer,
he immediately corrects me: ‘You mean patents!” He then says: ‘Well,
anyway, as a patent lawyer, you can copyright a name for me can’t
you?} %

Why the confusion between copyright, patent and trademark law?
One reason is that these laws occupy a common ground, each seeking to
stimulate investment in information through the award of property
rights. The information produced, and the specific intellectual property
rights that attach, are sometimes hard to separate. Adding to the
confusion is the fact that state laws—principally trade secret and unfair
competition law and the right of publicity—also occupy this common
ground.

Because these laws occupy a common field, they invite comparison.
How, and how efficiently, does each law allocate costs among producers,
distributors and consumers of information? The field also invites less
theoretical inquiry. A lawyer must be prepared to pick out not only a
single thread of protection for a client’s project (one consisting, say, of
trade secret and patent protection) but possibly a more ample fabric (a
combination of trade secret, patent, copyright and trademark). The
lawyer must also be alert to the possibility that a client’s project will
infringe the intellectual property rights of others. Although the lawyer
will move easily from state to federal law, the lines between—like so
many other lines in a federal system, bristle with conflict—often of a
constitutional dimension.

In the years since publication of the second edition, the perceived
importance of intellectual property has grown dramatically—in Congress
and the courts, in boardrooms and in law firms. Congress has over this
period repeatedly amended the copyright, patent and trademark acts in
several important respects. The new Court of Appeals for the Federal
Circuit has harmonized previously disparate patent law standards and, in
the process, strengthened industry confidence in the patent system. The
question of protection for computer programs, virtually untouched at the
time of the last edition, is today one of intellectual property law’s hottest

* Latman, Preliminary Injunctions in Pat-
ent, Trademark and Copyright Cases, 60
Trademark Rep. 506 (1970).
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PREFACE

topics. As intellectual property’s importance to the nation’s balance of
trade has come into clearer focus, Congress has moved to bring U.S. law
into line with international treaty requirements and has employed trade
measures to ensure worldwide protection for works originating in the
United States.

The third edition reflects suggestions made by many users of the
second. For their good advice, I am grateful to Louis B. Altman,
Margreth Barrett, Joseph P. Bauer, Glenn K. Beaton, Andrew Becker-
man-Rodau, Jay Dratler, Jr., Rochelle Cooper Dreyfuss, David R. Ellis,
Thomas G. Field, Jr., Theodore M. Hagelin, I. Trotter Hardy, Jr., Thomas
Hemnes, Paul Horton, Roberta Rosenthal Kwall, Marshall Leaffer,
David A. Lowin, J. K. Mueller, Jr., Christopher H. Munch, John J.
Murphy, A. Samuel Oddi, Dale A. Oesterle, Edmund J. Sease, Harold F.
See, Rena C. Seplowitz, Jeffrey G. Sheldon, Walter G. Sutcliffe and
Sherman Winnick. I am also grateful to my colleagues in the intellectu-
al property practice at Morrison & Foerster for continually challenging
me with questions at the law’s cutting edge.

Stanford Law School, where I completed the first and second edi-
tions of this book, continued to provide a congenial setting for work on
the third. I am particularly indebted to Dean Paul Brest for his
generous support, and to the staff of the Robert Crown Law Library for
helping so many times in so many ways. I am also grateful to Mark W.
Lerner and Karen M. Wetherell, students at the Law School, for cite-
checking and proofreading the text. Mark Lerner also prepared the
Index. Their work was supported by a bequest from the Claire and
Michael Brown Estate. Finally, I am indebted to my secretary, Lynne
Anderson, for so cheerfully and efficiently overseeing production of the
manuscript.

Note on Style. The articles and many of the cases appearing in
these pages have been edited. The deletion of sentences and paragraphs
is indicated by ellipses. The deletion of string citations is not indicated.
Most footnotes have been excised. Those that remain have not been
renumbered. Parallel citation to federal, state and regional reporters
and to the United States Patent Quarterly has been employed where
appropriate.

P.G.

Stanford, California
April, 1990
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