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Hong Kong’s Intellectual Property is of
far Wider Scope than Britain or the United
States——Therein Lies A DangerT

Michael Pendleton
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T For English version, sec page 3.
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Hong Kong’s Intellectual Property is of
far Wider Scope than Britain or the United
States——Therein Lies A Danger

Michael Pendleton’

The Hong Kong Special Administrative Region of China
(Hong Kong) has stronger intellectual property laws, and of far
wider scope, than those of Britain and the United States. For ex-
ample, unlike Britain or the United states, Hong Kong copvright
law extends to the three dimensional embodiment of most articles
or components manufactured from drawings. Possession of infring-
ing goods for commercial purposes or parallel importing copyright
goods may constitute a crime as well as a tort. It will be argued
these laws are far too wide and strong for the well being of Hong
Kong, indeed anywhere. They serve as a timely warning of the
danger of over protection of information at the expense of compe-
tition and access. > Recently, a Hong Kong Trade & Industry con-

1 Michael 13 Pendleton, Professor of Law & Deputy Director, Asia Pacific Intellec-
tual Property Law Institute, Murdoch University. Visiting Professor, Law School,
City University of Hong Kong.
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sultation paper recommended the criminalisation of possession of
infringing goods intended for personal use. Such a recommendation
bodes ill for Hong Kong as the following article attempts to illus-
trate.

When making comparisons between Asian jurisdictions and
Hong Kong it is important to remember that the judiciary of Hong
Kong and its lawyers still comprise large numbers of personnel
who trained, worked and indeed remain citizens of major common
law jurisdictions such as England, Australia, Canada and New
Zealand. For good or ill, a ‘have gavel will travel’ judiciary brings
with it the mind set of these jurisdictions and conclusions as to the
role, importance and functioning of law have to be adjusted in re-
gard to Hong Kong which in this respect is fundamentally differ-
ent to other Asian Jurisdictions.

Corruption, seen as endemic in much of Asia and one reason
for the recent economic collapse is not regarded as a major problem
in Hong Kong. However, reunification with mainland China and
more importantly the vast array of Chinese operations controlled
for some time now from Hong Kong have exacerbated this prob-
lem.

A final caveat is that Hong Kong has no legal safeguards in
regard to abuse of monopoly and anti competitive behaviour. There
i1s no anti trust, restrictive trade practices or competition law in
Hong Kong. Intellectual Property is legally used to commit anti
competitive practices unheard of in Western jurisdictions though
this pales in comparison to the flagrant vet legal abuse of dominant
positions in the banking, real estate and other sectors.

A clear perception from recent media coverage of so — called
counterfeiting is that Hong Kong is as deficient in the protection

2 A summary of the conclusions in this article was published in South China Morn-
ing Post, 28 January 1999 Analysis - Caught Out By Copyright, p8.
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of intellectual property as anywhere else in Asia. Nothing could be
further from the truth. The following explains why Hong Kong
continues to experience problems with counterfeiting yet at the
same time its anti — counterfeiting laws are demonstrably stronger
and more extensive than those of its developed trading partners.
Indeed it is far from difficult to prove that Hong Kong’ s anti-
counterfeiting laws are stronger and more extensive than those of
the United States or Britain.

These facts are far from controversial though most practinion-
ers{ who are virtually the only sector of Hong Kong society con-
versant with these laws) must consider the interests of their re-
tained clients who include industry lobby groups and are unable or
unwilling to speak frankly.” For at least the past four decades
Hong Kong’ s successive government have long been at pains to
reassure foreign investors that their intellectual property will be
well protected in Hong Kong. Hong Kong intellectual property
laws are a proper example for the developing world.* This degree
of protection puts Hong Kong at odds with the rest of Asia. Only
relatively recently did Japan became serious about the protection of
intellectual property under United States threat of trade sanctions
and the realisaticn that its own innovations needed more protec-
tion. lronically, the United States itself only joined the world ™ s
major copyright convention, the Berne Convention in 1988, one
hundred years after its instigation thereby according full copyright
protection to non restdents. 3

3 Until recently the few large Hong Kong solicitor’s firms with specialised intellec-
tual property practices would almost always only act for plaintff’ s for fear of caus-
ing displeasure to existing clients who theniselves were plaintiffs.

4 See Pendleton, Intellectual Property & the National Interest: What Devcloping
Countries Can [earn from the Hong Kong Experience. (1998 )Sept EIPR.

5 In that year it finally did away with the notorious ' manufacturing clause’ in its
copyright law which effectively dented full copyright protection to foreign publish-
ers. S Stewart International Copyright (1982 ) Butierworths.
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In recent months Hong Kong has shown how it is possible to
protect too much as this article will illustrate.

Brief Comparison of Hong Kong Intellectual Property(other
than copyright)with British & United States Law

The following is a brief litany of Hong Kong’s enhanced in-
tellectual property protection over that of Britain and the United
States. The Trade Marks Ordinance Cap LHK® and the Trade De-
scriptions Ordinance Cap LHK together protect foreign registered
trade marks which are unregistered in Hong Kong irrespective of
the mark being famous (there are special provisions for famous
marks)or marks having no reputation in Hong Kong. As in most
Anglo — Commonwealth jurisdictions the common law action of
passing off — similar to United States LLanham Act 1946 protec-
tion, is available where sufficient reputation and goodwill exists,
The ex parte or unilateral Anton Piller Order Procedure has since
the eighties ruled out by legislation the option of a defendant
pleading the privilege against self incrimination. This order, de-
rived from English practice, remains widely used in Hong Kong,
admittedly more fairly to the defendant than in the past. In the
area of trade secrets the Hong Kong Court of Appeal has even
been prepared to countenance the characterisation of information
as property, a step specifically rejected over the centuries and in
recent times by vitally all common law jurisdictions for fear of its
monopoly implications. ’

The inescapable fact of any competent comparative legal anal-
ysis is that Hong Kong intellectual property law prior to the
World Trade Organisation ( WTQ ) Trade Related Intellectual

6 Shortly to be replaced by a new Trade Mark Ordinance. The Trade Mark Rules
which will accompany the ordinance are in the final stages of the consultation

phase and it is understood a bill will shortly be gazetted.
7 Koo V Lam (1991 - 2)23 IPR 607, at 633.



