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Abstract

Abstract

Comparing to right in rem, intellectual property is more likely suffering in-
fringement. Therefore, the fragility of intellectual property right results in a re-
bounce situation; the protection on intellectual property including trademark is en-
forced unprecedentedly in legal system. However, the purpose of trademark legal
protection does not eradicate competition at all times. Trademark Law has never
meant granting only trademark owner with property, while consumers and the
competitors against trademark owner enjoy the same degree legal protection in
market. The aim of law is to balance various competing rights; therefore, trade-
mark protection requires an intrinsic balance among the interests of trademark
owner, competitors’ interests and public interests. Here is the attempt to study
the balance between commercial rights and competitors’ interests from the aspects
of commercial expression freedom.

Trademark is a basic concept of trademark law. No definition of trademark all
over the world does not focus on its constituent and functions of trademark.
However, legislation lowering down the standard on registration mark shows the
right expansion of trademark and the restraint against free competition. Trademark
is inborn a symbol. While the marks protected by trademark law are not merely
trademark , but the mark as a symbol which can distinguish goods and services
from others’ firms. The referring symbol from public domain, is used on goods or

services, and creates a connection between the symbol and goods or services, at
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the same time, carry goods or services related information which is different from
the symbol itself. The functions owned by trademark such as goods source demon-
stration and differentiation, quality guarantee function, goodwill undertaking
function and advertizing function, constitutes the basis of trademark protection.
While the communication and information convey functions owned by trademark ,
under certain competition circumstances, the competitors is entitled to us’e them
reasonably.

There are two kinds of main existing theories which can be used to support
the rationale of trademark rights. Among which, economic rationale can provide
certain protection for the first three functions of trademark and against confusion,
however it cannot provide sufficient rationale for trademark goodwill and advertis-
ing functions granted by trademark law. The laws protect trademark repute and ad-
vertising functions by protection of trademark distinctiveness and trademark repu-
tation and by prohibition of taking unfair advantage and anti-dilution, while this
kind rights and its rationale cannot be supported sufficiently by economic theory.
From the aspects of ethic and fairness, principles of truth cannot provide rationale
for trademark rights due to its different right structure. Unjust enrichment principle
lacks the criteria and norm required by property rationale, and the application of
this principle does not mean that any achievement based on others property is un-
fair. Therefore, the legal protection of trademark can just acquired limited
rationale. The extension of Lockie’s labor theory can be used to support the legal
rationale of goodwill and advertising functions granted by law, however it is still
not sufficient. In short, economic theory, ethical theory and fairness theory do
not provide full rationale to trademark rights. Trademark right and its related theo-
ries do not provide sufficient attention to the limitation to competitor’s commercial
expression freedom by trademark right. In the end, it is necessary to turn to ex-
pression freedom theory.

With the development of economy and trade, the functions and usage of
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trademarks are changing. Modern trademark is not only a symbol to demonstrate
certain goods or service source, but with various functions such as product distin-
guish, quality guarantee, goodwill carrier and advertising functions. Further-
more, trademark is a kind of communication tool. In commercial and trade field,
competitors are in virtue of under circumstances others’ trademark to send related
information; otherwise they cannot communicate with consumers. With the change
of trademark functions, trademark law grant trademark owner not only the exclu-
sive right, but also trademark blocking right by the way of anti-confusion, anti-
free riding, anti-blurring or tarnishment to protect trademark’s functions by pro-
tection of its distinctiveness and repute. However, this protection may conflict
with commercial expression freedom which can be used to send information to con-
sumer by competitors. This kind of conflict is of pure commercial character which
means only sending information or providing access to consumers. The rationale of
commercial expression freedom is based on the positive effect to publics. It comes
from the interests gained by consumers from related goods or services. The interest
reflects the right of traders sending information to consumers. Specifically speak-
ing, it is reasonable and fair to use others’ trademark in a descriptive way or in-
dicative way or to use in comparative advertisement. Whereas the negative effect of
commercial expression, its extendable rationales scope is much less than non-
commercial expression. The limiting function to trademarks of commercial expres-
sion freedom has already been supported by European countries and American
legislation and judicial authority. The main concerns are not to protect it or not,
but how to protect, how to reduce the negative effect from trademark law protec-
tion to third party, and how to balance the interest between trademark owners and
competitors.

Trademark law balance trademark rights and competitors’ rights and inter-
ests at the acquisition time of trademark rights. As to the acquisition of trademark

right, registration standard is adopted for most of the world. The registration re-
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gime is helpful to reach the certainty of law, with clear economic efficiency.
However the registration is not based on actual use of a mark. As a result, it may
bring about the situation that the mark or symbol is confined and others have no
right to use it, which may give impact on the commercial expression freedom. In
order to avoid the negative effects, trademark law has regulations to deny the
registration application when the mark is related to commercial expression free-
dom such as marks lack of distinctiveness, or descriptive mark, or common
name. The above mentioned three kinds of marks have important roles when it is
used to show the characters of related goods or services or used as communication
tools. But they are lack of distinction role or identification role for a trademark. If
these kinds of mark are owned as trademarks exclusively, that may lead to very
bad effect to fair play competition. In order to protect the common interests
shared by competitors and consumers which are based on commercial expression
freedom, legislation denies the registration application of these three kinds of
marks, and leave these mark free use for all market participations. These denials
constitute a kind of limit to trademark registration application and provide materi-
al support to reduce the exclusion cost of trademarks. However, if the above-
mentioned marks acquire distinctiveness by use, they can be trademark by regis-
tration. Therefore , it is necessary to consider the assessment of the acquired dis-
tinctiveness, and the proof of distinctiveness, and partial exclusion issues. Ac-
quired distinctiveness constitutes a limit item to trademark application and it is to
restrain free-riding trademark.

In order to protect the interests of trademark owner, Trademark law grants its
owner exclusive right to use the mark. That means, the right owner has a right to
block others using the same mark on same goods or services, or on similar or non-
similar goods or services in order to avoid confusion, and has a right to prohibit
others using the repute and or distinctiveness of the mark to compete in an unfair

way. However, the law applies restriction to the usage of trademark rights. Under
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the condition that there is no confusion and or dilution, trademark law allows
other competitors use the trademark within the limit of normal or necessary way.
The reasonable usages of trademark by others related to commercial expression
freedom are descriptive use, referring use and comparative use in advertising.
From the aspect of commercial expression freedom, trademark law protect these
reasonable usages is the reason that information insufficient may result in “sub-
stantial falling”™ of *free choice” for consumers. Therefore, it is necessary for
trademark law to grant the rights and freedom for other traders to use others’
trademark and to provide information or communication to consumers. These kinds
of usage constitute exemption of trademark infringement, and competitors who use
others’ trademark often use this reason to plea. Usually, judicial services judge
the trademark infringement according to confusion theory. It should be prohibited
even if there is no confusion when competitors take unfair advantages, or free-rid-
ing, or damage the repute or goodwill of others’ trademarks. However, it is like-
ly to expand the obligation scope of others at the time of protecting trademarks’
distinctiveness and repute. Therefore, at the time of assessing infringement, it is
necessary to balance the consumers’ interests and fair competition ordinance to
avoid extra cost expenditure of other traders and consumers.

Chinese trademark law system has achieved significantly, however, there
are still shortages in not only legislation but trademark registration censoring and
trademark infringement judicial relief. The study on the conflict and balance be-
tween trademark law protection and commercial expression freedom provide a new
perspective for related system development. Trademark law system improvement
exists in all-around perspectives. Trademark law of course is to protect trademark
rights, also limit the right scope to achieve a balance between legal protection and
commercial expression freedom. Therefore, it is necessary not only to improve
trademark reasonable usage system, to regulate specifically the comparative ad-

vertising, but also to balance the interests of various parties at the time of trade-
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mark registration verification and judicial judgment, to achieve the trademark
right protection and to achieve market fair competition, to achieve economical de-
velopment and to protect the consumers’ rights, to balance the private and public

interests.
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