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Foreword

By Mr. An Qinghu, Director General of Trademark Office

State Administration for Industry and Commerce

The People’s Republic of China

With the joint efforts by the Trademark Office of the State Administration for In-
dustry and Commerce of the People’s Republic of China (CTMO) and the United
States Patent and Trademark Office (USPTO), Chapter 1200 (Substantive Exam-
ination of Applications) and Chapter 1300 (Examination of Different Types of
Marks) of the Trademark Manual of Examination Procedure (TMEP) of the USP-

TO is now available to readers.

Since the Shanghai Sino-US Joint Communique was publicized in 1972, the direct
trade between China and US has resumed and risen gradually. The bilateral eco-
nomic and trade cooperation has witnessed continuous and even rapid increase
since China entered into the World Trade Organization (WTO) in December
2001. According to statistics, the trade volume reported a 24.1% year on year in-
crease to 262. 7 billion USD in 2006. By the end of June 2007, there had been
24,000 US-invested enterprises in China. The United States of America has be-
come China’s largest export destination and the second largest trade partner. And
China is the US’s third largest export destination and the second largest trade

partner.

Meanwhile, the two countries have also developed exchanges and cooperation in
the trademark field, which is one of the important intellectual property rights re-
lated to trade. Since China resumed trademark registration in December 1979,
there has been a steady growth of trademark applications from the United States.

In 1980, only a few hundreds of applications for trademark registration from the
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United States were received. While in 2000, the figure was more than 10,000 and
in 2006, in exceeded 20,000. By the end of June 2007, there had been accumula-
tively 161, 000 applications for trademark registration from the United States,
with 105,000 trademark registration in total, accounting for 21% of the total reg-
istered trademarks by 130 foreign countries and regions. Among the foreign coun-
tries, the United States ranks first in terms of trademark applications and regis-

trations in China.

In March 2004, Mr. Jon W. Dudas, Under Secretary of Commerce for Intellectu-
al Property and Director of the USPTO paid his first visit to CTMO when the two
Offices expressed wishes to strengthen the cooperation in the trademark field. In
June when Mr. Dudas headed a delegation to visit the CTMO again, both sides
discussed cooperative programs in details. Since at that time CTMO was revising
its Trademark Examination Guidelines, I asked if USPTO could provide its TMEP
in Chinese version for out reference. And I got a positive answer. Soon after
that, Mr. Mark Cohen, the Intellectual Property Attache of the U.S. Embassy in
Beijing passed on a message of Mr. Dudas to me, that due to the complexity of
the TMEP, the USPTO would probably be unable to have it translated in time.
He suggested that the most useful parts be translated first. I agreed and expressed

my understanding.

In January 2005, Mr. Dudas visited China and in person gave me the Chinese ver-
sion of related Chapters (Chapter 1200 and Chapter 1300) of the TMEP. My col-
leagues and I thought the translated version was of such high quality that there
would be no need for further amendment. Then I proposed that the chapters be
published both in Chinese and English in the name of the two Offices so that more
practitioners can share the content. Mr. Dudas agreed. In November the same
year, Mr. Dudas sent me the electronic version as well as his preface for publica-
tion. In June 2007, Mr. Dudas asked Mr. Cohen to send me the revised preface
both in Chinese and English, and soon the signed preface. I appreciate the active

cooperation, fruitful work and responsible attitude of Mr. Dudas very much.



The United States uses a system of common law. In its trademark examination,
USPTO has established a whole set of concrete principles of applying laws in ac-
cordance with the provisions of the US Lanham Act and relevant federal acts. In
addition, combined with years of practices there have been case laws that can be
applied to similar cases as well as some procedures that are applicable to various
processes. The TMEP is the guidance for USPTO examiners, and also offers ref-
erences for trademark applicants and agents. It contains the examiners’ manual,
information and explanation, which describe the procedures that examiners

should abide by or should be authorized to abide by during examination.

The TMEP was formulated in January 1974 and was revised three times in 1993,
2002 and 2005 respectively in order to be adapted to the new judgment of the fed-
eral court. The current fourth edition of the manual is composed of 19 chapters
and 1005 pages in total. The captions of each chapter are as follows: General In-
formation; Application Filing Date; Filing and Receipt of Documents; Processing
Documents and Fees; Change of Ownership; Attorney and Representative; Pro-
cedure for Examining Applications; Application Requirements; Use in Com-
merce; Applications under International Agreements; Intent-to-Use Applications
and Related Documents; Substantive Examination of Applications; Examination
of Different Types of Marks; Classification and Identification of Goods and Serv-
ices; Post-Examination Procedures; Registration and Post-Registration Proce-
dures; Matters Submitted to the Director; Public Inquires about Applications and

Registrations; Madrid Protocol.

Although the publication only includes two chapters, it contains the substantive
examination of trademark applications. Many of the cases are cautiously selected
by compliers to provide references. Both CTMO and Trademark Review and Ad-
judication Board (TRAB) referred to and borrowed parts of the two chapters
when they revised and drafted their trademark examination guidelines respective-
ly. In December 2005, CTMO and TRARB jointly publicized the Trademark Exam-

ination and Guidelines on CTMO’s official website www. ctmo. gov. cn.




The successful publication is a significant fruit of cooperative exchanges in Sino-
US trademark realm. The publication provides reference not only to the Chinese
trademark examiners, but also to law-makers, judges, scholars, agents as well as
applicants who are intending to apply for trademark registration in the US. I
sincerely hope that the relevant bodies of the two countries can maintain and fur-
ther reinforce their trademark cooperation, and make more contributions to IPR

protection as well as economic and trade development of the two countries.

August 2007
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United States Patent and Trademark Office Trademark Manual of Examining
Procedure, 4™ Edition (TMEP) Chapters 1200 (Substantive Examination
of Applications) and 1300 (Examination of Different Types of Marks)

Foreword from the Under Secretary for Intellectual Property and Director

of the United States Patent and Trademark Office Jon W. Dudas:

Welcome and thank you for your interest in this guide to examination of trade-

marks by the United States Patent and Trademark Office (USPTO).

The ability to share our TMEP with colleagues in China is an incredible opportu-
nity. The China Trademark Office (CTMO) is quite aﬁ impressive organization.
Our colleagues at the CTMO are hard-working professionals with scholarly abili-
ty, and the CTMO leadership is visionary and dedicated. In response to the re-
quest of CTMO’s Director General An Qinghu, the USPTO is pleased to provide a
translation of Chapters 1200 (Substantive Examination of Applications) and 1300
(Examination of Different Types of Marks) of the 4" Edition of USPTO’s Trade-
mark Manual of Examining Procedure (TMEP) . These two chapters contain the
most pertinent information about the USPTO ’s examination practice as to sub-
stantive trademark law issues. The complete TMEP featuring all of the latest up-

dates is avallable online at http: //tess2. uspto. gov/tmdb/tmep/ .

The TMEP serves several purposes. First, it provides uniform guidance to our
trademark examining attorneys. Second, because of the uniform guidance, we use
the TMEP to help us assess the quality of work performed by our examiners.
Third, applicants and practitioners know what to expect, because the TMEP is
available, free of charge, to cveryone at USPTO’s website. Fourth, because appli-
cants and their representatives can read the TMEP, they are able to challenge any
incorrect practices — or better understand why a particular requirement or rejec-
tion is made. Finally, the TMEP gives our colleagues in trademark offices around

the world the opportunity to review our examination practices at the USPTO.
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We applaud the CTMO’s leadership in soliciting input from foreign and domestic
brand owners and from other trademark offices, including the USPTO, in under-
taking the third revision to China’s Trademark Law. Under Director General An,
the CTMO has instituted significant changes to improve right holders’ ability to
protect and enforce their trademarks in China. The CTMO’s website, http://

WWW. ctmo. gov. cn, serves as a comprehensive public resource of information

about protecting trademarks in China, with links to the trademark examination

guidelines and to the online trademark search database.

We continue to work with the CTMO to further these advances and, in particu-
lar, to support the CTMO in realizing its vision to streamline operations and im-
prove pendency by implementing the latest technological advancements. Togeth-
er, the CTMO and the USPTO have agreed to take steps, including the develop-
ment and exchange of informational brochures, to help smaller businesses better
understand how to protect their marks in our respective countries. This project,
initiated by Director General An, is designed in large part to encourage Chinese
companies to consult the USPTO online trademark search database and apply to
register their marks as China develops more international brands. At the same
time, it would help U.S. enterprises understand the laws and procedures relating

to trademark registration and protection in China.

On behalf of all the Trademark Office employees at the USPTO, we look forward
to working with the CTMO on these and other important efforts to advance intel-

lectual property rights protection for all.
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